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IN THE 


Supreme Court of the United States. 


SS eect cme 


SAMUEL H. EMERSON, Plaintiff in error 
as interpleader, | 


v. 
W. M. SENTER and W. T. WILKINS, partners 
as SENTER & UO. 


NO. 154. 


In ervor to the Circuit Court of the United States for the 
Eastern District of Arkansas. 


BRIEF FOR PLAINTIFF IN ERROR. 
STATEMENT OF FACTS. 


Mitchell & Bettis, Printers and Binders, Little Rock, Ark. 
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IN THE 


Supreme Court of the United States. 


SAMUEL H, EMERSON, ( Plaintiff in error. 
as interpleader, § . : 


U. 
W. M. SENTER and W. T. WILKINS, partners 
as SENTER & Co. 


INO. 154. 


In error to the Circuit Court of the United States for the 
Eastern District of Arkansas. 


BRIEF FOR PLAINTIFF IN ERROR. 


STATEMENT OF FACTS. 
One Moores, the surviving partner of the firm of A. 
Butler & Co., made a ceneral assignment to the plaintiff in 
error as trustee for the benefit of the creditors of the firm. 


Rec. 8. 


The property assigned was attached by the defendants 


in error on the ground that the assignment had been made 


~~ 
IN 
—_ 


with fraudulent intent. the attachment was sustained, 


and the interplea of the plaintiff 1T error overruled. Ree. . 


The Court found that the assignor had fraudulently 
reserved from the assignment il part of the property, hut 
that this fraud had not been participated in by the assignee 


or the creditors represented by him. who had accepted the 


assignment in good faith. Rec. 1 to 22. 


The plaintiff in error asked the following declarations 
of law: 

l. That a sole surviving partner of an insolvent firm, 
who is himself insolvent, has a right to make a general as- 
signment for the benetit of creditors of all the firm assets, 


with preference to such creditors as he may prefer. 
3 


2. That, notwithstanding the fraud on the part of the 
assignor, the deed would not be void without some knowl- 
edge of said fraud, or participation therein, on the part either 
of the assignee or the accepting creditors. And that the 
finding should be, on this ground, in favor of the inter- 


pleader. Rec. 22. 


The Court refused so to declare, and the interpleader 
excepted. Rec. 25. 
ASSIGNMENT OF ERRORS, 
7 The (‘ourt erred an / Adina fhat bhie SUPLUVENG 


pal finer had iO power fo make fie assiagnme nt. 


2? The Court erred rn holdina that thie assiqnimeine 
"Is potrate d hy this fraud Of bhi msiqnor. nol participate 7 


Y the ASSUGNes Myr hy the credito 


ARGUMENT, 


That a surviving partner has the power to make an as- 
signment for the benetit of creditors, has been settled by 
the cuse of Hoyt ?. S praque , TOS U, Ss. 613, where such 
an assignment was upheld and enforced. The power 
naturally results from the full control which the surviving 


partner has over the partnership assets. 


The power to prefer one creditor to another is an inci- 
dent to the power to assign. 
Brooks v. Marbury, 11 Wheat. 78. 
Clarke ve White, 12 Pet. 200. 
Tompkins v. Wheel -.. lé Pet, L106. 
Conway ex Parte, 4 Ark. 303. 
The mpstead v. Johnson, 18 Ark. 123. 
Mandel v. Peay, 20 Ark 


Pade 
J 


. C2 dn 


There can be no reason why surviving partners should 
be made exceptions to this rule. They can prefer creditors 
at any time by payment; and if they can prefer by pay- 


ment, they can prefer by an assignment, which is only a 


means of raising a fund for payment. 


II. 


The Arkansas Statute of Frauds, under which the 
issignment was held to be invalid was adopted in 1837, and 


is ius follows: 


“Every conveyance or assignment, in writing or other- 
wise, of any estate or interest in lands, or in goods and 
chattels, or things in action, or of anv rent Issuing there- 
from, and every charge upon lands, goods, or things in 
action, or upon the rents and profits thereof, and every 
bond, suit, judgment, decree, or execution, made or con- 
trived with the intent to hinder, delay or defraud creditors 
or other persons of their lawful actions, damages, forfeit- 
ures, debts, or demands, as against creditors and purchasers, 
prior and subsequent, snall be void.’’—Ark. Dig. 1883, 


Sec. 3374. 


The Bankrupt Act provided that the assignee should 
take the property subject to all equities; and some Courts 
have held that an assigneee for the benefit of creditors 
occupies uo better position. But no sufficient ground can 
be assigned for the ruling. When a man is insolvent, and 
his creditors prevail on him to execute an assignment for 
their protection, and they and their assignee take the prop- 
erty in good faith, their claims ought not to be defeated 
because the assignor has acted fraudulently. Having ac- 
quired the entire interest in the property assigned, they 
ought to stand as well as thougi they had obtained a mort- 
gage or deed of trust upon it. The mere fact that the 
assignor had concealed some of his preperty from the 
assignee is no reason why the part which he has turned 
over, and which has been received in good faith, should 


not be applied to the payment of debts. 


Such is the view which has been adopted by this Court. 


“< 


Ae 


» anes 
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el ee en ee 
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In Marbury v. Brooks, 2 Wheat. 556, it appeared that one 
Fitzhugh had made an assigument to Marbury with the de- 
sign of securing immunity from prosecution for a forgery 
which he had committed. This intent was known to Mar- 
bury, but not to the creditors secured by the deed; and 
upon an attachment of the property, it was held that they 
were entitled to the protection accorded to bona fide pur- 
chasers, and were in no wise affected by the fraudulent 


motives of the grantor. 


This decision, and the grounds upon which it was reach- 
ed, were afterwards affirmed in the case of Brooks v. Mar- 
bury, 11 Wheat. 78. Both decisions, delivered by the Chief 
Justice, are evidently the result of mature consideration, 
and had the sanction of the undivided Court, They should 
be conclusive of the case at bar. To overturn them now, 
after they have been for so many years the unquestioned 
doctrine of this Court, would throw this branch of the law 
into confusion, and would be unjust to the public, who have 
learned to look upon them as establishing a rule of prop- 


erty, and have acted upon them accordingly. 


Nor does the rule requireamendment. It is inherently 
just, and has been adopted as the law in the States of Ohio, 
[ilinois, Missouri, Virginia, Tennessee, Michigan, Alabama 
and Arkansas. 

Bancroft v. Blizzard, 13 Ohio, 30. 
Thomas v. Talmadge. 16 Ohio St.. 439. 
Meyers v. Kinzie, 26 Iil., 36. 


Gates v. Labaume, 19 Mo., 17. 
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IN THE SUPREME COURT OF THE UNITED STATES. 
SAMUEL H, EMERSON, @s interpleader, 
Plaintiffin Error, 
vs. + No. 154. 
W.M. SENTER AND W. T. WILKINS, 
Partners as Senter & Co. | 
‘ 


In error to the Circuit Court of the United States for the 
Eastern District of Arkansas. 


Brief for Defendant in Error. 


, THOS. C. McRAE. 


R. O. Polkinhorn & Son, Printers. 
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he rrantrtee 


Perhaps the rul which requires tt 
i ) rticipate im tie franud.in order to avoid the 
deed (a deed of assignment), has no just ap 
preation, exc in case of purchasers, or per- 
sons who have parted with some valuable 


tect nally compassing Traud., 


portunities for « 
beside the Arkansas CUSCS referred tO, appel 
lant’s counsel cites decisions of this Court. and of 


Ohio, Illinois, Missouri, Virginia, Tennessee, Michi 


ran. an \ilabama,. to. sustain his position. A 
review ther ili show 

That eit leCcIsl n in Marbury rs Brooks (7 
Wheaton, 556) was unnecessary, and therefore 
ovifey pon this point ; for the Court had previous 


lv held that ‘*to advance money for a son-in-law 
tO repanl the frauds he had committed. e 
perpetration of them, 


Tense which ma \ hot be 


excused : nor can a security taken for the repa \ 


ment of money so advanced be deemed fraudulent.” 


And the Court further said that ‘‘if the notes 
were to be taken upon condition that the holders 
would forbear tO prosectte the criminal. or if the 
repayment of the money advanced were to depend 
lpon his escape from prosecution, the validity of 


the contract might well be questioned. fl 


The doctrine respecting Contracts intended ro com 
pound felonies was involved. 


The Case of Brooks VS. Marbu) t} (1] W heaton, 


78), was also a case where the doctrine of com- 
nounding a felonv was involved 
}? — ‘ i , . . cl } (Piveti. 


We submit that to constitute a COM] ounding of 
felony the minds of the party seeking non-action 
and the party whose non-action is desired must 
meet and concur, and that therefore in such cases 
no frand can be complete—no mere act of the 
grantor or his assignee, or both combined, can 
amount to a fraud—such as the law condemns 

Pollock, Cont... 318, 319 


Wharton, Cont., § 483 


But that this is not true of such frauds as are 
implied in ordinary conveyances in disregard of the 
rights of creditors is obvious. For a mere volun 
teer, however good may be his intent, is incapable 
of holding property conveyed to him as against 
prior creditors 

Sexton vs. Wheaton. 8 Wheat... 229. 
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The ease in 18 Ohio, 30, was not very well con 


sidered No authorities are considered, the opinion 
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pellant seemed to exist hearing on the question. 
Henry Stanberyv took an opposite view, We see 
nothing in 18 Oh} ~) LO8, that seems to be In 
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mont ° al 17 deCrSs) 7) Wills hased ona statute. The 
cuse In 26 Il... 36. shov hat the point was not be 
fore the Court. it having held that there was no 


evidence of anv fraud on the part of assignor or as 


ln i *) Missouri. ‘y & the doetrine Wiis based Onl 


statute. and the fraud was subsequent to the as- 
signment The opinion in 23 Missouri. 237. is 
brief and is based entirely on the ease in 19 Mis 


The opinion in 49 Missouri, 548, is short, no au 
thorities are cited, and it seems to have been made 
In view of a statute which prevails there. In the 
ease reported in 26 Gratton, 563, no fraud existed. 
and therefore its ruling Upon the point now under 
consideration was of//e; The balance of the doc 


trine in that case is opposed to the views of this 
Court in Liking vs. Aird, 6 Wall... 78. 

In 7 Cold... 32, no authorities are considered, and 
the point is arbitrarily ruled. 

The case in 2 Michigan. 309, 1s superseded and 
overruled by the later case in that State. (See au- 


thorities supra.) The opinion in 17 Alabama, 566. 


shows that court would have ruled the point as we 
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either not in pont, or are based upon some statute, 


authorities pro and con not being considered. 

We deny that this Court or the Supreme Court 
of Arkansas are opposed to the view of the lower 
court, or that the view it entertained is opposed to 
principle and the weight of authority It is possible 
that Ohio and Missouri would not be with the Ly) 
pellant, if no statute prevailed. Wedeny that Ala 
bama would be with him if the question were es 
iova. Wedeny that Michigan is with him. We 
admit that Virginia and ‘Tennessee are with him. 
Dut that tThev are opposed Lo sounder views AS eX- 
pressed by the judges in Vermont, Massachusetts, 
New York, (as shown by Judge Poland in 35 Vt., 
supra), Pennsylvania, North Carolina, Michigan, 
Minnesota, lowa, Kansas, Arkansas, and the Fed 
eral Circuit Court in Minnesota and Arkansas, and 
the principle stated in 11 Howard. 

When a complete system, or what may be re 
carded as a complete system, of insolvency exists, 
under statute, analogous to the bankrupt act, there 
is reason for holding the fraudulent intent of the 
erantor to be immaterial, forsuch systems are aimed 


to thwart such an intent. but where no system eX 


ists, Where the assignor has pretty much his own 


ee a een ee oe 


way in making an assignment, asin Arkansas, there 


is great need for holding that his fraud shall vitiate 
the instrument, especially if the bond of the as- 
signee, as in Arkansas, calls upon him tocarry out 
the terms of the assignment. (Arkansas Digest, 
1884, Sec. 305.) Otherwise a premium will be put 
on fraudulent assignments. Moreover, there 1s some 
difference between the attitude which chancery courts 
and courts of law occupy. The former, as was the 
Cast in Arkansas, in fhe three Cases cited by appel 
lant, may, to carry out equitable doctrines, and give 
proper effect to an instrument that might be bad 
at law hold certain transfers to be in substance 
good, which would be disapproved and condemned 
atlaw. ‘That there is a difference between law and 
chancery is established. (See (Vi mews Vs, Moore. {) 


Wall. The present is a proceeding at law. 


lf the question, as to whetheran assignee shall 
or shall not be bound by the fraud of the assignor, 
is a question arising under State Statute, then, un- 
questionably, this Court will follow the decisions of 
the State Court: unless the question seems still to 
be open tuere. burgess vs. Seliquan, 107 U. 8., 
pp. oo, Od, 34) 

But if the views of the Federal Circuit Court 
correspond with the latest adjudication of the State 
Court, the decision will hardly be reversed Oh aAac- 


count of prior rulings of the State Court. La fing 


well vs. Warren. 2 Black, 509 


If, however, that question is one in general juris- 
prudence, then this Court will not be bound by the 
decisions of the State Courts : but will strike out 
a path for itself, prefers to do so 

( CT pe nlery Vs. lns. i. ao ret.. AOD. D1] . 


Chicago vs. Robbins, 2 Black, 418. 


Respectfully, 
THOS. C. McRAE. 
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ADDITIONAL BRIEF FOR PLAINTIFF IN ERROR. 


Since the filing of our original brief herein, the 
Supreme Court of Arkansas has again decided that an 
issignee for the benefit of creditors is a purchaser for 


value The opinion of the court. which is still in manu- 


SCTIpt, ~ is rOmOoOWs 


‘Eakin, J. Davis & Ketcher, were a firm of hardware 
ants in Little Rock. On the 26th of February, 1884, 
Jno. D. Adams filed this bill against them and other par- 
ties, alleging: i hat being iti failing circumstances, they 
had assioned their stock of merchandise, fixtures, notes, 
iccounts, ete., to J. S. Whiting, in trust, to sell and apply 


rhe proceeds to then habilities, in the following ordel - 


wor te Pe iis 


A HIRE 


‘Ist. A debt of $4,000. owing to the Exchange Bank 


of Little Rock. 


see] A debt ol B00), owing to the VMerchant- Na 


tional Bank of Little Rock 


“Sd. Certain other indebtedness described in the deed, 
owlne ce >. be Dsaves mia Nia \ Weel, Phese ta) he pia 
inl full. he residue t a) pplied Upon all the retaining 


indebtedness of the fit Iii 


‘That the rustle ' takihne anh MVenLory, with tine 


view of filing an bond with the clerk, a> required ny statute 


and selling the stock at public anuetion Phat this would 
ciuse a oreat sacrifice, a- nuch of the stock consisted of 
agricultural plement } mmediate i it demand 


whereas. with Prapedr pore blittobis. IO portal be made to real- 
ize a wood price lle states that he is a suretv of Davis & 
hetcher, Upon the debt to the Exchange Bank, without in- 
demnity; and that he will suffer loss unless that debt is 
satished out of the assigned property lie therefore asks 
that a receiver be appointed to take charge of the effects, 
and to collect such accounts as he can, and report those he 
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cannot collect, to be sold 


‘TL pon fling the bill, the court appomted the assignee 


receiver, who ive bond is such. 


‘The appellant, Bridgeford i oe corporation 
under the laws of Kentu: KV. On the 2nd of March, 1&3, 


it filed a petition in the case, showing: 


7s hat if is one ef the non-preferred : reditors - and f harg- 


hy 
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ing that the tirm of Davis & Ketcher, in November, 1885, 
through Davis, obtained a portion of the stock on hand from 
them by purchase, under fraudulent representations as to 
facts and circumstances affecting their solvency and ability 

and that & large portion of such goods can be identified in 
the hands of the receiver, It claims the right to rescind the 


eontract ana reclaim the moods, on account} of the fraud : 


ind insists also that if it phat} not do that, it is entitled to a 
Hen upon all the goods i phbety identify, under the act of 
March ‘th, 877. Them claim ts for $2,659.08. Other 
pomts ure pres nted bv the petition, but these are sufthcient 
| ‘ xplain the nature of the CHs¢t, and the contention us to 
erro Chere Is i pravel for creneral relief, 

‘Davis and Ine tcher answered this petition, denying all 


eit material sable ratios As TO fraud 


Other creditors, it seems, made similar claims as to 
voods sold by them for goods which might be identified. By 
consent the receiver Was orders | to proceed with the sales, 
KCCPIN’ separat thie prt weeds of the different lots claimed 
by the several inter-pleaders, and which might be identified, 
satisfactoriiv to tis mind The woods were si ld, and the 

mev is now awaiting the order of the court 
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SUPREME COURT OF THE UNITED STATES. 


October Term. L883. No. 182. 


a ee I 


JOHN DOBSON and JAMES DOBSON, 
Appellants, 


JOHN DORNAN, FRANCIS MAYBIN, ROBER’ 
| DORNAN, and JOHN PICKENS, trading as DOR- 
NAN. MAYBIN & COMPANY. 


APPELLEES. 


BRIEF OF 


OF THE CASE, 


HISTORY 


This was an outrageous case of piracy. The appellees 


were the owners of a patented di sign for a carpet pattern. 


The pattern was a very successful one, and among the largest 


of the customers of the appellees was the firm of Field, 
Leiter & Co. (See “ Exhibit D,” page 70, of record, being 
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the amount of carpetin 


sold by appellees bearing the 


patented design.) Field, Leiter & Co. sent a piece ot the 
appellees carpet by one Dixon Bean to the appellants, whose 
factory, as that of the appellees, was in Philadelphia, and 
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page 8), and sold the carpeting so made 
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extent of 52,042) yards. (See “ Exhibit A,” page 62.) The 
appellees were unable to show, to the satisfaction of the 
Master, that the appellees had made any profit on their sales, 
but appellants sold their carpeting ut Ten cents a yard less 
than the appellees ; they were new to the business and 
doubtless wished to make friends in the trade. 

The appellees showed what profits they made on their 
carpet, and that but tor the tortious acts of the appellants 
they would have made a profit On an equal amount of car- 
pet as that sold by the appellants. (See “* Exhibit A,” 
page 62, and * Exhilit D,” page 70.) 

The Master made a decree in favor ot the appellees for 
SH OUB.O2, which decree was confirmed by the Cireuit Court 
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** quences ot piracy.’ This seems most reasonable, ror, as 
‘‘we have said, it is the effect upon the eye which adds 
“value to articles of trade or commerce.” 

And further On in the same opinion the learned Judge 
says: “*We are now prepared to Inquire what is the true 
“test of identity of design. Plainly, it must be sameness 
‘“ of appearance, and mere difference of lines in the drawing 
wy sketch, a greater or smaller number of lines, or slight 
“variances in configuration, if insufficient to change the 
“ effect upon the eye, will not destroy the substantial iden- 
** tity. , * So a pattern for a carpet or a print May 
“be made up of wreaths of tlowers arranged in a particular 
“manner. Another carpet may have similar wreaths ar- 
“ranged in a like manner, so that none but very acute 
‘‘ observers eould det ct a dittererce, Yet in the wreaths 
hd upon the one there may be fewer flowers. and the wreaths 
- may be placed at wider distances from each other. Surely, 
‘in such a case, the designs are alike. The same concep- 
“tion was in the mind of the designer, and to that con- 
* ception he rave expression. ' . We hold, there- 
“fore, that if in the eye of an ordinary observer, giving 


+ 


* 


such attention as a purchaser usually gives, two designs 
~ are substantially the same; if the resemblance is such as 
“to deceive such an observer, in inducing him to purchase 
‘one supposing it to be the other, the first one patented 1s 


se intrings di by the OTHE] 


Now, that such was the identity of the design of appel- 
‘ ‘ A 


lants was conclusively shown bv the evidence. 


John Wilmer Martin. Ol} pace | ot the record, SAaVS : 

“Quest -From your « xperience as a seller of carpets, 
‘do you think an ordin: rv purchaser would be apt to mis- 
: take , Kxh tit No. 3 appellants’ carpet) tor ’ Exhibit 
“No. 2’ (carpet bearing the patented design) ? 


: A. I think it would De almost impossible for any one 


‘ + ? ‘ ow ] . F ) ; ‘* 
to tell the m apart, that had not seen them together. 


a 2 =. - — 
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‘*@. Do you know of any instances where ‘ Exhibit No. 
“*3” has been purchased instead of ‘ Exhibit No. 2,’ by mis- 
“take ? ”’ 

“A. Yes I know quite a number where they bought 
‘““ No. 3 to take the place of No. 2.” 

Thomas Depuy on page 16 says: 

‘“ @. From your experience as a dealer in carpets, state 
‘‘ whether or not an ordinary purchaser in buying a carpet 
‘* would be likely to mistake ‘ Exhibit No. 8’ for * Exhibit 
ot = ¢ oe 

‘A. In my opinion it would be safe to say that not one 
‘‘ customer in twenty-five would know the difference.”’ 

“ @. Do you know of any instances in which the mis- 
‘“‘take has been made ?” 

aa, © Mr. Golden, the book-keeper for the house of 
“ Dornan, Maybin & Co., stopped in at my store to geta 
“carpet for his own use; wishing one of the pattern of 
“<« Exhibit 2,’ he walked up to the imitation or copy, and 
“said he wanted one of this.” 

Mr. Golden corroborated this on page 19 of the record, 

Alexander W. Skilton, on page 17, says : 

: O). From your experience as a seller of carpets, please 
“state whether or not an ordinary purchaser in selecting a 
‘carpet would not be likely to mistake ‘ Exhibit No. 3’ for 
“* Exhibit No. 

“4, Certainly he would. I think [ have mistaken it 
” myself.” 

‘State on what oc ‘aS1On = 

‘A. When I first saw *“ Exhibit No. hy I took it to be 
the same pattern.” 

. 6). W hk re did you ser it : 

“4, At Jacob Riegel’s on Market street. | inquired 
‘‘at that time if it was not Dornan & Maybin’s goods, and I 
‘was told it was Dobson’s.’ 

The history of the getting up of the infringing design 


showed it was not an original design by the party who got 


it up, but was a cOpy trom the patented design. 
Al6 


Dixon Bean, on page 8, testifies he took a piece of the 
° ; * + + ’ . "  Pabe . ‘ 
Carpeting bearing the patented aesign for f eld, Leiter & Co., 


’ . } : | > 
TO the Ttactoryv of the appellants, Vino Thereupon macs the 1n- 


ry : . ‘ .% . . 
John T. Webster. the designer of appellants, who drew 
; 
the design trom which the infringing Carpet was made, 
‘ ; & : heer f e ‘ | - > ‘ 
testified on pages 27 to 31, that he had seen the piece Bean 


lants before he 


The two pieces of carpets, bearing the patented 


qaqesign and the other th 1) csaion, were Inspected 
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carpets | 
_ introduc: di this Irs pon the } rket. 

“A, We did lose son trade. We lost the trade of 
“ Field, Leiter & Co., and of others, through their being 
‘‘able tosupply the Messrs. D n’s carpet in place of ours. 


This is corroborated by an examination of the tables 


showing the sales by appella and appellees, * Exhibit 
‘ - s & ’ 
A,” page 62, of the record, and ** Exhibit D,” page 70. 
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DAMAGES, 


The main question, however. in the Case, seems to be 
as to the computation of damages suftered by the appellees. 
The question is of course approached with diffidence since 
tlie decision in the cases of infringements by the same appel- 
lants, reported in 114 U. S. Reports. Still, there is a view 
of the case which does not appear to have been urged in 
those CUases, and which induced the (Court below to sustain 
the decree ot the Master now Lp aled trom. The opinion 
which was given by one of your Hlonors was unfortunately 


’ 


an oral one, and therefore does not appear in the record, 
This view counsel for the appellees now feels it to be his 
duty to urge upon the Court. 

t is derived, first trom the consid ration of] the ditter- 
ence in the nature of a pave nt fora d sign, and that of a 
patent tor a machine, citi lmiprovement On a machine, or ral 
process, Which difference renders ,the theory of computing 
damages in one Case inapplicable in the other. 

And secondly trom the tact that the Master did not 
compute as damages the wh yl profit (oT) the article sold, 
but merely the profit on the whole atter deducting the cost 
and profit on the parts. 

Now as to the first point: Ina patent for a machine o1 
proce 55. it is the WMecalis of prod icing il result that is patented 
and not the result itself,and the value of the patent 1s 
founded directly on its utility as to producing this result. 
The result is the common property of all, and the only 
benefit the public gets is a cheaper way (or a quicker or 
easier Way which can be reduced to the same thing) of 
accomplishing this result. The Court acting Upon this 
theory will give the owner of the patent only the difference 
in Cost betwe Cll the patent d Wi) of accomplishing the result 
and the unpatented way, and this indemnifies him as far as 


i! C 
he should be indemnified 


1 
pos 


but with a design patent it is different. There the 
result of the labors and genius of the inventor is itse/f pat- 
ented. Whether there is any value in the result it has been 
argued is a matter of mere caprice, but this does not cer- 
tainly seem to he the ominion of those practically acquainted 
with the subject, or in consonance with the evidence in the 
case, One of the appellants himself testifies to this when 
asked why he preferred a good toa bad design. He an- 
swered, ae Kor the same reason that pore fer a rood horse. 
{ you vet a rood cle S1ir?) and , “I colors, you ret i good 
and salable carpet.” (p. S1. The same witness in his 


answer to the previous question had said, * Designs should 


be drawn sO that the parting Or the Coiors will he distinct.’ 
Showing that to rive thi proper « tlect to the colors ther 


must be cl rood design. lis (ISCUSSION, TOO, of the value 

e. le Bs een @ ws « ‘ritiy , aon . +] rac] +1, . 
ora desig CCTHS TNOPre a Citi nm upon the Wi OM OF Tin 
Act ot (Congres Ss authorizing patents tor li SICTTIS, than an 


argument upon the application of the law by passing the 


_ —— nents . ° ) ' , . 
act the La MIsiallve powell nas recognized Value and merit wm 


— 


these designs and wrivenh a prop rty them to the Inve nior, 


which it seems the Court should recognize and protect. 


Now, in prot cting this ri it ot the inv ntor ot a design 


‘ 


in the matter of damawes, the sai rule cannot be applied 
AS in the ease of an inve hntor of a machine, ior no result Is 
here obtained to the accomp shing of which there are other 
unpatented methods o vn to the ] iblie. which Cin} he COTl- 
pared with the patented method. You cannot say that the 


purpose ot the design is orn! ntation, and the same pur- 


we 


we » 20. Soe 43° 

pose can be obtained by othe: dajesivns, TOrisis the very ditt I'- 
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ence in the character Of orpna CHILALIOTL CDA Is patentee ; ihe 


patented adesign bhst lot being an incident to the re sult, as 


in the case of a patenied machine, 1s itself the principal 
object, and the mea Produ t are the Ine) ley ts The 
carpet is to thie 7 s10N what th baper is [tO fi COP) richted 
book, or the canvas to apicture. The property in the design 


becomes ot the nature of that of acopy right. he intringer 
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“damages because he to whom I sold was moved by mere 
‘‘ caprice, and had I had any other pattern, he would have 
“ bought that instead” than could a piratical publisher of a 
copyrighted work of Longfellow, for instance, say to Mr. 
Longtellow, “* You are entitled to no damages, because, if I 
‘‘had not your work for sale, the purchaser might have 
“ bought a copy of Bryant.” 

llow then is the owner of a patented design to be pro- 
tected? By assuring to him the strict monopoly of his 
patent. The intendment to be drawn from the Act of Con- 
gress is that the design is sw generis and the particular prop- 
erty of the inventor. This reasoning has been especially 
approved in Gorham Co. vs. White, 14 Wallace, 524. Justice 
Strong, in delivering the opinion of the Court, says: ‘ The 
‘* Acts of Congress, which authorize the grant of patents for 
‘designs were plainly intended to give encouragement to 
a the decorative arts, They contemplate not so much utility 
" &S appearance, and that notan abstract impression or pie- 
* Ture, but an aspcct given to those objects mentioned in 
‘the acts. : , ' 4S And the thing invented or pro- 
™ duced, tor V\ hich il patent is given is that which gives a 
‘ pecnliar or distinctive appearance to the manufacture, or 
‘article to which it may be apphed, or to which it gives 
‘* form. The law manifestly contemplates that giving cer- 
‘tain new and original appearances to a manufactured article 
‘may enhance its salable value, may enlarge the demand 
‘* tor it. and may he a meritorious service to the publie. It. 
‘* therefore. proposes to secure tor a limited time tO the 
‘ingenious producer of those appearances the advantages 
“flowing from them. Manifestly the mode in which those 
‘appearances are produced has very little, if anything to do 
™ with giving increased salableness to the article. It is 
‘*the appearance itself. which attracts attention and calls 
‘out favor or dislike. It is the appearances itself. there- 
‘* fore, no matter by what avency caused, which constitutes 
: mainly, if not entirely, the contributi n to the publie, 


, 


. ‘ } ii 4) ’ : rrr 
9% which the iaw deems wortny of recompense. he appear- 


=” ' j —_ , ~ «a — 


a © ‘ 
_— — — - ° ’ aad * aed va 
4 " ° - { - ; . - = - -— > Ge 
a ww - a — - - . ° » 2 = . 
_ ad " © . . - . — _ ied - - oa om ih med 
—_ oo = ed - ~ ~< —— — ae = ~_ 
~ - —_ guna - r ~ mene - - ~~ e o - ‘ — duu ~— oand 
= . _ ~ ry . - = ~ — ° . . ~ aaa 
a * f ~ —_ ~_ o~a ~~ _— = — ; ~ - pone 
“es _ ou « - j ~ - o~ _ — fon - > ~ - / © oun 
¢ / - -~ — ; ~~ e < ” * - > - = 
o ; ~ —- én o ~ j -- _ 3 P 4 4 - 
oe ae ~- - P . — ” 
—_ = ~ - —— ~~ out on = ail 
~~ > = Ci ceed on - a o _ ~ o~ ~ . one ww io 
—_ _ = -— __— -” ° fame ee ‘ -_ o ond * - - ow 
- < ~ >~e - . - _- ous > ageed — - oo ~~ 7 a J - -_ 7 
~ ~ ow a ” ~- > — ~~ - ~ “ ae — . < - . —— = 
eo ue - o ound ad s - aa — ow ~~ ome » ~~ : of ont es mm - = 
— —— = a — - co omg ~ - iD ~~ 
~~ os —— — » aD — a — . oe - A -_ _ ~— ~( 
-- — 7 Pi. - . aa = — — ~ ~ - ~~ — - “4 - “ . 
— _ an -~ - 4 _ - “e . ~s - : 
ad - - ~~ “~~ = - nail . _ e- on ar — ue - — ~— ed a. > + — 4 
° - ow a . - nal — wo .o- ~_— - Pa oun — — need o - 
-- a aed ee - . = oe 
~~ — - “+ ~< “ 
_ ~ - — ” 
~ _ — - + ~ ait - ont / a! > 7 - 2 2 
_: om e <i + = ‘ P ~ _ “ io 
‘ am — . ’ wt { - oe - . 4 ia < — . “ én ow . 
- . - a ~ ad “ anne 3 —_ . = on . “ — - 
~~ - _" _ 2 — + ~ a + . A 
- - ~ - “a _ - f - f mn _ r o 
- ° - — mn - ~ — — —_ 
: ~ > om - - ous : ; sf ~ rn _ j 
—— » a — oe - e f a = —_ — - 
. = = + ~ : - - - . j f ; — ; , - - — —_ — on 
= — —~ oo - moe d on - ” . 
: * '. ~~ — o ee al - ~~ = - — wa ° ° 
- 4 - ous ons - —= ~ - — om ee - — a _ - - - » os 
ae “ — ~ , - 
_ f - -~ = <eome e « n - . 
_ - ~ ous ~e ’ ~~ ~ 
: - & “ = - - r - » OS © a € 
~ * os ee — o — . ~ ~ e ~' . J 
_ - a . 
- f s , - = . = 7 ow - . bead P 
— “— . - — ~ - 
a — — ~~ = — w' — - - ee - - —" 
e - o ome 2 -_ ames ~ * . f a 
eo - -—~ os —s - — - ” = - — ~ e = 
_ od - ~— a ; o . - - ~ _ ~ 
~ ded e pus ms “ . — e / _< —— - ‘ J . 4 ~ _ 
” — — —_ pune -_ - - - pont — — at nt ~ _— - @ ow 
— . de cag - — - ~ 
- » _—~ ; — ee - _ ~~ ; ‘ f - 
’ — ” - aap - — ~ — - — — 
~ = — oud ow ome = 
“at : y . — ~~ ~_— ‘ = : ~ . 
a + - om 
-, = —_ © ~« ee ~ o 
~ - ~ j - _ a 
_ al - oo = oo - oe * ~ 
_— > ; . “ - - - — ° 
- . ™ ¢ o- al — 
. ° — — - _— . 
_—- 7 _ = a = 4 wil o ~ 
on " o —_ . ” 
. ” . ~ — 
Sd ol =—_ ote = 
“ . 7 - 
-~ - - 7 =" = * 
~ - > — . ’ 
aad > ~ 
> - 
- J - > te owes 
- - ~ . “ - 
— - »* . - ™ - ~x ‘ 
o~e - ’ 7 - - - “ es 
a ; _ : 
= ~ - oy ’ 
—_— > = - ~~ > — * 7 4 
7 - ~ 
- ~ a > - - , ~ ~ 4 ~ ~< . 
os -~ ‘ - - 7 ~ 
~ ~ was _ ee - > oo 
- > ~ a od “ "= in _ - 
~ ~ - ~ — nee —_ 
ee oe) » ° ° = - - a . 
- . som — ; ~ = F ; - y 
a 7 -_ — - - - - pa | 
° — = = 7 . . -_ a 
—s — ~ A - , a “s neat _ - ~ - 
— = Gu a - — ~ 7 - — ~~ - e ous 
nd -> “ ’ - — ," , ~ - ° - [ — . oa a 
; - — . - - oe / - vd — aed a 
¥ Sed ~ —_ - ath 
. + - . . - _ o - _" - 
. a oa — - o e - 
- ee “ 7 ¢ < ——s —— 
- ’ e . - one 7 a 
~ - ~ an - ~ . - 
a — j ~ a - ° — : . - - - . f o 
— j - - . e - ~ - + _ ” - ~ 
inal — = ” ' on _— ~ 
ee — o ~ _— meee a ad - - cm - - — — ot 
ao _—~ om . ~ - 4 - - - re ane ~ - - 2 —_ és = i“ ~ a une —_ ~— 
- ~ . . eee - ° = - ° a. 
_ ” —_ we - - .° —_ a ee . nem - 
— am _ ” ~ ée , - bl a ° » ous “ 
~ ne - - ~ -_ a ~ a ; ° 7 « - e — os 
oo — - = ~ — - - - = _ * 
~~ ~ _ an ~ - f 
“ ~ " = — - “ ~ ~ — o ° » 
~ — — . : ~ - = a 2 » . ‘4 - 
o . — ——_— ” - - ot -~ 2 — — 
7 — P - 4 7 ~~ a . - = 
~ ™ - = . - ~- = . a —— 
= - - — - — me —" 
- — > - - - - - 
~— — - meal _ F ‘ “ - mam fs . 
- as - . es . ~ ~ - on — ~ - —_—" 
eae —_ ~ - - ~ oo ° - = a . out 
= _— os - - - ie = a - . eed 
- oe -_ ‘. - . 1s — 
‘ — - ~ j — i - ° " _ - ae ~ ad 7 
- ~ -_ " ewe é y : - ; a - 7 L 
- ~~ - oo > - - : _ — r" - f — — “ ; “ “ ~ oueg 
oe o _ ~ — ; — — = 2 — 4 -_ 
- = ~ - . a  «@ = _— 
oe bus = ~ ~ ene — — o ra = _ ——! . - oe 
— tat - om — 7 -~ a - s - - - ~— 
a ae - . — — _ ~ 7 —_— gua — 
. - —_ - . -_- _ e - 7 — ~ 
. ~~ — x - » _— ° . —_ —— 
| 7 - ang + gunn — -_ ~ _ 
— —wZ ~ — — ~ —— oe ae - ~ 
~ j - — a x 
- - - = - oome a - - on anne - — — — ; 
~ al : ad - daw 40a — - 1 - 
; - _ on - 7 Baad » r - pal j 
o~ . 7 “ ~ ~ -~ 
= md - f . ' iy =! - - oe 
a = » — ry ~ ~ ~ ——— ~ - vs 
oom nl “ = > teed > > = “ —- — — 
- - _— ~ on — — - ema - _ » - = - - —we 
— -_ Pa = a et ” oe ; ~ — — —_ / 
meat - - me oe s 
oe —— ~ a a — 
= a ee ome guned saad . — —_ vol 4 ad — -—— -—— ” me of om “ 
- - + e — 
~- - ~ oune 
“ * - > . * © e ° e Sa — “ e Py * . : » * * + . * . * 
. ’ . . ” . . . * * - — - ~ « a - 


“that competition would desiroy the value of the monopoly. 
bi In such CUsecs the }) ‘otit ot the infringer may be the only 
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Pat, Cases, p. 211, in deciding that the complainants were 
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appellants and by this Court in the opinion in the cases of 
the appellants in 114 U.S. Reports, and makes the whole 
system consistent, It also explains the exception laid down 
in Manufacturing Co. vs. Cowing, 105 U. S., 253, and the 
rule in Garrettson vs. Clark, 111 VU. S. Rep., p. 121, that the 
patentee must show ne by reliable and satistactory evidence 
that the profits or damages are to be calculated on the whole 
machine, for the reason that the entire value of the whole 
machine as a marketable article is properly and legally at- 
tributable to the patented feature.’ 

To recapitulate: Where the patent is for a machine 
etfecting il result that Can bye produced by other known 
means, or is for a part of a machine, or for an improvement 
on a machine, the cases cited by the appellants and in the 
opinion of the Court in Dobson vs. Hartford Carpet Co., 114 
U.S. Reports, apply. 

W here the patent is for an entire machine which accom- 
plishes a purpose ho other known machine can, or tor a 
composition.of matter with properties entirely new, or for a 
cle sion, which trom its Vi ry nature IS S10 neris, the decision 
in Ruhl, ra. 7% G od rT. ov Walla  - and the CUSCS tollow- 
ing that decision apply. 

Now as to the second point, that the Master in comput- 
ing damag s did not “rive the whole prohit, but deducted first 
the cost of the various parts and processes including legiti- 
mate profits on those parts. 

John Dobson, one of the appellants, in computing the 
cost of the carpet, takes the fo lowing charges into consider- 
ation ( p. 42 of Record.) in which he is followed by Robert 
Dornan, one of the appellees (pp. 423 and 44), and the Master 
(p. 33): 

1. Market price of worsted. 

»?. Amount of shrinkage of same. 


8. Cost of dyeing worsted. 


4. Market price of double reel or filling yarn. 


5. Shrinkage of same 


~ .} mT «hl Pibidd) bicia*] ire (itemized in Ps Exhibit C,”’ }). 70). 


It will be seen that the Master in making the above 
even more liberal to the infringers than 
the \ uster in fe hher (CH. Vs. (; } mlyear, mbi Supra, for these 
charges include, in addition to those laid down in that case. 
: . . . . * 
Interest on capital, and depreciation of machinery. 

if, iis lists hye nsuaw sted in the argument, the carpet 
had been made on a patente d loom, the profit due to the use 
Oo} the atent d loom. and belonging to the oOwher ot that 
“ito the cost of manufacture 
(its m S above iP (or if il parte ni dye hac he 1} used, the profit 
to the owner of that patent would have been added to the 

> vl » above 

Of course the only 1) ‘ofit the owner of the patented de- 
sign claims is the difference between the price at which he 
- is the “arper an the cost as riven above. 

if I is by tT) said above that if if Can he shown that the 
sale of the infringing carpet by the intringer directly pre- 


vented the sale of so much carpeting bye aring the patented 


design yy the owner of the patent, that then the latter is 
injured by such sale to the extent of the profit he would 
have made nad he made the sale. Now, whether the sale of 
the infrings r prey rite d the sale by the owner of the patent 
is a question of fact to be determined upon examination of 
the evidence in the case. Robert Dornan, (page 45 of the 
Record), says, he lost trade through the infringements, and 
instances that of Field, Leiter & Co., and on page 62 of the 
Reeord 1s founda 9s kxhibit gy Lye ing al list produced by the 
appellants oft all the carpeting made and sold by the appel- 
lants bearing the intringing design and the dates of sale, 
and Qt) pave 70 is found _ Exhibit | om being il list of all the 
carpeting bearing the patented design made and sold by the 
\16 
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IN THE 


Circuit Court of the Gtnited States 


FOR THE 
Eastern District of Pennsylvania. 


Of April Sessions, 1874, No. 2. 


IN BQUITYX. 


DORNAN ET AL 


DOBSON ETI AL. 


To the Honorable the Judges of the said Court: 


The Master duly appointed under the following decree 
respectfully reports. 


DECREE. 


April 25th, 1876.—This case came on to be heard on the 
pleadings and proofs, and was argued by counsel for the re- 
spective parties, and thereupon, upon consideration thereof, 
It is ordered, adjudged and decreed that Letters Patent for a 
design for a carpet pattern No. 6822, dated August 19th, 
1873, granted to Messrs. Dornan, Maybin & Co., Assignees 
of Charles A. Righter, is a good and valid patent, being the 
patent referred to in complainants’ bill, and that the said 
Charles A. Righter was the first and original inventor of the 


design described and claimed in the Letters Patent, and also 
that the said defendants John Dobson and James Dobson 
have infringed upon the said patent, and the exclusive rights 


of the complainants under the same. And it is further 


ordered, adjudged and decreed that the complainants do re- 
cover of the defendants John and James Dobson, the profits, 
gains, savings and advantages which the said defendants have 
received or made, or which have: arisen or accrued to them 
from the said infringements of the said patented design, and 
also such damages in addition to sai profits as the complai- 
nants may have sustained by reason of the said infringement; 
and it is further ordered, adjudged and decreed that the com- 
plainants do recover of the defendants their costs and charges 
he taxed. And it is further 


ordered, adjudged and decreed that it be referred to John 


and disbursements in this suit to 


Cadwalader, Jr., Esquire, as Master, to ascertain and take 
and state and report to the Court an account of the gains, 
profits, and advantages which the said defendants have re- 
ecived, or which have arisen or accrued to them from infring- 
ing upon the exclusive rights of the said complainants by the 
manufacture, use and sale of carpeting bearing said patented 
design, and also, what damages in addition thereto have been 
suffered by the complainants by reason of said infringements. 
And it is further ordered, adjudged and decreed that the 
complainants on such accounting have the right to cause an 
examination of the said defendants oretenus or otherwise. and 
also the production of the books, vouchers and documents of 
the defendants, and that said defendants attend for such pur- 
poses before said Master from time to time as said Master 
shall direct. And it is ordered, adjudged and decreed that a 
perpetual injunction be issued in this suit against the said 
defendants John Dobson and James Dobson, according to the 
prayer of the bill. 


The Master was attended at his office. in the City of 


+ 
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Philadelphia, by L. C. Cleeman, Esquire, for complainants, 
and Richard P. White, Esquire, for the defendants. 
Testimony was taken both on behalf of the complainants 


and defendants, all of which has been printed, and will be 
returned to the Court if it be so ordered. 


The Master finds that the complainants early in the year 
1874 notified the defendants of their infringing their design, 
and after a second notification the defendants wrote the fol- 


lowing letter: 
Philadelphia, May 25th, 1874. 


Messrs. Dornan, Maysin & Co., 
Gentlemen: 

We have your favor of this date, and note contents. We 
are not aware of infringing on any of your patterns. We, upon 
the previous notification, investigated this case throughout 
and found that we were not interfering with you or your 
pattern, and can only reiterate upon what was stated to you 
previously, that we are not making any carpet for which you 
hold letters patent, notwithstanding the proof you say you 
have, at 615 Chestnut street. 

Truly, yours, 


JOHN & JAMES DOBSON. 


The defendants made and sold between 11th of February, 
1874, and April 15th, 1876, together with one sale made after 
issuing the injunction in September, 1876, Fifty-two thou- 
sand and forty-three and one-half yards (52,0433 yards). 
Of this total amount a very large proportion was sold to 
customers who had previously bought the genuine carpet of 
the complainants. Of these customers the principal ones 
were Field, Leiter & Co. of Chicago, who purchased of the 
defendants within the dates mentioned 15,682} yards of the 
imitation pattern. This Chicago firm had, within a few 


months preceding the manufacture by the Dobsons, purchased 


over 2000 yards of the genuine carpet from the complainants. 
It was shown by the evidence taken by the Examiner, that 
the purchasing agent of the Chicago house, Dixon Bean, had 
taken a piece of the genuine carpet to the Dobsons and asked 
them to make something like it. and soon afterwards they 
} 


issued the carpet decided to be an infringement. 


——_ 


Mr. James Dobson testifi 


fact that his firm had sold all of their ingrain carpets at 


at considerable length, to the 
prices which vielded them no profit vl hatever. 


He analysed the cost of manufacture, and according to the 
figures given by him, his general statement that no profit 
accrued was satisfactorily verified by the details. Indeed 
so far from any profit it appeared from Mr. Dobson's testi- 


mony that they conducted their business at a heavy loss. 


He states ** the bulk of these goods was made in 1874. and 
we sunk in that year in manufacturing these goods, (ingrain 
carpets) which we made almost exclusively. seventy thousand 


dollars in addition to the interest on our capital invested.”’ 


In the years 1874 and 1875 the Dobsons manufactured 
altogether i 19.732 yards of ingrain carpets, so that about 

of the whole of their manufacture was of the infringing 
design. The remarkable popularity of this design is thus 
shown, as Mr. Dobson testified that they had made over 120 
different designs in these years. 

It was teatifi that designs f r carpet were not of the In- 
selves of much value, rarely bringing in the designer’s hands 
over $10. There was no testim ny offered to show what the 
value was of a design that had been put in use and proved 


popular in the manufacture. From the figures already given. 


however. the extraordinary difference in their salability is 


5 
apparent. It was conceded that usually difference of design 
did not vary the price. That is, carpets made of similar 
quality, and alike in materials and colors, brought the same 
prices, irrespective of design. The complainants had been 
for many years in the business; but the Dobsons had only 


begun to manufacture carpets in 1872. 


The complainants asked to have awarded to them as 
damages and compensation for the injury inflicted upon them 
whatever profit the defendanis may have made—and also 
whatever loss they the complainants had incurred which 
could be measured by the profits that would have accrued to 
them if they had made the exclusive sales of the carpet, de- 
ducting in such case the amount of profits, if any, made by 


the defendants. 


The defendants however contended that al! that the com- 
plainants were entitled to, was not what they the defendants 
had made or saved on the carpets; but only what they made 
or saved by reason of the use of the pattern as compared 
with what they could have made without it, and therefore 
unless they could sell the carpet bearing the design at a 
higher price than other carpets, whereby they made more or 
lost less, no profit resulted to them. | 

They further contended that unless it was shown by direct 
evidence that the complainants would have made the sales 
which the defendants did had they not infringed, the fact 
could not be inferred. In support of these views the case of 
Seymour vs. McCormick, 16 Howard, 488, was cited. In 
that case the Supreme Court held that in a suit for a violation 
of a patent for an improvement in a reaping machine, the im- 
provement consisting principally in giving a convenient seat 
for the raker, that it was error to hold the defendant respon- 
sible in damages to the same extent as if he had pirated the 
whole machine; and further, that it was error to lay down as 


f) 


a rule for the measur of damages the amount of profits 
which the patentee would have made if he had constructed 


1 . ; } ? y 
and sold each one of the machines which the defendants con- 


; , 
structed and sold. 


The Mast r does not thin] this case in p int, when as here 
the inventor's profit consists in the exclusive use of the inven- 
tion and in the monopoly of manufacturing for others to use. 
Judge Grier who delivered the opinion of the Court in Sey- 
mour vs. McCormick explains this distinction in Livingston 
vs. Jones. 2 Fisher. page 20%, He says in this latter case, 
“* The only cases in which the measure of the patentee s 


“damages isthe amount of the infringer’s profit, are. when 


” the invention is of some new machine. or a new form of 


“any kind of known machine, which, as a distinct species 
‘* of machine or manufacture, is more valuable or can be put 
és into market cheaper, SO a8 to supercede ot exclude other 
mat hines or manufactures Or the same genus , and where 
ws the pt fit of the patentee CcCOnSIsSts 1n a complete monopoly 
‘‘ of the right to make and vend the new machine or manu- 
“facture as a unit and inthe exclusion of all other com- 


6 petition. | 


In the ease of the Gorham C mpany v8. White. 14 Wal- 
lace. >] lL. it Is held tnat a patent t ra design is for the 
product and not merely for the means of producing the 


result. 


‘ % ° ’ } 
In thet case. wi ras a design for silver table-ware. the 
P | f j ; * ] ’ 
gre AL Vaiue Of a@ sucCcessTul design 18 shown. lt was there 
. } } . 
testified, although tie iesicn Was f the simpli St character. 
that it was worth Sov.00v, fhis value was entirely the 
result of its additional salabilitv. and had n thing to do with 
the intrinsic vaiue of the article pro luced he Tact ap 


peared in that case also that a very few designs, out of many 


issued. proved successful. From the testimony of Mr. Dob- 
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son it appeared that more than one-half of all the ingrain 
carpets made by his firm, out of over 120 designs, was made 
upon 12 or 15 designs. It was therefore of the greatest 
importance to the defendants, if they hoped to contend 
successfully with the old established carpet manufacturers at 
the outset of their enterprise to secure popular designs. 
From the published reports of other suits instituted and 
recoveries against them for similar infringements of patented 
designs the defendants appear to have been very negligent, 
and to have disregarded the rights of patentees to an unusual 
degree. Proof of profits, or evidence of direct loss is difficult 
to obtain. The fact here apparent was, that the defendants 
were willing to lose all present gain in order to secure custom 
and thereby future profits. It was testified that the complai- 
nants sold their carpet at from 10 to 15 cents a yard more 
than the Dobsons, and that upon the prices obtained by them 
their profit was in the year 1874, 13} per cent. and in 1875, 


10 ‘ per cent. 


An equal profit might have been made by the Dobsons had 
they asked the same prices. By underselling they increased 
the injury to the complainants, and it would be manifestly 
unjust that a benefit should accrue to them from this additional 


wrong to the patentecs. 


In the Cawood Patent, 4 Otto, page 710, Strong J. says: 
‘‘ In settling an account between a patentee and an infringer 
‘‘ of the patent the question is not what profits the latter has 
** made in his business or from his manner of conducting it, 
‘‘ but what advantage has he derived from his use of the 
‘‘ patented invention.’’ And in McComb vs. Brodie, 5 Fisher, 
Pat. Cas., 594, Wood J. says: “‘The rule is not what de- 
‘“ fendant made by the infringement, or what he might have 
** made, but it is the loss sustained by the plaintiffs by reason 
“of the infringement. It is proper to inquire how many 
“customers were diverted from plaintiffs by the wrongful 


‘* conduct of defendant and what loss plaintiffs have sustained 


- in profits by reason of such diversions. — 


Applying these authorities to the facts of this case, it seems 
that the Dobsons obtained very great advantages from the 
patented invention; but instead of securing a money profit, 
they preferred to secure the trade. They therefore sold for 
less than cost when the similar carpet, at the same time and 
place, was bringing in other hands a fair profit. Had they 
made such a profit it would properly belong to the complai- 
nants; and if they preferred to reap their profits indirectly, 
the benefit, gain, or advantage may be reasonably estimated 


as equivalent to the money profit they might have made. 


The evidence clearly indicated that customers were diverted 
from the complainants. Field, Leiter & Co. had been large 
purchasers of this very carpet from the complainants; but 
after the Dobsons copied it, at the request of their purchasing 
agent, Dixon Bean, they became customers of the defendants, 
and bough: more than one-fourth of all of this carpet which 
the Dobsons made. A witness, John W. Martin, testified 
“before the Examiner that a purchaser of the Dobson carpet 
had told him that he bought it because he could not get the 
complainant's carpet fast enough. 

From the lists of purchasers, in evidence, it appeared that 
many of the persons dealt with both firms, and it is only 
e purchasing agents would visit 


ed 


reasonable to suppose that t 
both factories before deciding, and that they would select the 
‘cheaper article. 

Mr. Dornan testified to the fact: he said “ We lost the 
“trade of Field, Leiter & Co. and of others, through their 
“ being able to supply the Messrs. Dobsons carpet in place 


‘“‘ of ours.’ 


This Court in the recent decisions in the cases of The 
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Bigelow and the Hartford Carpet Companies against the 
present defendants has adopted a very reasonable basis, in 
analogous cases, and which is applicable here, upon which the 
damage may be computed: 


McKennan, Cir. J. in these cases says “ All that is left for 
‘* presumption is that the infringing carpets displaced in the 
“ market the complainant's carpet, and hence that the profits 
“which would have accrued to them upon the quantity of 
‘* carpets put upon the market, is the measure of their damages. 
‘This presumption as against a wrong-doer is not unrea- 
** sonable.”’ 


In those cases it was shown that the infringers had made 
a profit in the carpet sold by them, and in that respect they 
differ from the present case. But the Master is of the opinion 
that a reasonable profit could have been made by the defen- 
dants, and that as the profits of the complainants were com- 
puted on a very fair basis, they can be accepted as the basis 
of what the defendants might have made. The presumption 
that the defendants’ carpets displaced the complainants’ car- 
pets in the market is perhaps stronger than in the cases just 
cited, because the manufacturers were in the same city. 
Every presumption should be taken most strongly against the 
defendants. They wilfully and deliberately incurred the risk. 
They disregarded repeated warnings, and refused to accept 
the proofs that were offered them. 


Ordinary prudence should have prevented their continuing 
the manufacture pending the decision of the question of the 
infringement. The demand for this particular carpet was so 
great, that it is reasonable to suppose that the trade would 
have been compelled to obtain the genuine design if the 
pirated article had not existed, and the Master is of opinion 
that they lost all of this trade in consequence of such piracy. 
How far the complainants suffered through the defendants’ 
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ARGUMENT FOR APPELLANTS, IN REPLY. 


The first assignment of error, and the statement at the 
beginning of the argument on page 10 of appellants’ brief, 
of the abstract proposition that ‘sufficiency of a specification, 
when presented as a question arising in a suit under the 
patent laws, is always open as a defence,” has called forth an 
argument in the appellees’ brief that seems to merit reply. 
The objections urged are: 1. That the patent is void on 
its face as lacking in the requirements of Section 4,858 of the 
Revised Statutes; and, 2. That the specification, both in the 
description and the claim, is vague, ambiguous and indefinite, 
to such an extent as to render the patent void. This is stated 
here, again, clearly, in order that the learned counsel for the 
appellees may have fair notice of the defence actua'ly made 
and have an opportunity to meet it, as in his brief (page 3) he 
has fallen into the error of supposing that the objection made 
was In part that the ‘* description of the invention in the 


specification of the Letters Patent is not sufficiently clear to 


ta es ee 


tec des} si < ence is citation of the decision in Rubber 
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lace 75, is not applicable ; nor is his 


ference to See. 4.020. Rev. Stat.. and argument based there- 


pace 6 of f atall in poimt. Neither of these special 


. | . i] Res # 
Tences mre cre in elucidation of the appenants 


proposition 1 fives nee Here made 1s open without being 
Miallv pleaded al without notice, reference may be made te 

J } 4 ek , 
lefinition of several defences based on the specifieation, in 


‘ ’ : } 
( urtis on atcnts, poo. 4th edition, SHowilinYg the distinction 


’ ; ’ } 
between the delence 1 the description and claim (01 either) of 
the spe iheation are iguous, and the defence that the ‘le- 
, | () me ¢ al ; -illed the : ‘ 
scriptions not su *] »enablie anv one skilled in the art to 
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ke the thu r patented, ul qd acain thie ru ther defence that th 


patentee with intent feceive stated in his spec fication less 


than tne Wi e tru or more thanh Was necessary to proauce 
1 ie desired eliect ese three defences are distinct and dis 
similar. Phe ts | ot them elaborately states and (Listin- 


ruil 


shed by Mr. Justice Story in Lowell vs. Lewis, 1 Mason 


cially plead notice under the general issue if the suit 


at law. und the issues raised under these two last stated 
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is always open in a suit on a patent and without being specially 
pleaded and without notice (Slawson vse. Grand St. R. R. Co.. 
107 U. S. 649.) 

The difference between two of these defences is clearly 
illustrated in the case of Dixon vs. Moyer, 4 Wash., 68, 
in which Mr. Justice Washington says: “It was insisted 

. that this specification 1s perfectly intelligible to 
an artist | ;- and, if it be not so, still that the 
defendant cannot take advantage of the defect unless he has 
stated in his notice, and proved at the trial, an intention 
in the patentee to deceive the public. But these observations 
are all wide of the objection, which is not that the specification 
does not contain the whole truth relative to the discovery fh ie 
[t is admitted that the specification does not offend in these 
particulars, but the objection is that throughout the whole of 
a very intelligible description * the patentee has not dis- 
tinguished what was new from what was old or before in use, nor 
pointed out in what particulars his improvement consisted.”’ 

In Curtis on Patents, it is thus stated: Sections 222 and 
22M. whether the invention itself be specifically described with 
reasonable certainty is a question of law for the Court: and in 
Section 223, that it is however, the province of the jury to 
decide whether the invention is described in such full, clear, and 
exact terms as to enable anyone skilled in the art to put it in 
practice, citing under both sections. Davis va. Palmer, 2 Brock. 
~OS8. and Lowell vs. Lewis. 1 Mason, 182. In the latter case 
it was said that a general statement that the patented unachine 
was, in all material respects (without stating what respects) an 
improvement on an old machine, is no spe ification at all. 

llaving thus shown that the objection made to the patent in 


the case at bar. 1s not. as the appellees seem to suppose, an 


| 


objection under sect $0. Re Vv. tat... Or an objection of the 


: 


character referred tO in Rul ber (lo. va. Goodyear, , Wall... 
but is purely an objection arising on the face of the instrument, 
exclusively for the Court to determine as a question of law, 
and not a cyt tion ol fact to by decided on the evidence : if 
remains only to ascertain whether such objection need to be 
specially pleaded or notice thereof riven. 

In stating what are the statutory defences, and what other 


’ 


. ‘ oe aH20 
defences are permitted, Mr. Curtis, in Sect. 563 and 3608, un- 


qualifiedly states that such defence can be taken advantage of 


under the general issue without notice. 
The statute does not undertake to enumerate all the defences 
which may he made roan action on a patent. 


Bump on Patents. page 430, 2d ed., note to sec. 4920, after 


referring to the statutory defences, and to the remarks in Gay- 


ler ve. Wilder, l Blatch. ore that ** most of the matters re- 
quired by this section to be set forth in a notice, could be given 
im © % idence under the yen ] | ISstic, W ithout notice, were it not 
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for the section : or, to spean more accurately, are involved in 
the general.issue ; they are afhrmative facts which the plaintiff 
would he bound tO maintain as essential to the validity of his 
patent | —————— states, in relation to the other defences hot 
enumerated i the statute, “there are defences of which a party 
mia \ avail himsé it under the (rene) i issue, without ri ithe notice 
to the patentee, because nosuch notice is required by the Statute, 
as. for instance, that there is no specification, or that the spe- 
cification is altogethe) ambiguous and unintell gible, or that 
the patent ls broad r thnan the discovery, or that it 1s for an 
lnprovement which the specification does not so particularly 


’ , 
describe as to distinguis! irom the original invention. and 


perhaps OLHerS SINUAr ih } pie : citing K neass vs. Schuvyl- 
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kill Bank. 4 Wash. C. C. 9% and Grant ve. Raymond, b Pet. 
218. To the same effect is Sec. 565 of Curtis on Patents; 
and p. 508 Philips on Patents 

And the same conclusion is to be drawn from the opening 
paragraph of the opinion by Mr. Justice Clifford in Roemer 
ve. Simon. Oy : ». 215), that the patent is / rima fe ue evVl- 
dence of title, ete., and its offer in evidence followed by 
proot of Intrinvement, casts the burden on the defendant. 


a 


= uni gs the p (tent ww mate rially defective in Jorm + coing to 
show that if the pate nt is void on its face tor insufhiciency in 
the description or claim, or otherwise not in conformity with 
the statutors requirements as conditions precedent to its law- 
ful issue, the objection can be taken irrespective of the defences 
pleaded and as on a demurrer to evidence or motion for a 
non-suit. Evans vs. Chambers. 2 Wash.. 125. 


Whether the specification and claim disclose what the inven- 


tion is and what is claimed, is for the Court: but whether the 
specification is sufhicient to enable any one to make the inven- 
tion is for the jury. See this distinction elucidated in Curtis 
On Patents. Sec, 4; SF referring Lo Davis ve. Palmer. Z Brock. 
208, wherein Marshall, C. J., in the opinion, says, “it may 
not, perhaps, be Cusy to draw a precise line of distinction he- 
tween a specihi ation so uncertain as to claim no particular im- 
provement, and a specification so uncertain as not to enable a 
skilfull workman to understand the improvement and construct 
it. Yet we think the distinction exists. 

Th ese two defences, se ‘parate, distinct and tota lly differen t. 
one a question of law arising on the face of the patent, and 
the other a question of fact on the evidence. are both discussed 
under the head of "AMI ruty in the specification, and defences 
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their inventions, and of the manner and process of making, 
constructing, and using the same, in such full, clear, and exact 
terms as to enable any person skilled in the art or science, to 
make, construct, and use the same, and fully to explain the 
principle by which the invention may be distinguished from 
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which is answered in the opinion of the Court, in the follow- 
ing language—“(frant the theory of fact assumed in the 
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the claiming clause at the end thereof: and however broad and 
comprehensive the descriptu Hi may be. the elaim dehnes the 
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ment. lf. therefore the te rms be so obscure or doubtful that 
the Court cannot say which is the particular improvement 
which the patentee claims, and to what it 1s limited, the pat- 
ent is void for ambiguity; and if it covers more than the im- 


provement, it is void. because it 1s broader than the invention. 


Such Is the defect in the patent involved in the case at har: 
its specification is vague, ambiguous, and indefinite: and in 
point of fact it contains neither a written description nor a 
specific claim, and is therefore lacking in the requirements of 


the statute to make it a valid vrrant. and for these reasons Is 


void on its face. 


Notwithstanding the remarks of the learned Counsel for 
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that it is not novel in any other application ; they narrow the 
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scope of the claim, or constitute an infringement thereof; 
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IN THE SUPREME COURT OF THE UNITED STATES. 


vs. . Law. No. 18.655. 


Brief for Plaintiff in Error. 


This is a writ of error to the Supreme Court of the Dis- 
trict of Columbia. 

The action in this case was instituted to recover damages 
for an injury caused to the houses of the plaintiff by the 
construction of a sewer by the defendant in front of the 
premises of the plaintiff, known as the Missouri Avenue 
sewer; it having been constructed, as the plaintiff claims, 
in such an unskilful manner, and so defective as to the 
purposes for which it was intended, and so imperfect in 
carrying off the water that flows therein, that upon any 
and every of all rain the said sewer fills and overflows and 
floods the premises of the plaintiff with foul water and 
filth to the depth of several feet. 

On the trial the plaintiff oflered evidence tending to show 
that he had built one of his said houses over twenty years 
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This question was elaborately dicussed in the case of 
Weiss Vs. The City of Madison. 7d Ind., 241. 

And the Court, in determing the question, considers the 
rarious cases that hold that a municipality is not liable for 
an injury growing out of a defective plan. At page 252, 
the very question is treated of at great length, and the 
Court holds that the municipality is liable, and cites Dillon 
on mubpicipal corporation, last edition, Vol. 2, sections 
1047. 

It is therefore submitted that the judgment of the Su- 
preme Court of the District of Columbia should be re- 
versed. 
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the costs of this suit, and th: it your orators may have such further 
relief or such other relief as to this honorable court shall seem meet 
and as ~— Ly agr eabli be equity. 

Mav 1 t ple ase your honors tO grant unto your orators the writ of 
Injunction, issuing out of and under the seal of i is honorable court, 
comm: ending, enjoining, and restraining the said defendants, Whit- 


ne Arin Company, Eh Whitney, bn sid nt, and kh Whitney in- 
dividually, and their and each of their officers, stockholders, sery- 
ants, agents, attorneys, and workmen, ped each cand ever of them, 
as is hereinbefore in that behalt praved 


| - ] * . a " i > «) id ly ; ¥ 
> And forasmuch as your orators can have no adequate rehef ex- 


cept | irt. to the end. therefore. that the said de fendants may, 
li thi V can ahi \\ wi your orators sho ld not ave thy re . e] hereby 
praved, and may upon their corporal oaths. and according to their 
best and utmost knowledge. remembrance, information, and belief 


full, true, direct, and perfect answers make to the pre mises, and to 
all the several matters hereinbefore stated and charged as fully and 
particularly as if severally and separately interrogated as to each 
and every ot s ud mpc rs. and muy te compelled to account for and 
pra to your orators the Pronts by them acquired and thie damages 
lawful “Acts, and that 
the court MmaV USSCSs said pronts and damage s, and Pra increase the 
damages to a sum not exceeding three times the amount thereof: 
unto vour orators the writ of 
subpcena, issuing out of ana und rm Line seal Ol this honorable court. 
directed to the said at ihnaanhts, The W hitne Arms Company, eli 
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2—1i)4 Notary Public. Herkimer Co... N. Y 
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WHITNEY ARMS CO. 
By KE. WHITNEY, Prest. 
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Mh il it Is pres »| Tha Why ey o\ Is Companys defendants in) 
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KLE WHITNEY. 
Subseribed and sworn fore me this sixth day of June, A. D. 
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lt’ S\N. Commissioner. 
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Ninth. Said party of the second part agrees to exercise all due 
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In the said Perry pate nt I find that there is a locking piece of some 
kind, but that it is substantially different trom the brace of the said 
Cochran patent in the respect that it ws pivoted to the movable 
breech piece or breech block, instead of being pivoted, as required 
by- the suld Cochran patent, bo the frame of the fire-arm: also, that 
it is substantially different from the said Cochran brace in the re- 
spect that it ls arranged LO SWIlhit downward 1 unlocking the breech 
instead Oo] upward, and Upward 1 LO king the breech Instead of 
downward, 
| () State whothy rr. owilne to tine fact that the brace 11) the P rry 
patent is pivoted to the breech-closing piece instead of being pivoted 
to the frame, and also that it moves downward and torward in un- 
locking the said breech piece, the Perry combination 1s prac- 


0) tically capable Ot ber modified so that the brace can be 
Coyne rated bya lever projecting above the lock frame. or, in) 
other words, of bemg 0 rated Ly what is termed Lop action, 

A. | think that it is poss bole iQ) miodify thre Perr hire-arm by iar- 
ranging a lever with its end projecting upward above the lock frame 
foy the purpose of operating the brace of that fire-arm; but in my 
opinion tlie constriction that w rnuitd by obtained by such ai: ar 
rangement would be so objectionable that it would possess no value 
lor practical LIscCs 

There are two modes which occur to mein which a lever might 
be arranged for sucha purpose in one ot them the lever would pro- 
ject upward directly from the brace, and in this case a considerable 
portion of the breech block would have to be cut away in order to 
give room for the lever 

The frame of the fire-arm in the rear of the breech block also 
would lisa Lo be cutaway so as to form a large slot hor thre f ver to 
plea Lhd, tae so thy lever would not only have. to he mioved suth- 
ciently to unlock thé breech block, but, masmuch as it would be piv- 
oted to the breech block, 1t would be carried by the breech block in 
the movements of the latter. and its extent of movement would 


therefore be vreat With a lever constructed as | have assumed the 
weakening cy] thy breech i*) ana thi laren opening in) the lock 
frame, as well as the great projection of the lever above the lock 


frame, would be such serious objections in the practical use of the 
fire-arm as to render it, in my opinion, unsuited for practical pur- 
Poses In the other mode which occurs to me thr pivot of the lever 
would remain where itis in the drawing of the Perry patent, but 
the handle of the lever, instead of extending back from. its pivot, 
would have to extend Uy) abd at one srl Ol thy lock frame instead 
of beneath it In this arral remecent the evreat extent of movement 
which would have to be imparted tothe lever, the obstruction which 
it would afford to manipulating the hammer, and the great 
()] projection why it would hh; Ve to have above the lock Irame 
in order that it might be operated conveniently, would be 
such st rious objections aus tO render tha arrangement practically 
valueless 
Y (). State whether the Cochran organization is easily capable of 


om 


such modification as Is describ 7 in the last preceding question, 
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of the frame passing vertically through the axis of the barrel 
100 = extended is in the model curved below the axis of the barrel, 

the same as the portion below the axis of the barrel on each 
side of said vertical cenire line from the axis of the barrel, the breech 
or end of the frame should be carried down on a line tangent to the 
curve ot the seat for the cone-seat to fit In, what the width is 18 not 
shown on the drawings; it may be intended to be about the width 
marked in pencil on the model, and where the letter Y is marked 
on the model, but it does not extend all the way across the breech 
seul 

ov X Q. When the Burnside gun is in position for firing, do you 
understand that the sliding piece at the rear of, the block abuts hard 
against the curved part of the frame until after the recoil takes place 
from the effect of firing the cartridge? 

A. Yes. 

GON. Asa person practically acquainted with the manufacture 
of fire-arms, do you wish it to be understood that vou consider that 
the Burnside gun would be a safe one to use without the provision 
of the locking device or bolt shown ae the patent 4 

A. [ have ex pressed hi© opinion as lo the safety of the Burnside 
gun; In making his gun, | would not leave out any of the parts, and 
a boit to lock the breech piece in its place Is Important, for it Insures 
the user that the breech block is in the firing position, and cannot 
be accidentally moved from that position during thre manipulation 
of the parts in) firing the cartridg if all thre st latter matters were in 
some other way provided for | would as lief fire the gun then as J 
would with the bolt; [ do not regard the gun myself asa very prac- 
tical and desirable arm, nor one that is as safe as those now In use. 

G1 XN (). With reference to your opinion as to the practicability 
and value of the Burnside arm, described and shown in said Burn- 
side patent, cannot you conscientiously say that it is an infinitely 
better arin in) every particular than thie crude, nope rative, and 
rudimentary structure shown in the drawings of the Cochran 

patent? 
LO] A. The two guns, in my opinion, cannot be easily compared 

with each other, for they are of an entirely different class ; 
the ( ‘ochran aTlhl, as far iis it (roCcs, as shown 11) the drawings of his 
patent, Is iil} organization for tha use ot il mode rhi metallic cartridge, 
which closes the breech of the barrel and seals it hermetically, and 
Introduces into the art anew and important construction or com- 
bination, which is not found in the Burnside patent; for the class 
of fire-arms shown in the Burnside patent may or may not be one 
of the best ot its class, and if should Say that CONSCI ntiously COl- 
sidered it the best of that class of tire-arms, or of fire-arms made at 
the date when Burnside’s invention was made, it would not change 
what I have said in reference to it, or detract from the merits of the 
combination shown in the ( ochran patent 

62.X% Q. Do you mean to have it implied from your answer that 
there is shown in the Cochran patent any practically operative fire- 
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letters patent were granted on May 7th, 1872, for improvement in 
bre ech- load ne fhre-arms, bel i the let ters pat ent u pon W h ich th Is 


_— ) \) Ho you know what the pecuhilal circumstances Of your 
lather were during the vears from 1850 to 1S67 7? 

- A. Yes, to a yreat extent In 1S60 particu larly, ISG1, and | iy) LO 

IS65 and 1864. his crreumstances were very straitened Indeed lle 

Wiis n TS6O living it) brookivn -had tk Toot, L1\ ney Very plainly 
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A. He mentioned it in his diary—the application being made; I 
don't remember hearing him speak of it himself, not in 1859. 

15 Q. Do you know anything in regard to his having made any 
actual gun or fire-arms, In accordance with his application of Jan- 
uary, LSoo? 

A. Ile had in his POSsSsessIOon il long time SOTMC old euns, and [ re- 
member his speaking of one of them as being the father of breech- 
loaders, 

16 Q. Did vou understand these guns to be guns made for him to 
illustrate his inventions ? 
| A. Yes. 

17 Q. Did you veurself understand the construction of guns, so as 
to say what the construction was ol the old (Fild) hye called thre father 
of breech-load rs 7 
| | A. No; | don't think I did. 

IS Q. As executrix of vour father,do you know whether or not 
he was still indebted or embarrassed at the time of his death ? 

A. Yes; | paid all his claims; there were judgments against him 
amounting to a good many thousand dollars. 

I. Did he leave any property except what was derived from 
thie patent of Maas 4, 18427 

, A. About two thousand dollars; that’s all 

20 @. And when did he receive the amounts he did receive from 
thie patent oO] \I iv i, 1842. 

A. Only a few d: 
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210). Please state whether during the vears from 1859 to 
LO; ISOS ve ved with vour father na ilso whether you father 
ved With anv member of his tami duri cy that | riod. 


A. No: he did not, but he called upon us every ev 1 when we 
were in the same place, and when he was sick my sisters or myself 
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. . _- ' , ’ ' , hy } . * \r 
ured about 1864—1865. under the Ridet patent, by the Savage Arms 
. mF ,;*% , , : +) 
‘ 7. ‘ ' ' ; . , ‘ ' 
Company, at Middletown, ‘ Ot) ior fT, Remington and Sons‘ 
A. I do. 
~ , } | : : : : , r 4] 
9. Did such guns have ai cking brace pivoted in rear of the 
breech bloc] 
A bhey i 
60). What was the « f those guns in regard to their prac- 
LICADITILV and su 
7 | ° ° 7 
A. In consequence of , brace being pivoted in front in —_- 
, } 
mle (>] i"; 457 Tiie pyres ; i tive ABEELELEREE. ‘ | Tiye if vers ri 
Was SO Ol - CeSssiil | ~wiken the brace. so as not to furnish 
“a SUTTICIH SUpporkh avarst 7 a Ot thie chara Several ol 
Tih 1] Ff ‘ | if — Pcs] a . ~ . ee “Ca ticles tips) horny) Of ‘rij t} 
Wiis ; plied ‘ | , 
“7 , ; : ‘ ; P " . ‘ ; . = 
F ‘J Weer more OF | wuli CVCI manufactured t\ : 
. a j . | } ) ' 
2 Rem rit) We ASOTIS, O} C CIS » Vou! knowledar 
4 i : , + " .. | ’ 
\ Ph WEeTC TOT TP t 4 i] ‘\ (Tis. TL none Pv wy 
, ? 
Cpiie Pay rer i ! KnOW Leer 
} i : , : ; : ‘ } ’ ‘ 
si Whe st alld ? Iti nm WY Sons ever nUMIKe a ‘rilll i\ 
;% ow « i , ; | 7 ’ , ' : | } : } 
tit? Gh feb eae ds La Piva i ne sO aus tO SWIihY Dick Ward 
, hai ' : ee 
ahd Gow cL ada Utne reo Our a WXed pomt a combina 
if] rt t | » 7 . s } ' ' ; a i} . 
Licoli WILE i) Lhe oe Pe ae {) {>| frie Trae pivoued if Trae 
: ; : , 
’ ‘ " | " ’ a " , ‘ ‘ 
iraine bh the rear of s i | i brace belhngy arrane ito swig 
upWard 1 wkineg the bre 
’ . ' 
j Phere was ivuh or tf tee produced mn Apri ISO 
' ~~. 
JQ llow iii’ WETC Tha 1 Tikes 
\. There was only on 
' } ‘y ’ } ' 
te fay ‘ ‘ . , ' » & 
1d). State whether that ¢ as made for experiment or for 
i 
ait 
\ Wiis Trice 1d} ! } i] 
-) 11 LTov 4 4 | 
1B he i | i, (9\\ t{iiti (j } } 1] 11 ‘Li euere Lie present 
|? 
rt'l i] 
A. Itdid 
j titi : 
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12 Q. Was that gun ever s 
A. Ne 
, } 1 1 . 
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A. Thenext lot were made to apply on a contract which the com- 
pany had with the Danish Government. They were turned out In 
Se ‘pte mber, 1S67. 

1S) €). Was this contract with the Danish Government the first 
contract I. Remington & Sons had for thes guns | 

A. Yes. 

20 Q. Prior to the summer of 1567 were there any fire-arms hav- 
ing the features above referred | ron sale in this 
country by I. Remington & Sons, Or any. On else, to your knowl- 
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! 0 7 
Cave ; 
A. No. 
21 4). If such fire-arms had | in public use or on sale prior to 


' “- j Ris : os Bol . , j . 
threat lime. DOV anv other manutu ilrers, Would you have known 
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Sons. havi ) thie reaAtures ADOVE referred Oo. tried before anv 


curtid \ board or Was Gilby such ‘rild) tt) existence so that it could be 
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Ze (J. And if ther had beech would you have known Of it 
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1). Have vou read or heard read the deposition of William C 
Hicl AS, a witness for thre complainants, ili Ve vard LO a lee ee 
seribed my the patent of John W. Cochran of May 2. San and in 
regard to the differences between such fire-arms and the fire-arms 
shown and described in the patents of Burnside, Perry, and Lee, and 


Inregard to the advantages of said ¢ ochran lire-arm, and of Lop 


: : : } } 
vv; ‘ ‘ ; ’ ; , + tel ' ‘ ‘ 7 erat ‘ 
action nh a Hre-arm (nd, i sO, State whether, as a practical Miah, 
7 syvive , 14 ' i} ry) ryrit fray [Th :} at yy ri} L'¢yl} cry’ ; . 
PLT Lil > tid i* ii pitaiet! ‘i? | ; : ' ' ri ire Lj BE. 7 Pid role ee >] 
disagres with the opinions therein expressed 
‘ : ; 


A. | have. and ivree With the opinions therein « x pressed 
JEFFERSON M. CLOUGH, 


Subsertbed and sworn to before me. this {th dav of March. 1876 


W. C. WEPTER, Lvaminer. 


Henenxn Cocuran Puiiiips, a witness of lawful age, produced on 
thie Part ol liv complainants, | iVine been by me first duly cautioned 
and sworn to testifv the truth. the whole truth, and nothing but the 
truth. in the matter of controversv herein, and being ex: ms by 
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L14 24). Are you a daughter of John W. Cochran, now de- 


' ' ng ' 
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2) From January. 1859. to the end of the vear 1865 were you 
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V amount on hand. it 
e attend to my gun and 
| | have some most 


| ha { my 3] iol XM s hye W I] be 
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LO get out much 


re is nothn iy LO be 
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] ans , , ioe . . | 
dohe ul Washington btitll ( One TCs. (roLSs LO Work. lf it Was possible 
LO Tus this ititicis would trv mv luck In lrurope W see what the 
, great cliperor WoOuLd say 
; 
JAN. LSTH, 1S6O 
’ ' , 
a 79 : '¥ : . : : ‘ * 4 . 
Qn my return totown I found vour kind note: after seeing vou 
. > . . ’ , * . . 
, : i ‘ , i} . — 7 , = . : 
1) New Yea ~ LOOK LOmMmV bed Sullerimge mueh rom CPYVSiIpM las in 
| | ’ a ‘ ‘ ' } ‘ ’ 
Liv mad mndas | could wey he Chaahce where | was had to 
leave tOoOWh to vet pPPOpel eure NY nursing Cuime very hear if this 
; 
’ 1 
anit ladid not remember any ny for days: | am very much 
1 , +4 } en 
better now, but unable to attend to business much. if | had any to 
, * , 
(10). 
‘ ‘ . , ‘ 
Fen. Ori (1S60), Monpbay. 
; } ; | ] P 
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, ;, , ' 
.% ; > 5 ; ; ‘ ® 
| brit house ' tj | rel it? 1} \ "ry ' i lite i()] what 
nat he 2 i Lj ’ , biked AO lil } > ‘ iol) SLICE 
‘ . *) ; " ‘ . 
si] (>t mm tT I rm me to say when 
: ‘ ' i j ; , 
. 1 ; . / | ; ’ bil ‘ee if all Oy] iy 
” ' ; : 
oy Re Lhaotn i }) biit 
. i 
Turspay, A.M 
1) . ; . 
= i We'yy Yor] wa } 1-H ! 
i} = ia*] i } ('i i ; | rie i b it) | (*})1 \ ror ®t). 
i . ’ . 
\I\ (it i] ' st ‘ i 4 Lite i i a ' ti}? ' . t bncios ii 
; 
f | could p ) | beg to ask you th ime of com- 
’ 
. " " . ‘i ’ , P ‘ . 
lilt “Cline TOW i til Li ‘ . 2 PrkGoTIC’Y | Til bOoLibitiy | auqii iii 
j i 
. no DusThess tLiakl call ever reLur) Ceri Pout tare “lilns Tst bye 
| ‘7 ‘ N prCriade i 4\ ‘ { ‘ ; / of ; ‘ at ()] }) i Ls sii Vou 
=, : ; ‘ 
i i : ‘ j j é Ac. 
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Junrt 28Sru, 1S60, N. Yorx. 
“When I told you that I expected to receive money I had good 
‘ reason to believe | should. [ had 1h) ile a Ve rbal avreement with 
| parties to put in $10,000 and push on the gun business ; that under- 


a 


standing was founded upon the promise of the Sec’t’'y of War's prom- 
ise that I should have a fair share of the 850.000 that he had asked 
Congress for to be expended in experimenting in rifle cannon and 
g hollow projectiles lt Wiis supposed thi ball would pXUSS 
» Congress as a matter ot course, but there Was not a cent appropriated 
for that (| fil blanket Over ile all at once. That 
and the fact that Hlowe told everybody that he would not put in 
| another COT unless thr piaiteiits (f all assioned him caused the whole 
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; 
sag affair to fall throueh. and I am just as low down as ever. I have 
lately made a very Important improvement in) W rought-iron shell, 
' but | cannot raise the tunds to patent it without giving it all aWay ; 
‘ nevertheless shall keep trying, ana trust , ' . As tO the 
' qmMount that | recelved rom llowe, which TAVE a Mortgage for, 
= was just 85,000, and no more; that was given to me in small sums 
. running over 23 years, and all the fundsthat I had to meet the bills 
a 2 - ot ee, came from that soures | had no other chance to get a 
. dollar You all lived two vears out of 1t-” 
“ SunDAY Eventrnc—W. A. V.,. BROOKLYN. 
P.M. July 23d, N. Y. 
‘ ‘lL have been confined two weeks to-day with a verv bad attack of 
| inflammatory rheumatism in my feet and legs: otherwise perfectly 
. a well: never could be better, and hav becn for a long time. lam 
4 ; better now. a (| i Ld) CL oul tii Ley or two ', , ‘This 
. lameness seems to be ‘chronic, as it goes and comes regularly about 
. ; SO OLLET) : “OMOTL iis ean that long promised SO. 
i - 12°) \l\ affairs are knocked in thi head, at rf ist for thr present, mn 
t this country. by et of the last Congress lam 
: wry ne hard to vet 1 eans to get on the other side of thi water, where 
a I believe | could at ¢] tinny If | had S500 1 would go 
3 iL Ones llows Will har pred in a cent, and tells every one 
‘. ~f 3 


NI \\ YORK. July Oth. 
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and | think I shall be able to sell several hundred here. I get $1.00 
on each one sold. This is the ‘first time I ever worked for a com- 
mission in se!'ing pistols, or anything else, | believe; but I am will- 
Ing to do anvthing that ls honest io vet a littl money ' 7 


, ; | batt 
My experiments Will take place at the navy vara Sihihil send the 


’ ; . . ] 1 or 4} T ’ 7, | 
MUS Trot) Boston on | Once Ahad TeLUrli WIL Loe 
' | ‘ 1} , 2 : Perry | i. + thy i t ana } oye . 
mave tO yeoupn one-natt oF Line MILCTILS LO CL LilIS SLATL, ana mOrrow 


; : ’ ’ s] ‘ ‘ 4 *) 7 
Bag sat De i , - 7; : | ‘ 
Tia Plicoile fil Lr Petit Writil T trkaiatia (it) lo SLiLTIG SiLiti Wiis death. 


\\ ASTTINGITON, heb Sth. IS6Ol. 
" . qduiv, cl have the greatest dith itv to get the means to meet 
Live ly Zz f i “i's. «\ Line are PeLICL O) QOrerer iii not OV mImahiey sent 
Lo mie | have been deprived from making any progress this week, 
oOowlne lo | ‘TOL Last Mionda\ tk THLOUNLING ait (riiti. To save 
expense, | | WOrK help , the men and Ietl from a platform, 
altho POUL SIX eel, DU | Hurt mV DACK Very much, ana have 
been unable to | move: Slice lam much better. but 
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In each of these figures like letters indicate like parts. A marks 
the barrel; B the excentric clutch or stop to the breech ; C the ex- 
centric lever or cam for holding and forcing the cluch or stop B 
firmly against the end of the barrel, thus making a tight joint; D 
thre charge placed in the breech of the barrel. 

The stop or excentric clutch is firmly pressed against the end of 
the barre | by the cam lever C, which Ix held at the back end by ih 
spring dog, EK, ready for firing. 

It will be seen that the greater the strain or recoil against the stop 
clutch the firm r it Is held agulnst the ena of the barre! by the CX- 
centric lever or cam. as the stop plece Cannot puss the centre of the 
excentric backwards nor downwards, but must tend to a slightly 
forward motion in a straight line with the axis of the barrel, the 
elongated hole in the he Ol the stop clutch, through which the CeCl)- 
tre pin A passe and holds the stop clutch, allowing this forward mo- 

tion, and thus it will be seen that the lever Cand pin \ hold 
240d the stop pi ce firmly acalnst the end Ol the barre |. while the 

centre pin A prevents it from rising or falling, and by these 
means a perfect joint Is made, with nothing but metal in contact 
with metal. 

When it is required to open the breech in order to remove the 
blank cartridge, if metalhe cartridge s be used, to reload, lever C’ is 
tripped by disengaging the spring dog I, and then the parts will be 
in the position shown by the dotted haes in Fig. 1, the stop clutch 
having been turned on the centre pin until the bore of the barrel is 
completely exposed and: ready to receive the load. 

The‘charge having been introduced, the clutch or stop is placed 
up against the end of the barrel, the lever brought to its firm posi- 
tion, and tha joint bone agai pertect, the piece Is ready for dis- 
charge. 


The lever ¢ may be attached to the clutch or SLO} 5 Ly) i link, C’, 


is SHOW] IN lig this arrangement provides 1a] the movement 

tocetly r of these two parts Instead of nmiavilie each by hand Sse pil- 

4} e* ’ ‘ ’ : j } . + 

rately. (Other convenlent connectious ol thie ciuteh and level may 
be nade. 

| + ; ; . » yet ’ | lia | : * ro & ’ 

nthe ronte aece or suriace OF LHe CIULCH IS A TeCCeSSs suthcientls 


deep fo allow the Tlanged end of the Inetallic cartridge to ¢ nte freely. 
oO that when the cluteh Is pressed firmly lorward to make a pertect 


| 


joint it will not press in any way upon the flanged end where it con- 


Litilis thie whiting powder, or lh any POSSTII manner cuus pretia- 
; ' } } ' } . 
ture explosion The end of the cartridge will be entirely hoose in 
ry*} 
the recess and in thi chamber of the barrel his recess in the Mace 


oft thr eluteh niso serves anothel useful purpose, namely. to 


24 allow of or facilitate the withdrawal of the discharged Cur- 
} , 1 } } ij : 

triage, In rirvilie, tive Hanged end Wil be foreed back into 

the reeess and held. so that when the clutch is turned down the 


blank eartridee will be drawn out of the chamber and be freed 
t : . 


’ ; , 7 , 
therefrom. as the cartridge cannot fellow in the ecireular line mn 
; ; ' ree 
which the ciuteh is moved 
| also use a catch or dog to insure the detaching of the irtridge 


from thi cham bel attached loa the ciuteh within thie recess This 


20—1o7 


riih 


ace, 


meri ran “it 
: } } 
' ' ’ ' 4 fy ’ 
Lia mrive ili lied Gits 
. . 
,7 1} 4? ' j | 
‘ ic? BES GFE CCS O8 WR it] 7 
: 
Cf silic Wills rer bet 
; i he ’ 
e United States 
| . ; ‘ 
rhe c*ty\ (*t)T tulle 
‘* sy . ' +} " ,t7 
‘ pect rg eit \ iil sift | ' 
; 
of " ; ' 
ioe FO ™ ' 1} | '*¢ ' Ff ‘ij 
1 
’ ‘ | 
: pti {| rid] / 4 ! \ 
| ™ | ’ t wi 6] 
taata 
. , 
‘ j ear 1] it 
; 
: , * , 
| j ii ‘ ' iit i] ‘ 
? 4 . <i 
{)} ' i] bear’y iS.) 
i 
™~ \ r) . ’ ’ 
; , , , 
' ! | 
i | 
: : 
' } e 
‘ i? i} ;™* 
‘ a 
4 ; 
: + 
|» 
i . ‘ 
ss ‘ 
[wf 
‘ .. But 
{ } - 
' 
oon i 
; & 


WHITNEY 


Tritt 


M rsonally ii}) 


{| 7 ‘ 
MiLth Ciba 
| Td] (> T | 
, 7 
ittliis j 
; , : 
>. ; © Fi a. os 
JOHN 
’ 
- mvere 
+ >,? j 
i i 
; bay 
7 ga 
; ‘ ' ; 
: : : 
’ , , 
] 
i 
_— oo 
i ; 
i ‘ 
Wy OA 
' ‘ ‘i 


& 


\RMs CO, ET 


; 


° 
| 
. s*% . ’ . 5 | 
‘ - i ‘ srt ‘ > 2 Fie oe 
; ' ? ay 
+) | at —s ; ii} ; 
‘ + : " 
- ‘i rf ~ i a rm i ’ , i% 


~ a ra ag 


HOLLINGSHEAD. J. P 


, : 
‘ : ’ ’ i ’ : " : : 
2 ; i ; 
‘ + 
’ : : 
4 = 4 
' ; " 
; 
‘ ; i j ‘ 
: 
; 
‘ 
i 
; ; . 


\ Auwtring > a “/ ar 


\ * t ; 
; ‘\ ' } | 
‘ 
i i 
4 . ly ad ° 
] £ ‘ ; ~ ~ 
; 
+: eS 
; 
; % 
‘ 
; 
: % ry ‘ 
\ \ t i ' ! ' 1 \ 
,? sit | ' 
oo. 
; =“ 


' 


Se ae 


' + 

tte 

_ 

’ : 
pay 


. > 
: 7. 
i} i 
Swe 
Pi} 


’ 
+ 
;*% 
’ " ; 
‘ ‘ 
| : 
: 
= ‘ 
, 
: 
, 4 
; 
‘ 
o 
4 
; 
& 
' <7 
| 
’ 
‘ 
; 1 
i ™ 


| 


7 


ii 
7% 
ii 

i} 
} 
~ |? 


Ahk, 


wee 
coal 
. 


| 


a 
1 


WHiTN! 


riit 


_ fo 
” _ - - wut 
- — S cenied 
- _ 
on = ~ 
2 ~ 
. a eee eee 
= ~ 
f aie . 
J ~~ 
| «i 
a on 
’ 
' 
j 
’ j 
j . 4 
> on - ~ 
ow ; 
- om 
—_ - 
0 - —_ 4 


, - : 
ome oe 
—— ~ 
oa 
gues 
all wee 
- ; 
— 
= i nce a 
f 
j 
. 
. 
7 
; 
i 
{ 
. - — 
~ 
; ~ 


— —_ sew 


mn mena 
— ~ 
ow — 
— 
— ~~ 
- 
— TAG 
; 
— 
; 
; 
° 
— 
; - 
; 
a 
—~ ~~ 
. 
- 


ae 

~ 
— 
“- 

a 

. 
; 

~ 


ied 
— 
; en 
- { . ama 
tet - 
; 
- 
« 
t 
en 
Z 
~~ 
» 
oo ~—e 
“ woe 


“e 


i secnlitiiens ae eR RS orem RB ate 


of 
mike WHITNEY ARMS CO. ET Al 159 


, ) 
' De’ ACLODLOCG ire DUS ni RET Tot phar Lt : 
‘ ; . " } 
: P ' 
‘ . . " iy g*t : 1é >? { ’ j rh ry G4) @° TE Pe tae 
ij '?} it ;? ' ¢ ji ;* ; : : m 
i . , 
s | . ‘| es 
: ’ ’ ’ ; ’ . . ty) = i | iif ~ i ‘> 
i) my ‘ | = i | ' ; 
| rm 
i : : : | ' ' ‘ ' ely 
fs ‘ 7 Tie z ; he | ‘ ‘ « ; ‘2. . i i 
j i 
j . ' ti, 
P ; w= FY)? ; | 7 | ; ‘ . i praia ¢ i )™ iL tite ‘ we 
_ : : ' * s > 7 
’ $ , ;7 
| ; ’ ‘ i, 
' ; i ~ | ‘ : i t . A}? ' ci * Vas : riay } 
. -—_ 2 
\\ ’ ’ i” 
" ' ' ’ ri¢ y | ‘? 
‘ ’ " " 1 i j t ' ' % i, ™ \ tows Ff : ; titi 
i \ j i 
> 
1 Bi \ iw iif breech 
: | ~ ™ f ; » i ; ‘i til : if 4 
i ‘ . 
; ; 
?7 ‘ 
1; | . kas , ‘ i il} (*] \ bicil (*. till 
rm * ' ‘ ' . 
; » 4 bey 
' | " 
t H ' i i PEELeP? tte Picice, 
; , . 
4 i 
, 
; ; ' ' Bate ti} : 
‘ " ‘ 
. , tof th | ) ily for withdrawing i 
j - tt i 
| , 
‘i ; 
adie 4 ’ } 
’ > 
| i | } 4b iia iy 
im £5 } 
’ . , 
‘ 5 
- j i ' 4 i Lal 
‘tek 
} j 
| j H 
' fyi 
' I f reecih DOCK 
’ ; ' 7 
; | $ > i 
, ’ : 
I; . P . ‘) ; =i) is Tt) SLTIAC 
if } ‘ 
i 
’ + } 
! se i . Triciiress its icp Toe 
’ ' a i} ; : ‘ . ~ 
= . : . . 
: > 
; ; ‘| ' ‘ 
: ' = ‘ it? ' 
‘ ’ UJ ‘ ae - ' i ; iif ' 
j 
' i 
7 ; t¢ 
} ‘ ‘ hci «) (*s) rierare 


‘ 
’ : ’ " cq] 
' ri ' % j 
: 3 i 
’ r Open FL 
5? ' a : ' 
} 
‘ ; (havc 
| | ‘ lf tiie 
’ ’ 
| ' 4 Perini | 
, : : 
; , 4 ( l} Bie 
" 
, ’ : 
| | DIOCK 
‘ } 
’ ’ ‘ . 
Lil \\ t ren 
) 


; . ' , 
, 
; * +¥ 
17 
| | (| | Ith 
; " : Bs 
’ ’ 
. | ° - 
J : 
. } aa 4 | 
ry | i , 
i> 
' ' 7 ‘ ~ 
’ ‘i ‘ 
: j 
' | } ? ; ;*% — 
; | 
i 4 / 
' | > , ‘ ‘% im 
| ~ i ‘ ‘ 
- . 
; H . ' 3 
i ‘ ’ ; ' ' 
i j 
i i 
| i 
‘ - : 
\ ' t'4 
eine 
, . , ‘ 
. —— 
, , ; : od oo 
! . me 
’ 7? , — 
: aN ' - : t 
; oe ; ; . , 
, ‘ 
7 = | 
-_ 
— - 
= 
' , : 
, , 
' » ; = 
.¢ i : 
| . ; ’ s. = - — 
. ; 
b iit i =~ - _ 
, : , ~ 
; i i . 
‘ } I - 
th 
—_ 
- 
' = 
| ) — 
— —_! 
i } : 
' : — 
m7 a | -- 
, ° Senate 
. — 
1 _ 
- 
‘ 
: an —— 


Wit) _ JW. COCTIRAN 
JOHN BISSEL! 


7. ©) DODGI 


i\ 
{ 
i} 


; 
; 
| 
; 
; 
| 
’ 
’ 
5 
a 
~ 
; 
: 
, 


; 
; 
} 
, 
“are 
7 
se ’f 
Vier 
ey ¢ 


"| 


< 

: ‘ 

x 

, 

it 
thi 

' 

| 


\TES 


RIL! 


’ 
; 
’ 
. 
: 
; | 
| 
ss 


ARTRIDGE 


the exatnihet iT) 
, 
tt) breech ten 


' 
ait 
‘ ’ 
| is y 
ae 
Piye 
’ oo 
: 
: : 
pany 
| 
" 
’ 
i 


’ | 
’ , 
' ; : 
; \ 
; 
, ] 
' ’ 
‘4 ; | 
} ~ 
\ ‘ 
; 
1 : 
i ; ‘ 
‘ 
i 
; hoe 
i 
’ 
’ | 
; ~ 
‘ 
‘ 
x 
it 


‘ 
" 
’ , 
‘ 
‘i i i 
i} } 
’ ’ i 
ij 
i '? it i 
*.tv? 
| i ’ 
- ih { 
, ts 
‘ 7a% 


, 
’ ‘ 
" | * | 
‘ ae te? i 
’ ’ 
’ - Be 
i 1 


" 
+i , 
i =i if 
; 
(*] ; ¢ : 
‘ ; 
| 
4 | 
' iti i 
, : 
| ; 1} 
. = 
: " . 
+' i} 
‘ 
; ’ ; 
‘| pict t 
, 
' ei 
: . 
" 
‘ i ral 
: 7 
ht att i} 
’ 
’ ‘ iy 
i S LPragta 


it { ry 
: } is 

, >" rita 
, 


* i 
i?\ itis { 
: ; 
en" te) 
prPPLLMCS a, al 
’ 
: i 
“Littl ( 


vee 
wail 
tt iiien 


, 
\ ' 
i > Wael 
leaf 
(Tite ‘ 
isis 
ae ) 
‘ + | | 
" 
'} 
1} if 
s 4s} 
tery i 
the i | 
| ) 
* ; sti} 
7 7 " cyt 
+et rae 
? 
LPon ‘ 
— 
1Pae\\ 
5 + 
"Tt?hil rj 
, »\ 7 
ri ties 
, ; 
. =e ' 
i iil » tri 
" ' 
' ' 
wieeaeree 


cee ee eee . . ‘ “ - ‘ — 4 , ean 
se ae 5 apt sae — . é ee eee ee ee, a ee , 
eae be L mlenetaad Pig Foy ‘ se al a Sait Fa ee! ee iY 1. eS al Ed , Sho Pgh ‘ = | 
; LE a hee % ie yer ae if Ps ali ian iain ie ah 2 Re ae ge p i 


THE WHITNEY ARMS CO. ET AL. 16] 


stances, abandoned his right, but that his second application 
2) related back by operation of law to the date of his first appli- 
cation, so as to cul uway the forfeiture which otherwise would 
have happened by the long intermediate public use.” 
See also Law’s Digest. page 147, sees. 37, 58, and 40; }). 75, sec. 17 
p. 94, sees. 17, 23, 24, 25, 26, and 27 
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alowed 
| er made an application 
ior patent on harvester Dee. 5d, 1849, which was rejected lebruary 
ISth. 1850: it. was withdrawn April LOth, 1850; afterwards refiled 
in August, 1556, and patent granted September 2d, L806. 
(ther cases merit be cited “Howimne similar action by the office, 
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n the case of Mr. 
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tice of the office in like cases, and fully warrant us in requesting a 


re-examination of the point raised and an allowance of the applica- 
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2G U. S. Patent OFFIC) 
Wasninaton, D. C.. December 15th, 1866 

John W. Cochran. care of Dodge & Munn. Washington D. ¢ 
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Exhibit License 

Assionments Nos. 1, 2, 3, 4, 5, & 6 
FREDERIC H. BETTS, 

Counsel for lS. Rifle Co 

BENJ. F. THURSTON, 


Dated Ap! 23d, 1879 Counsel for Whitn , Arms Co. 


| Endorsed :| U.S. cireuit et, dist. of Conn. The United States 
Rife and Cartridge Co. et al. vs. The Whitney Arms Co Stipula- 
tion 


1) ] |, Edwin E. Marvin, clerk of the circuit court of the United 
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of said court at Hartford, in said district of Connecticut. this 15th 
day of April, A. D. 1879 
[Seal of circuit court 


b. BE. MARVIN, Clerk. 
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. AND E. REMINGTON & SONS, APPELLANTS, AG 


| THE WHITNEY ARMS COMPANY, ELI WHITNEY, PRESI- 
DENT, AND ELI WHITNEY 


OPINIONS IN THE MATTER OF EX-PARTE JOHN W. COCHRAN, AND 5 
COPIES OF PATENTS FILED BY THE DIRECTION OF THE COURT. “7 
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DEPARTMENT OF THE INTERIOR, 


U'Nrrep Srares Parent OFFICE. 


‘i add j/t PMOAAEM FAP 4b sida dd) Fst Me fife N¢ VTS shall CU+TIO€. Ureet- 


This 1s to certify that the annexed 1s a true copy 
from the files of this office of the drawing in the mat- 
ter of the application filed January 11, 1859, by J. W. 


Cochran. fo lmprove ment iD Breech Loader. 


In witness whereof, I, M. V. Montgomery, 
Commissioner of Patents, have 
caused the seal of the Patent Office 
to be affixed this L5th day of October, 

SEAL. iT) the year of oul Lord One thou- 


sand elght hundre di and ( ighty -five. 


and of the inde pence nce of the 
United States the one hundred and 
tenth. 


M. V. MONTGOMERY. 
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Hy the Supreme Court of the United States. 


a ae 


| 
THE UNITED STATES RIFLE AND | 
CARTRIDGE COMPANY er at.. 
APPEI LANTS, 
; PF Bey 


WHITNEY ARMS CoO. ev at., APPELLEES. | 


eb 


I pon the annexed aftidavit and the consent of counsel for 


both parties hereto, the ap pe llants respectfully pray that this 
Catise Thay be docketed as of the date when the record the rein 
was filed in this court, and that the position of the cause on 
the docket m > be advanced, as to the court nay sec just. 
UNITED STATES RIFLE AND 
CARTRIDGE COMPANY, 
By FREDERIC H. BETTS, 


( OUNSE J 
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SUPREME COURT OF THE 


UNITED STATES. 


Unrrep States Ri-FLE AND CARTRIDGE Com- | 


ars t 
rANY 


Ay 


pel] inits 


i 


OMPANY ¢ Lppellees. | 
Ciry AND ( NI ¥ 
. . a4 bd ; ’ e | “ 
|. 1"¢ toe aa y iTit? Calid . ri. BAVS S “eee of COouUT- 
—~ tive ‘Appt init nd W ror such parties in the 
eourl ‘ \ 
ake } ’ . 
wit recoyl mn this cnse Was aui\ rovered Wi this court on 
May 5, 1879 d | supposed | t the case had been regu- 
lariv docketes 
| - ; j ey) +] sy 7 } ; ¢ ; ’ i | ‘ “l | 
did not learn that the case had Le been docketed until 
about the time when the pore sent term of this court opened, 
at which time, SUpposily that uppeals of the date when the 
pre Sent 


menced to prepure 
% 


; . ;, 
otf the docket tl 


Lorie 


li 


, 
Pas i " . 
if4tnKCH 


a 
that this catise 


? 
" re | 
Vallis 


’ 
: . 


reached, | Caoll- 
nding 


y upon examination 


did not appear ipon it. | wrote 
to The Clerk 7) thiis eourt To tenrn the renson that sad CAs? 
did not appear upon the docket, and was then 


time intormed that the ad 


CyTiel ta) SeCHre 


is | 
Peer? Tied. 


- i, > 
Litpiiie 


, 
aaa ep 


same was pi nuptly signed, ft 


> } ° 
and asked Tol sent 1 
rs OT Thre ciate I I L al 

CouUurT, WHICH Ne WILLY LY tisse 


respect 


fullv ask that tl 


date when the record Was rec ived, May o, LS 


' , 
et ¢ bay 
PPL AE LGG 


l nls Wrote To Mr. be rh yekdnin 


for the first 
had been withheld because 


if) tor 


— 


Is court his fees had 


to my clents. and the 


Ap pPPror ed. 


Md. AG 


Thurston, stating the f wis, 


t tne cause might he docketed 
ecord Dh the clerk of this 
ted 


to. and | nonex Hs assent. 


Hlisee@ Tis 


< docketed cis ot the 


4. or as of such 


later date as to the court may seem just, and which will give 
to the parties the benetit of an early hearing. 


FREDERIC H. BETTS. 


Sworn to before me this 20th day of November. LSS2. 
foxaL ] | THOMAS HUNT, 
Nota 7) Publi . Ni Li burk f ounty and State. 


SUPREME COURT OF THE UNITED STATES. 


U. S. Rirrze & CARTRIDGE Co. ) 
Ps. 


Wauirngy Arms Co. ef a/. \ 


} 


[t is hereby consented that this cas may be docketed in 
this court as of the date when the record of the case was re- 
ceived, viz., May 5, 1879. 

BENJ. F. THURSTON, 
Counse l for A pp llee. 

FREDERIC H. BETTS, 
Couns Jo A pp liant. 


To the Clerk of the Supreme Court of the United States: 
Please enter my appearance as counsel for the appellee in 


the abo e-entitled CHse. 


BENJ. F. THURSTON. 


[Endorsed :] Supreme Court U. 8., 1882, October term. 
No. 1132. The United States Ritle & Cartridge Co.. app t, 
vs. The Whitney Arms Co. el al. Motion LO docket CHUSEC 


Pi rdiie pro tune or to advance. Filed 29d November, LSSY. 


~~ 


Supreme Court of the United States, 
OCTOBER TERM, 1885. 
No. 157. 


UNITED STATES RIFLE AND CARTRIDGE Co. 


and EK. RemMInaTon & Sons. 


App llants. 
AGAINS] 


WHITNEY Arms Co., Eli Whitney, President. 
and Evi WHiItney. 


BRIEF FOR APPELLANTS. 


Statement of the Case. 


This is a suit in equity, brought to recover for infringement of 
the original Li (ters Pate nit (Fy Lite (| ce. John \\ . ( Ov hran. Mav 7th, ; 


1872, for improvement in breech-loading fire-arms, No. 126,446. | 
The appellant, the United States Rifle and Cartridge Co., is the 
owner of the said letters patent, md the ippellant Messrs. E. RKem- 
ington & Sons, are the exclusive manufacturing licensees under it. | 
No disput Is made as to the title to the patent. 
The de fendants are ‘harged as intri rers of thie patent 
The bill was filed March %th, 1874 }). Ld illeging the erant of 


the patent and the infringement in the usual! form. 
The defendants filed the . AnSWe!] June Sth. 1874 1) ] . alleging 
that the patent of Cockran was invalid. the invention h iving been 


previously described in si veral pate nts rmed. 


9 


It also alleges that the invention had been in public use or on 
sale for more than two years prior to May 6th, 1868, and had been 
abandoned to the public. 

In answer to the allegation of infringement, the answer contains 
only the following Statement 

“And the defendants further severally say that they deny hav- 
4 ing ever done any PONG OF tH UTS to the sac complainants, and 
“ that they have never infringed any of his 77g/ts, and they respect- 
“fully submit to this Honorable Court that the plaintiffs have no 
P right to any Injunction or other relief praved for in said bill.” 
(The italics are ours. } 

Re plication was filed June 27th, 1874. 

Proofs were taken by both parties, and the case came on for a 
hearing, before his Honor Judve SHIPMAN, on the 7th, Sth, 9th and 
LOth of June, IS75 |). L-)). 

On January 22d, 1877, the Court tiled an opinion dismissing the 
bill on the ground that the patentee had abandoned the invention 
to the public (p. 14). 

Thereupon il decree Wiis THIEL dismissing the bill }). POU ; From 


this. secre © the complamants cL pyre aled to this Court (p). 1). 


The Reasons of Appeal. 


ist. The Court below erred in not holding that Cochran was the 
first and original inventor of the Hnprove ment patented to him ; that 
improvement bemg shown and deseribed yy said Cochran in a re- 
jected and withdrawn application, filed by him January Lith, L859. 

Yl. The Court below err dl in not holding that the withdrawal 
by said Cochran of his application filed January 11th, 1859, was, and 
could be construed to be nothing more thanan abandonmeut of that 
application, and that notwithstanding the withdrawal of said appli- 
cation, said Cochran had a right at any time before the invention 
went into public use for more than two years, with his consent and 
allowance, to present a new application and obtain a valid patent for 


his invention. 

dd. ‘The Court below, having held (and the fact being) that there 
was “no adequate evidence of public use by any one for two years 
* preceding the date of the final application ” of Cochran, tiled May 
16th, 1868 (p. 198, fol. 394), should have held that a valid patent 
could have been obtained on the renewed application of May 6th, 


a 
eterna ene 

pene eae 

can ea 

<a seeaeceanass nara 


1868, notwithstanding the rejection and withdrawal of the applica- 
tion of January Lith. L859. 
4th. The Court below erred in not 


: 


holding that no intermediate 
intervening nights had accrue (| by rween January Lith. L859 and May 
f. L&66. which should or could Dal thie right of Cochran to the pat- 
ent granted to him. 


Sth. The Court below erred in not holding that the letters patent 
granted to Cochran on May 7th, 1872, could only be invahdated by 
showing that one of the causes of invalidity prescribed by the'stat- 
ute existed : and that Cochran being the prio inventor, and having 


never abandoned or forfeited his invention, his patent was valid. 

6th. The Court below erred in not holding that the mere failure 
of Cochran to renew his appli ition filed January Lith, 1859. and 
withdrawn, did not work a forfeiture of his znvention so long as his 
device was not im public use or on sale for more than two years 
prior to the renewal of his ; pplication ‘and the mere fact that said 
Cochran, in absence of any si h intermediate use or sale devoted 
his attention to utilizing other inventions (from which there was a 


more tmmediate prospect of pecuniary receipt), could not be deemed 


to have abandon | lis mVven@ion. 


ith. The Court bel in not holding that Cox hran. after 
thie rejection and withdrawal of his original patent filed January 
Lith. I859. had a neht to devote himself to the prose cution and de- 


velopment oT other mventions, and that nd inferences of abandon- 


“ 
~ 
— 
~~ 
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: : os , 
ment of thie mvention l “4 ribed in ti 


© application of January 11th, 
PS5Ho. eontd bye drawn 


unst him, in absence of proof of an express 
intention to abandon, or proot of more than two vears publhe use Or 
: : g 4) ‘th hi 
use and sale of the same with his 
. I 1] . P } | 4 4 ; 
Cc triis rit ana eciitewyv Liide . FiTiad sine i} ii¢ 


sanie of the invention, 01 of pubhe 


rene 


wed his said application 


Within less than two vears from thi 


e“crpnine yf ambniy public use or 
f the j ition bn hers. he v titled to a nate herefor 
saie of the invention bv others, he \ is entitied to a patent therefor. 

Sth. The Court bye iow erred im not holding that the Soth section 


of the Act of Congress of Julv Sth IS70. removed any disability 


which micht otherw1st have prevailed Dy renson of said Cochran 
having withdrawn his application of January Lith, 1859. 


; 


%th. The Court below erred in not holding that said Cochran, 
having renewed his application of January 11th, 1859, or filed a new 
one for the some invention, within the six months allowed by the 
35th section of the Act of July Sth. 1870 (for the renewal of appl- 
cations which had been rejected or withdrawn, or for filing new ap- 
plications for the same inventions) 


' and the Commissioners of Pat- 
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ents having allowed his said renewed application and granted a pat- 
ent therefor, he must be conclusively presumed to have not aban- 
doned his original application. 

10th. The Court below erred in not holding that there was, there- 
fore, ho proof of abandonme nt in fact of either the air ntion or of 
the application of Cochran, and no proof of public use or public 
sale of the invention for more than two years prior to his renewed 
application - and the 55th section of the Act of July Sth, L870, hav- 
Ing removed any effect pon the rejected application of January 
Lith. [Soo of the Withdrawal of the same, provided the Commis- 
sioner allowed the sii application and cranted the patent, the 
Court should have held that the said letters patent were lawfully 
issued and were valid. 

Lith. The Court below having, i substance, held that Cochran 
was the original inventor, and that the defendant had infringed his 
patent, erred in not holding that the said letters patent were valid, 
and that the plaintiff was entitled to a decree for an injunction and 
an accounting. 

12th. The Court below erred in not holding that the letters pat- 
ent of the complainant were valid, and infringed by the defendants, 
and im not rendering a clecree for an Injunction, account and assess- 


ment of damages in favor of the complainant. 


FIRST POINT. 


The nature of Cochran's invention as described 
and claimed in the Ist claim of his patent. 
Its limited character but great value. 


The specification and drawing of the patent will be found at 
pages 182 to 185 of the record. The description of the breach-load- 
Ing firearm therein contained is clear and simple. Proof of infringe- 
ment is limited to the first claim of the patent, so that it is only 


hecesssry to examine the invention SO) far is it is defined and claimed 


in that claim. 
The claim reads iis follows: 
ss ]. The combination. ay ss Aya £4 h-loading Gun, oF ii har ech block, 


viz.: (1) 


elements ire 


pivot d At) «18 tA SWING hael 


. Pal ditse if ln SILVG upward ) j 
he sori hy a 


This claim is for a combination of three elements having cer- 
tam definite functions and movements and relations to each other, 
A Pull having its cartridge cham Pr open at the rear. (2) 
A breech block to close the rear of thr cartridge chamber. (3) A 


brace to enable the breech bloek to resist thr It coll. These three 
combine (| with { Tor othe 


Ina peculiar manner, and 
the ir construction ana functions mav be « humMerate cl iis follows : 


a The (7) \. The 


chamber. tf —T 


' - 4 o 
mirre | is PECCAES 


, and is the cartridge 
constructed in the usual style of this class of 
“ arms, the rear end of the barrel by ing left entirely open.” It 
1s, there fore, Pass Du f ch loading tii Lin. 


for if loads Ly insert- 
mend or * breech ” of the barrel, 
nt or muzzle of the barrel. “ The 


coun is made of Any suitalbl stvle to adopt it to 
i the working parts oft the tT Tiis 


Ing thr eartrici iit thre 


pushing it towards the fr 


stock of the 


the hammes and hiring pin, 
and other well known parts of the wun, are not very particu- 
larly described. that not being 


c Necessary . 


* 


2. The Brerecu Biock. 


This breech block has several] speci- 
fied functions ana movements 


ad 
(a The breech block is mace ‘i ot suitable SIZeC to Cit- 
‘ tively cover and close the breech end of the} 


irvel when turned 


This necessarily unplhes the fact that 
the breech block Is not the 


‘up into position.” 


art) phone ‘ handy Zo but clO8es the 
cartridge chamber, backing up the cartridge and resisting the 


recoil. it ut have it spall w recess to fit Ove) the *” Year 


end or Haig of the cartridge when the breech is closed,” 


but, of course, this in no sense makes it the cartridge cham- 
ber. 


(4) The breech block is “ pivoted so as to swing backward 


and downward in the are of a circle around a fixed point.” 


| 


d. The Bra Be This has several! specified peculiarities : 
(2) The brace must be something " 


other than the nose of 
“ the hammer.” 


ward and downward an thie are of a Cir- 
od, around a tr d point, with if pues othe ;* thin th 440i OF the ham- 
. « 


os Vile y piv ae df 1 the rranie ‘dt FOUTS ar wid hla he. said hyraee h, ing (i}'- 


, , * , , . 
MHEOCK ING thie hreech. substantially Us 


© 


Pi a ae 
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(6) Itis “ pivoted to the frame, in rear of” the breech 
block. 
The brace is * arrandwe ( tO sv Ing upward in unlock icy 
the breech. 
/) The function of the brace is for “ bracing the breech 


7 block 1) place whe i close (1. AO UA AL withstand thie pire SNES E 


° iT hie (JISSOR ¢ Syteai as sedis hapa iy thie (ssid, 


It will by unas rstood. thre rerore, that the Cochran patent does 
not claim every combination of the breech block, and brace, and 


Puli, indeed several such were expr sshy disclaimed }). 20); but one 


certain specified kind of gun | ra certain specified breech blo k 
with a dennile fun tion. arrangement and locat ion. and certain sper /- 
fed brace having pecitiar Charact istics. The claim, therefore : Is 
of il limited character. but its Val is very great. The ndvantace s 


of all these feature s of the ¢ cr tr thh org mization are clearly stated 

by thle experts (see E. S. Renwick, Record, p. 40, qs. 18, 19 and 20 ; 

ted Hy the let nilant. I }) \\ | Bait \ it cord. }?. Port) (s. pn LOS : 
"Thus. Mr. Hicks states thr following nidivantaue s oft the Cochran 


— 


Hic >. Record, }) BS, ys. 20 24 ind 2S and are in substance admit- 


orfanization, Which, though it has a short under lever as shown In 


thie patent, vet yy a shight modification of the form there shown 
al, lt permits ; top ACcTIO) in the arm. and this 1s desirable be 
: It allows of a much shorter motion in tlhe parts, and they 


mav all have substantially the same kind of motion. 


/, It acimits of a tixed trivve) -ounara. 


it allows the arm to be used when th Operatol is [ving 
: down. 
lt make Sa sater arm, as not being st) like ly to he caught 
and moved Dy brush o7 branches (>) clothing iis an unc r iever. 
it mak & more symie trical and stronger arm. f 


e 


7 It entails a less number of parts and those more sunple 


im constructiol 


7 The nivantages ot having the supporting brace sve upwa 


and backward are the advantages of which have been shown above 
: . . ° ' 1 
It admits of a top action in the arm. ul 


4) The brace has a shorter motion and is entirely within - 


breach-frame. ‘ 


Si Fo 


~] 


(c) It may be combined with the hammer-motion, thus dis- 
pensing with one movement of the hand. 

(7) It occupies less room in the frame. 

é The De ach-pin That} be made much stronger and thicker 
without interfering with the brace. 


(ft It does not make an opening to be filled with durt. 


B The advantages of having fi supporting brace other than the 


nose of the hammer are 


a) The firmg-pin may be ina line. with the axis of the barrel. 

4) The brace may be thrown nearer its centre of motion and 
thus be made stronger with less weight of metal. 

Each part has a single function only to perform, and 


therefore can be made in the best way to « flect that purpose. 


A few questions anc LUSWers from the cle position of the defend- 
ant Whitney will illustrate this point. 

They are selected rom among his. because ‘LT examination of 
Mr. Whitney's deposition will show that he stuchiouslhy endeavored 
to avoid making thie OUIISSLODNS which truth compelled him to make. 


These admIsslons by i] Upon tiie value and utility of thie several 


— 
- 


° . } } 
matures Of construction ¢ mbodied in the Cochran ‘(riln. 


ot. x-(). * Do | understand you to mean that your opinion is 


favorabl cto a gun in which the Supp rt of the breech block is not 
sg: in the line of fir and li SO, whv ? 

A. “I have a favorable opinion of some guns constructed as 
rT 


suggested in the question, provided that the breech 1s at all times 


| ] ) 


“ locked so that the recoil shoulder, though not in the line of fire, 


is ready to receive the recoil when the breech 1s closed.’ 

55. x-Q. “ Why do you prefer a gun in which the support of the 
“ breech block is a brace, pivoted behind the breech block and be- 
low it—below the line of fire—instead of one where there is a 
direct support in the line of fire, other things being equal ?” 


(Question objected to by defendant's counsel as assuming it pref- 
crence on the part of the witness which he has not vet expressed. ) 

A. “It is very obvious that a gun supported directly in the line 
a) 


of fire has an advantage over a gun supported in any other way ; 


‘‘ but it is convenient sometimes to construct a in wherein the 


<7 
ry 


“ support of the breech block when closed is not directly in the 
" line of fire, owing to other qualities which it is unportant to intro- 


“ duce in a gun, namely, top-action, short motion in opening and 


A NE AER AN NRO: ANA, 


~ 
* 


° 
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closing the breech, thereby facilitating the manipulation of the 


arm when used.” 

“ 61 x-Q. Inan arm which has a breech block pivoted below the 
barrel, and swinging backwards and downward in opening, which 
arrangement admits to the shortest motion—one in which there 
is a solid direct rear support in the line of fire, or one in which 
there Is i movable brace below the line ot fire ?” 

“*A (jne in which there 4 provable brace.” 

“69 x-Q. Will you please state what the advantage is in using a 
brace other than the nose of the hammer ?™ 

“A The advantave is that 74 /eaves the hammer tre trom 


dt rprormind the tuncthiw j a / lock Gg hyaee, provided that the 
j ' ‘ , ' ‘ 


brace 1s independent of the hammer in its operations ‘and 
functions.” 

«70 x-(). is ita correct principle in fire-arms, where certainty 
of action Is required, that each pi Ce Ol part should have only 
one function to perform re 

“A The best breech block tre-arms are so constructed, though 
in SOME CASES i piece Phdany perform two functions Or mMoOTre without 
injury to the arm.” 

"#80 x-(). Is there another advantag in having the locking 
brace other than the hammer that the hammer evn /» arranged 
to cock without unlocking the breech ?” 

+ Qe x-(). Do you consid I the arrangement of the brace x0 18 To 


SVG upward in unlocking the breech has any advantage over an 


‘arrangement of the brace so as to swing downward in unlocking 


the breech 
“A. It is, provided it is not rigidly attached to a lever under- 


‘neath the arm 


ROH x-(). You consid r then the arrangement of the brace to 


“4 


‘swing upward in unlocking as advantageous im itself. but the 


- 


method of unlocking it I> thi addition ot the leve l The rli¢ ath 
the arth Is a Poor One i 
oe do, provided that the arm is so constructed that the brace 


may be operated by means of a spring and a lever independent of 


‘the brace operated from above or on top of the arm, and provided 


ot that the different parts ure so arranged that the brace shall be 


a 
. 


* as it 1s closed by hanal. by Means ot the top lever aforesaid 


firmly locked 1) the automatic action of the brace as soon 


** 
. 


‘S87 x-Q). Will Vou please confine Your answer LO the features 
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“ which you are interrogated without incumbering and obscuring it 
by additional features which you think your gun has the advantage 


ca 
* 


of possessing ?” 

(Question repeated. 

“ A. I do consider the method of swinging the locking shoulder 
“upward as advantageous, when properly connected with a practi- 
‘cal improved method of bringing action to the locking shoulder 
“ for locking and unlocking the breech, for the brace itself without 
“any method of operating it for the purpose above mentioned 
‘would be useless.” 

* 102 x-(). What nlivantage Is there in prvoting the brace an 
“rear of the breech block over pivoting it in front of the breech 
block g 

we /t forms Lh Wore eff vent Gud oF stop against the movement 
“ of the breech from the effects of the gas at the time of firing the 


‘és 


. 
- 


piece.” 

It is unnecessary, therefore, to discuss at length the utility of 
the several features of (C‘ochrans combination. for the defendant 
distinetly admits it. anda, AS he has used them. their 1S necessarily 


and con lusively imp lie S utility. 
llayes ye. NSulzor. | Fish. n3Y. 


Whitney tried to get a license under the Cochran patent as soon 
as it was issued, and offered to pay a royalty of fifty cents a gun 
to be permitted to use the invention (Hovey, p. 63, Q. 4; Whitney, 


}. 125. x-(). 22>). 


SECOND POINT. 


The invention of Cochran, described in his patent, 
was accurately and sufficiently described in his 
application filed January Iiith, 1859, and that date, 
therefore, must be taken as the date of his inven- 
tion. 


(| An examination ot the specification accompanying the ap- 
plication filed ’ by Mr. Cochran on the Ilth day of January, 1859 


LO 


(pp. 152-155), shows the invention to be there described, and that 
application, therefore. is competent and sufficient evidence of the 
making of the invention at least as early as that date. 

On this point there is no dispute. It is sufficient to quote only 
the evidence of Eh Whitney, the president of the defendant com- 


pany, and himself, personally, a defendant. 


He is asked hy his.own counsel (y. 120, Q. 19): 
(). 19. Please look at the file Wrapper and contents belonging 
“to the rejected application of J. W. Cochran, filed January -. 
* 1859, and state whether the cdi scription of the arm therein con- 
se tained and the drawing connected with said description contain 
« the Invention set forth and shown in letters patent to John W. 
© Cochran in suit in this case’ 

“A. I think that the file wrapper and contents do set forth the 


invention of Cockran as patented in 1872. | consider it the 


*s 


*+ 


SiTLe. 


The deseription ania draw bi ly ing clear and sufficient. they are 
adéquate evidence of the making of the invention at the date of 
their filing. 

In such ib CAaASe the rie laid down Dy this Court in Loom LO. v8. 
[liggins, 105 U.S., 580, applies. 

“An invention relating to machinery may be exhibited either in 
" @ drawing or in il model, so us To Lay the foundation of il claim to 
" priority, if it be sufficiently plain to enable those skilled in the 


‘art to understand it.” 


In /lenders rs. Leese, 25 O. G., 191, the first application had 
been filed by Henderson in 1876.- It had not been prosecuted and 
a2 Lew one Wis filed April 2ith. ISS 1. The Commissioner sald 

" Hence rson s application of LS76 may be used to show, if it 


does show, that he had made the invention here in controversy at 
“ that time.” 


This application contained four claims, as follows: 
“Ist. The excentric clutch o1 stop bB constructed and Ssuscep- 
“ tible of being operated as herein set forth. 

“9d. I claim the recess in the face of the clutch for recelving 
“ the flanged end of the cartridge, as herein set forth. 


“Sd. 1 claim in combination with the recess in the clutch, 


1] 


“ the catch or dog / for seizing the flange of the cartridge, as de- 
“ seribed. 
“4th. I claim the combination of the lever C, or its equivalent, 


“ and the clutch Lb. with the barrel. as herein set forth.” 


All of these claims were inartificially worded, and are SO broad 
in scope as to require favorable construction to limit them to the 
real invention of Cochran, as now patented by him, though proba- 
bly this would be done by the Courts, if hecessary. 

They did not, however, make the peculiarities of location, fune- 
tion and direction of movement of the parts clear to the Patent 
Office. 

It will be understood upon examining the specification and draw- 
ing that “the eccentric clutch or stop B” is what is now called the 
" breech-block,” and that the "oe ver C,” or, as it 1s called in the de- 
“ seription, the eccentric lever or cam,’ 1s what is now called the 
* brace.” 

The first claim of the origina! specification Is much broader than 
any that is now made. 

The fourth claim of the orginal! Spe cification mentions substan- 
tially the elements of the first claim of the patent as issued, but in the 
original fourth claim thie combination was claimed broadly and with- 
out the necessary limit itions as to the location and movements of 
thi parts, which are now introduced. such as that the breech-bloeck 
must “swing backward and downward around a fixed point,” and 
that thie “brace © must not be the nose of the hammer, and that the 
brace must be pivoted to the frame in the rear of the breech-block. 

On February 8, 1859, the application was rejected (p. 155), on 
reference to Sears re T ected application of LSD5 wi ch has not been 
put in videne ‘ and Lee's priate nt of April 27. LSS. 

Lee’s patent was put in evidence by defendant, and will be found 
at p. 189-171. 

It technically meets both the first and fourth ciaims of the applica- 
tion is the were broadly word d. although the arrangement of parts 
and their mode of operation is quite different from and inferior to 


Cochran s Hicks. }). LS. (). 20 . 
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THIRD POINT. 


The courses open to Cochran upon the rejection 
of the claims of his application of 1859. 


Mr. Cochran had an absolute right to take one of three courses 
which were Open to him Upon the rejection of his application of 
1859. and he could take either of said three courses without preju- 


dicing his right toa patent 


if the rejection Was Wrong, 
a4) To appeal ; 
If the rejection was right 
4h) To amend, o1 
Cy To withdraw the ipplication, anc within such time is the 
. statute allowed to him (viz., within two years of any public use) 


to hile Lnew one, 


The latter COUTSe Is the one which he chose to adopt, and the 
application was withdrawn February 20, 1860. It was a course 
which. as We shall now submit. he had it perfect right toadopt with- 
out invalidating his right ton priate nt, either Ona renewal of his orig- 
inal application Orohn vu new application, provided he reapplied 1D 


time. 


FOURTH POINT. 


Cochran's withdrawal of his original application 
of 1859 was not an abandonment of his invention. 


The withdrawal of an application for a patent is not necessarily 
an abandonment of such application, and still less is it an abandon- 


ment of the invention itself. 


UiT question pore sents (| in this CiSe is in SOC respects il novel 
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In all the cases, so far as we can find, where an inventor has filed 
two or more applications for a patent, with greater or less 
intervals between them, and the question of the abandonment of the 
invention has come before the Courts and has been decided adversely 
to the patentee, there has heen it long continued public Use of the 
invention for more than two years intermediate the two 
applications. In some of the cases the first application had not 
been formally withdrawn, but had been neglected for a long series 
of years, and a new one filed, or the prosecution of the old one 
resumed only afte) nanny years of public use. 

In all such cases the public use worked a statutory abandon- 
ment or forfeiture of the invention, unless the two separated ap- 
plications could Lye connected with each other by satisfactory ex- 
planation of the circumstances which caused the delay. 

The ettort on the part of the patentee in all such cases Was 
to explain the delay occurring between the dates of the two applica- 
tions, soas to connect the Ih} into ih ¢ ontinuous proceeding, and there- 
by avoid the otherwise fatal objection due to the two years’ public 
Lise prior to the last application. 

Thus in Levin vs. Last Hampton Bell Co. (9 Blatchford, 50), an 
application had been made in 1852, rejected two months after- 
wards, and all papers, except one drawing withdrawn and never 
returned. No further action was taken for ten years when a new 
application was filed 

During that time the invention went into open and notorious 
use in his own neighborhood and under his own eyes, and so con- 
tinued for ten years without remonstrance., 

In Maresh Ms, Sayl ., — ish. 610. an application had been filed 
by Marsh in PSI. and rejected and withdrawn in the Same year. 
No new application was filed until December, 1869. 

It appeared that in the interval, in 1859, a patent for the same 
invention had hee li cranted Lo another, and infi Ingers had UTISen, 
who had been prosecuted there by showing that the mnrvention had 
heen in public N8e. 

Marsh knew of the facts in 1865, but deliberately waited until 
L860 before renewlng. 

The Commiussione} refused the application, determining under 
section 35 of Act of 1870, “ as a question of fact,” that the application 
had been abandoned. The suit was brought to compel him to 


issue it. 


The Court sustained his decision. 
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In Consolidated Fruit Jar Co. ve Wright, t Otto. 92. the in- 
vention was complete in 1859, but no application filed until 1868. 
There was proof of public use of the invention for more than two 
years prior to the application . 

In Ja “ung Machine Co, vs. Keith, 101 U. S., 484, the first ap- 
plication hac bye t file 7 we ly) ary 20), LS4o). it was withdrawn by 
the solicitor in October, 1852, and the inventor knew of the with- 
drawal as early as Sept mber, S854 (p. 486) A renewed application 
was filed December, 1870 (/ From 1854 to 1870, 7, e., for up- 
wards of sixteen years * thre lmproved device hac been in COMmmOnD 
use’ (p. 483). 

“ Hundreds of other machines containing the same device were 
“ manufactured and sold in Boston between 1854and 1870, and were 
“ frequently seen by Mr. Woodbury calling forth no remark for him 
“ that they were invasions of his rights” (p. 487). 

The Invention Wiis hie lal to have been abandoned. The Court 
adverted to the long cle lay lh renewing the application its indicating 
an ifttention to abandon, but laid stress upon the fact that “ this is 
especially the CUSC Wlir re thr invention his JOM into public vse for a 
long Serles of vears. 

In Lich ws. Lippincott, 2 Fish, 1, the first appleation had been 
filed in L836, ana rehe we din IS37. The application on which the 
patent was cranted was filed in 1S3%. 

Jucler GFRIER charged th yury, om lf you by leve that the applica- 
“tion of I836 and 1837 was not for the same invention with that 
= patent dl. and. the refore, Wiis ie fused D the C‘ommisslone ror Was 
ey Withdrawn ana tbandoned Dy the applicant, ana continued SO 
‘until Enos Wilder got up an application for the present patent, 
“anp in the meantime the invention had come suto public Se 
* ov more than two years, THEN Vou will tind this point for the de- 
“ fendant.” 

In Wem Kx, Vorde n, ZY (if. Graz., S85. The first application had 
been filed October, 1877. It was allowed, but was forfeited for non- 
payment of the final fee. A new application was filed February, 
i879. The invention “had been in public use for more than two 


years. prior to the last application. The patent was held void. 


In all these CiLSeCS the effect ot more than two vears. public use 
prior to the last application Wiis considered. 
In none of them,nor in any other case, has it ever been held that 


the withdrawal of one application and the filing of a new one before 


eg Po, 


|, % 
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two years’ public use had occurred could be construed to be an 
abandonment of the ‘nvention. The first application, as an applica- 
Lion, might be abandoned, and the patent based solely on the last 
application, but the mere withdrawal, or even final and absolute 
abandonment of a former application is not fatal to the patent, if 
the last application is filed in time. 

Thus in /’e/ton vs. Waters, 7 Off. Gaz., 425 (EmMMons and Swine, 
JJ.). the Court said: 

“Tf intermediate the first and second application the patentee 
‘ manifests an actual intention to abandon the first, his patent will 
o¢ i) rve relation to the last one only. 

“His actual intention severs the proceeding. The law deems 
“ the first application terminated and as bearing no relation to the 
“ patent which rests sol. ly on the last one.” 

In Clark vs. Scott, 9 Blateh, 201 (BLATcHFRORD, J.), the patentee’s 
first application was filed August 6th, 1866, rejected August 23d, 
1866, and nothing further done until May Ist, 1869. The answer 
of the defendant uiverre 7 that the patent Wis void, because the com- 
plainants “abandoned said application for over two years, while 
“knowing that said Florence Manufacturing Company were making 
“and using this abandoned invention.” 

The Court said, m The answer does not set up any abandonment 
“of the invention to the public, nor does it set up the defense that 
“the invention was in pubhe use or on sale with the consent or 
“the allowance of Duell for more than two years prior to his apphi- 
* cation for a patent for it. The answer in the averment stated is 
“entirely frivolous. tn ubandonment of an application amounts to 
“ nothing, uniess it is in such wise as to become an abandonment of 
“the invention to the public.” 

In Lindsay vs. Stein, 20 Blatch., 270 (Biarcurorp, J.), the first 
application had been filed by the patentee October Sth, 1874, it 
was rejected November 18th, 1874, and again in January, 1875. 
Nothing more was done upon it until April, 1878, when a new ap- 
plication Wiis filed, upon which a patent Wis granted. 

The Court held that under § 4894 of the Revised Statutes the 
first application Wiis abandoned hecause not prosecuted within two 
years after its rejection, but the invention was not thereby aban- 
doned, and fi second application could be made. 

The Court held that there was no satisfactory evidence of any 
public use earlier than January, 1877 (thirteen months before the 


last application), and sustained the patent. 
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In /lenderson vs. Leese. 25 Off. Gaz.. 191, the first application 
had been filed by Henderson in 1876. It had not been prosecuted 
and anew one Wis tiled April 27th, ISS1. The Commissioner said : 

* After his former application had become abandoned by opera- 
“tion of law, his present application was filed. No doubt he had a 
“right to file his present application, \nt he cannot thereby revive 
" the former application and attach the latter one to it. When ani 
- application becomes abandoned there Is but One way in which it 
“can be revived, viz., that provided for in the statute. Several 
“ cases have been call | Lo i att ntion, all of which seem to agree 
” with the VIEWS above f \] ross dd. lh nderson s application of IS76 
“may be used to show, if it does show, that he had made the vivention 


" hi, i’¢ yy CORTPOI | at that 44 £ oF Lut for lit other purpose, 


Nor do the statutes provide that withdrawal or abandonment of 
an application is an abandonment of an invention. On the con- 
trary, it is to be clearly inferred that a valid patent Dit be vrante dl 
upon il second application, though il prior One had heen in fact 
abandoned 
The Act of July 4th, 1836, provided that (§ 7 
“Tn every such case if the applicant shall elect to withdraw his 


+ 
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” application and re hnquish his claim to the model he shall bye al- 
ati lowed to recelve back cwe nt dollars, part of the duty requir 7 by 
“ this act, on filing a notice in writing of such election to the Pat- 
‘ent Office, a copy of which, certified by the Commissioner, shall 
‘* he it suth nent Warrant to the Treasurs for paying back to the iL})- 
r plicant the said sum of twe nity dollars.” 

No penalty Wiis imposed as a Consequence of the withdrawal 
other than the relinguishment ot the claim to the model. 

The Act of Mareh 3d, 1839 (8 7). recoyniz s the distinction be- 
tween the abendonment of the ‘nvention and forfeiture by two vears’ 
public use. prior to the application in the following words : 

No patent shall be held to be invalid yy reason of such pur- 
” chase, sale OT Use priol to the application for a patent afore said, 
~ exe pt Onl proot ot abandonme nit of such invention to the public , 
* or that such pure hase : sale or prior use has been for more than 
“ two years prior to such application for a patent,” 

The Act of March 2d. 186] < 1%) (12th Statutes at Large, 246 : 
provided its follows: 

* "That all applications fo. patents shall be completed and pre- 


%: pared for examination within two years after the filing of the pe- 


“ tition, and in default thereof they shall be regarded as aban- 
* doned by the parties thereto, unless it be shown to the satisfac- 


“tion of the Commissioner of Patents that such delay was una- 
ss voidable, and all applications how pending shall be treated as filed 
“ after the passage of this act. 
7: It is to be noted that this section says nothing about the aban- 
' donment of an “invention ;” it is “ they, that isthe “ applica- 
tions that are to be “ r carce das abandoned ° if the delay in com- 
pleting thie lil 1S not ¢ xplamne dl. 
The Act of March 3d. 1863 (Twelfth Statutes at Large, 796), pro- 
vided as follows : 
“($3 3.) That ev ry patent shall be dated as a of lay not later than 
‘“ six months after the time at whichit was Passe d and allowed, and 
‘ notice thereof sent to the applicant or his agent. And if the final 
m fee for such patent be not paid within the sald SLX months, the 
" patent shall be with he lal. and the invention therein described shall 
cis hecome public prope rv its against the applicant therefor.” 
Here, for the first time, the forfeiture of control of the “ inven- 
tion > Is mace thie pen Lit ot not consummating the appleation by 
Ao paving the final fe 
But this act seems to have been thought too severe, for by the Act 
of July Both, LS64 l3 Statutes at Large, 194), it was provided as 
follows: 

That any person having an interest in an invention, whether as 
an inventor or assignes for which a praarte nt was ordered to issue 
upon thy ABIL nt of the final fee. as provided in section 5 of an 
Act approved March 3d, 1863, but who has failed to make payment 

“ of the final fee, as provict din such Act, shall have the right to 
make the payme nt of such fee. and receive the patent withheld upon 
account of the non-payment of such fee, provided such payment 
he made within six months after the passage of this act.’ 


it is to be noted that it extends the time fon all pavments for slx 


—_ The prior a a however. related only to applications which had 
bye en ~ peisne (| and allows cl. and not to peje te a applications.” 
The extension of six months for paying the final fee was found to 
be an insufficient remedy, and accordingly in the following year, 
March 3d, 1865, the following act was passe d: 
13 Statutes at Large. 
“That any person having an Interest 1n any invention, whether 


ede? ? Th if act provicte ad as follows: 


‘as inventor or assignee. for which a patent was ordered to 


i Re 


“* issue upon the pavinent of the final fee, iis provided in section 3, 
“of an act approve d March 3. 1863. but who has failed to make 
' payment of the final fee, as provide (lin said act, shall have the 
“night to make an application for a patent for his said invention, 


i the SiLITIC 7S Wn the ense oF an original ity) ication. rovided that 
| 


‘such ap) ication be made within two vears after the date of the 
sé i] ; : / ; } 
aliowanes f the onen ‘mpleation: prorided, that nothing 
: ° ° : : ' 
‘ herein shall be so construed as to hold responsible in damages 
, : " ww ta : ’ i D -_ . ’ ' thine 
ANV person Who las } ror used anv articie or thihg tol 
| : + . 
which patent rer tL ea ror Issile, I hiis act shall 
t 
“apply t ll cases now Patent Office, and also to such as 
, , - 
shall hereafter be filed 
Phas } a pressly x ’ ‘ } | (>) 7 le i¢*c*te ss ; }} - 
. : j al | | 
CATIONS 1a} porate nis. 1] i i \ Orovicies t | 17 iy) The ("Sime (>] thre tore 
= } } 
feiture of the a//owed application, a new application must be made 


Within two years from the date of allowance 

This series of statutes from 1863 to 1S65 do not relate, as will 
be observed, to rejected or withdrawn applications, but to allowed 
Ones only. 

. 

Obviously where all cy lle stions are settled in thre ive ntors mavor, 
the novelty of the ive ntioh Asc rtained. its utility certified. and 
nothing remains but the payment of a portion of the fee, much 
ereatel diligence is to be « ypect d than in a case where nothing has 
been settled in behalf of the ap) licant, but he has been opposed and 
reject d Dy the Patent Offic: 

The Aet of July Sth, ISvVO, (which was the act in foree at the 
time of Issue (>t the Cochra praate ht), contaimed the following pro- 
visions bearing upon this subject 


~ 3° 


‘ om * 


) provid las follows 

* That every patent shall date as oft a day not later than six 
* months from the time at which it was passe dl and allowed and notice 
“ thereof was sent to the applicant or his agent; and if the final fee 
sin shall hot be paid within that pe riod the patent shall be withheld.” 
[It is to be noted that this section ots the provisions of the Act 
of March 3d. 1863. which was in thi following words : 

“And the invention therein described shall become public prop- 
erty as against the applicant therefor.” 

The industrious omission of this express provision of the former 


Statute must fairly be deemed to indicate that the penalty provided 


in it Is hid longer to be entores cl. 


4. 
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' 
' This seems to have been the construction of the corresponding 
section of the Revised Statutes in /lenderson vs. Rees (supra). 
. S 32 provides as follows: 
* That all appheations for parte nts shall be completed and pre- 
om pared for examination within two vears after the filing of the peti- 
“tion, and in default thereof, or upon failure of the applicant to 
_ " prosecute the same within two years after any action therein, of 


“ which notice shall have been given to the applicant, they shall be 
* revarded as abandoned » the parti s thereto, unless it be shown 
* unavoidable.” 

Here. as in the case of the Act of March 2d, 1861. it 1s the ‘“ ap- 
plications © and not the “inventions” that are to be regarded a8 
Abandoned. 


° 
| “to the satisfaction of the Commissioner that such delay was 


S 30 provided for the filing of a second application within two 


7 
vears after the allowance of original applications, which had become 
| forteited after allowance, in the same words as the Act of IS65: and 
express! \ provides fol the relic wal of rejected or withdrawn appli- 
= 


—_ , 
eation in the following words 


‘that w hie nb ith application fol fA prarte nt has been rejected or 
‘ withdrawn, prior to the passage of this act, the applicant shall 
‘ have six months from the date of such Passage to renew his appli- 
™ cation. or to file A new one, and if hie omit to do either his appli- 
“ cation shall be held to have been abandon dd, Upon the hearing 
é' i of such rene we (| applications abandonme nt shall be considered as 

L que stion of fact. 

Here the filing of new applications when previous ones had been 
rejected or withdrawn is expressly provided for and a time set in 
which the applicant shall heve an ahsolute j ight fo do it. The words 

are ** An cup poide int shal/ Aeve six months from the date of such pias- 


’% 


And even 1f he omits to « COTNLP DL with the act. still it 1s only his 
(pp sali ” which is to be held to have been abandoned. 

As bearing upon this point the rules of the Patent Office may be 
F 483 of the Revised Statutes provide s that: 

e The (‘ommissi ner ol] Pate nts, subj ct to the approval of the 


‘Secretary of the Interio nay, from time to time establish regu- 


i lations not inconsistent with law for the conduct of proceedings 
“in the Patent Office. 


20) 


We find that the Commissioner has made rules which concede 
the right to file successive applications, notwithstanding forfeiture or 
abandonment of earlier OCS, and is sections ISo4 and 1SO7 ot Re- 
vised Statutes substantially re produce thy provisions of the Act of 
IS7O0 in regard to the time 


and the forfeiture of applications by failure to pee the final fee, 


j which appleations shall he completed 


we mav refer to such rules as bearmne upon thy propel construction 


— 


of the simul ul provisions 2) thie Lot of S70. 
Rul 167 r¢ nis (is } ) ig } \\ 
\ hi Hat Hew supple t1 mt Is filed I place ot an) abandoned or 


rejected application 2 pecification, .oath, drawing and fee 


© will by required ; but the old model. if suitabl mav be used.” 


Wi submit. therefor thatthe mere fact of withdrawal! oft the appli- 
C ition of Cochran did not work an abandonment of his invention to 
thre public. He still retained the right to renew that application “ut 
nny time befor the public Lé juired thi right tO Use the Invention 
by two vears public use 

Hy Wits TT no Worse pars Ibo) fo having filed fbi application show- 
ing his npvention, though claiming it defectively, and then withdraw- 
mo such cle f etive claim. th iti he would ly if he file d hit) appli ation 
at all. 

There are various reasons why an applicant may abandon his 
first application, either by express withdrawal or Uv neglect to pros- 
ecute it. 

lt ihe \ ly unsatisfae torily worded, its claims ety be erroneously 
drawn. thie inventors pen in} ir\ circumstances ‘ Phish y prevent its pros- 
ecution for a time, and necessitate the return of a portion of the fee. 

All of these circumstances may render the withdrawal of a par- 
ticular applic Thon hece Ssary (>] desirable. 

But such course of itself does not dedicate the invention to the 
public. 

The filing of the appli ati 1) is A secret transaction between the 
inventor and the Patent Office until it is allowed. 

It remains a secret transaction afte) the application has been 
withdrawn. 

Until allowed and a patent granted upon it, it forms no bar to a 
patent for the same invention to a subsequent inventor. 

Cornplantes (ase, 23 Wallace, 232. 


Its mere filing, unless prosecuted to a final issue. Ln pairs no 


right of the public or subsequent inventors, and hence its with- 
drawal confers no rights upon them. 

[It remains in the archives of the Patent Office simply as proof 
that the inventor had made tli application at the time it was filed. 

If itis clear and sufficient in its description and illustrations it 
Tikit \ he re ferre (ito, just as any other drawing, iis proof of the making 
of the invention by the inventor at the time of its date. and if 1t re- 
lates to a machine it will be regarded as sufficient evidence of the 
making of th Invention 

/ Co. vs. Higgins, 105 ULS., 580. 

The withdrawal. Colpo te (| with other acts ay bye used as evidence 
tending to proof abandonment of the invention, but abandonment 
of an invention, subs pL ntly patent | cannot be proved by the 


here fact that ih bprprade ition ¢ xhbibiting it I) vc by Che Once tiled and 


—s 


? of . P35 : : 
then withdrawn. unless the nven otherwise fortert ad his rights 


’ } 


to the publi 


FIFTH POINT. 


Mere delay in applying for a patent, or in prose- 
cuting an application, is not cf itself an abandonment 
of the invent on to the public. 


Thi abandonme nt of an ve ntion Ly an inventor can only be 
accomplish d in two Wilds, ¢ ithe 

Ist. Intentionally, as by a declared intention on his part to 
dedicate his invention to the pubhie, 

2d. By operation of law. 

Inte ntional abandoume nt by the invé ntor must be accompanied 
elthe r by his expression ot intention to dedicate his invention to 
the public, or by conduct which the law construes to be an expres- 
sion of such intention, and it is to be remembered that abandon- 
ment is not proved by a mere expression of an intention. 

Pitt vs. Lill, 2 Blatch., 237. 


There must not only be an intention but some act on the part of 


the inventor which is ¢ tlectual to dedicate his Inve ntion to the pub- 


lic, and SOC indication of the acceptance of his invention by the 


public. 

Abandonment by Oy ration of law can only be worked In the 
moc prescribed Dy Statute. V1Z.. Ih Two years pubhe ise ofr sale 
prior to filing his application. The Act of 1836, section 15, en- 
acted that it should be a defense to a patent that the thing patented 
had been in public use or on sale with the consent or allowance of 
the patent before his application for a patent. Section 7 of the 
Act ot LS3o CAP SSi\ us vided that no pate nt should be held Hli- 
valid, except on proof of abandonment, or that such public use and 
sale hac Leng mn tor more thy pima\e years priol to the application. 

Vesth. t thes patel sted aia the pre MCE COLNE 

1) The origina! appicalion of Cochran, as we have shown, was 
too broad in view of t hae prior state of the art. and therefore 
Wibs prop ri re} “ted, anid ir vl ‘n riclit to withdraw such appl- 
cation, Or evel abandon it without LTibpve rilling lis right to obtain it 
patent on a subsequent properly word (| application, 

Pan otha absence of prool topo the Contrary, the law presumes 
that he reserves all lis legal rights. and one of those rights was to 
renew his application at any time before his Invention had been im 
pradrlic use or on sale for more than two Vi i's prio to his renewed 
application. 

(>) He did, as a matte t fact, renew his application On May 


! 


Oth, LSGS, and unless the iefendant can prove either, (Ist), that 


there Wits ail actual or wmtent nal abandonment of the inve ntion 
ac° ( °¢ pted Dy tive public, ‘~ SS] ap ro) Ti) this edie wed application, 
or (2c , SBOE equitabl estoppel s ob tween thre inventor and this 


particular defendant which could render the enforcement of his 


patent lmproper, or (Sd), pul | ise or sale of the invention for two 
vears prior to May 6, IS68, he was clearly entitled to receive a 


prarte nt on such renewed Lp pid ition. 

Neither of these conditions existed. On the contrary, the aft- 
davits on file in the Patent Office on his renewed application of 1868 
are pointedly to the fact that Cochran never intended to abandon 


either his appheation or inve ntiol yy). Lie () 


} 
i 


; 
J 


lll ecm — 


SIXTH POINT. 


Cochran's circumstances at the date of withdrawal 
of his original application fully explained and ex- 
cused his withdrawal, if explanation is necessary, 
and also fully account for delay in renewing that 
application. 


We should be doing an injustice to Cochran, if we rested this 
Case Upon the absolute | 7 rghit to renew ih application within 
two years =| the commencement ol pull Use, lor we beheve that 
the record explains fairly the reasons of his action. 

Cochran was wretchedly poor most of the time between the 
Withdrawal of his first application and its renewal in 1868. (Ida 
Cochran, Record. p.o8; Helen Cochran Phillips, Record, p. 65). [t 1s 
true that about L866 he did. in fact. receive a considerable sum of 
money, which involved a journey abroad, but, as long as the pubhe 
did not attempt to use or se ll his invention, he was under no obliga- 
tion to renew his application. The mere possdility of future pubhe 
use did not carry with it any obligation to abandon other inventions, 
or spend Prpeodne \ propre rly cle voted to thie it in pros ecuting it) applica- 
tion for this invention. 

This money, about =LS 000. Wiis recelve (| rom the sale of SOTNe 
for bed }) iTents |). 111. (). Ob) toa Mr. Haldeman. 

This sum was not all paid at once. The first payment amounted 
to 5,000 }). 112, x-G@. 2) and thereafter in monthly installments of 
$1. 000. Over the first pavinent, at least. he had no control for gen- 
eral purposes. Mr. Haldeman says, “My impression was that it 
‘required that sum, and that he expended that sum in procuring 
“ the English and Continental] patents and preparing the guns used 
as models ” }). L1d, Q. 2). 

The date of any of these pen ments 1s not le finite ly fixed (p. 112, 
x-(). 1). Mr. Haldeman speaks of them rene rally as running over 
the years 1865 and 1866 (p. 111, Q. 5), but it is doubtfal whether it 
was not in L866 and IS67, for it was in those years that Haldeman 
went to Europe about this busine SS (). oS). Cochran's letter of No- 


vember S. L865 |). SY shows that it Wis only then that he had made 


any contract, and that he would * be as POor as ever for the next SIX 
months,” and his letter of November 16, 1865, shows that he then 
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“ others.” Mr. Whitney Says as to the gun of 1865 that “it was held 
in very high estimation by Cochran,” and that after trials, before 
boards of army officers, it had received the approval of General 
Grant and other distinguished officers (p. 121, Q. 23-25). 

Whitney Savs that he was “told” by a Mr. Howe and by Mr. 
Cochran that Cochran “was fo receive a royalty of a dollar on a 
gun ona contract with Howe for the making of ten thousand. 

All this is clearly of little value, if not Incompetent and imma- 
terial. 

Statements said to have been made by a ode ceased party to his 
adversary, are not generally allowed to be given in evidence at all, 
owing to the unpossibility of correcting the wuarration of them, if 
untrue, and in any event such evidence is not much to be relied 
upon, especially as it will be seen from a perusal of Mr. Whitney's 
deposition that any portions of it are colored by his wishes. 

This is pee culiarly true he re whi re it Is to be observed that Coch- 
ran s letters of 1865 and 1866 show that the whole business resulted in 
failure (p. 60, fol. 105), 

In the letter of June 5, 1865, he says: 

i I do hot fee! in buoyant spirits about anything. | have worked 
a hara anc OT it coo ari. anc contract for the manufacture of 10,- 
* OUU, but hardly rot to work when COTES down awn Injunction from 
‘the Court to stop, as I infringe.” 

In the letter of June 26, 1866, he says: 

“And notwithstanding the fine contract for 10,000 of my arms, 
‘commenced in New Haven, all has fell through, the company 
‘ busting up, after a delivery of a few hundred, and the expendi- 
‘ture of some thirty-four thousand dollars in tools, none of that 

LOSS xf (4. ¢., for tools ~ Comes on me or friend that contracted.” 

Whitney must have known all this, as he was the contracting 
party (}). 121. (). 24). but omitted to state this outcome, on his di- 
rect-examination, contenting himself with conveying the impression 
to be derived from the statement that “the contract with A. B. 
Howe was for LO,000 and Cochran was to receive a royalty 
of a dollar a gun. 

Though, on cross-examination, he was obliged to admit that but 
“few arms” were made, and that the contract broke down (p. 123, 
i 


In view of this omission little is to be trusted to the same wit- 


” 

' 
a 
ae 
I 

IN 


ness’s “other general statements that Cochran “ seemed to have 


ample means ip. 121. (). 26). 


AF 


The burden of proof was on the defendant to prove the cireum- 
stances which are relied pon Ly him to indicate abandonment. 

Abarmlonm« nt is hot us sumed. 

The law presumes that the inventor retained his legal rights, and 


proot to the effect tite : {| rs number of patents Were issued toa 


person oO] the Siidile’ Pind rhaout showing anvthing as To the clr- 
CulmMstances of thes SSUihice (>) whi this r he Was ASSISt 7 Dy others 
iD obtaimimeg the nor not, and that from 0 only of them * he Pats 
fo receive na rovalt | mntract which rt sulte in (lisappoint- 
ment Is quite Inadequ Support thie Sule 

ft Is ceri Hints true iT no | , rite hice of abandonment Cah 
he draw Mm ae “inst mh Vento ly CULTS itl thi interval betwe li his 
bwo applieations, ana Perrayre’ ayy equith + crowing Out of public tise 
nave risen in tavor of | ms. tie OUTALDIS \ the pecuniary aid of 
othe rms Some Othe ite ts itkdd TL stly prosecule Ss. with either 
greater or less success, 0! mr more promising and more re aclily 


appreciated Inventions 

We say that in the interval while Cochran was attending to other 
Inventions ho equities (*] should me his nights were acquired, 
because the proors show that intermediate the first and second appl- 


? 


eations of Cochran OnLy TWO CIASNE sofacts were dome by others. 


Ist. Three parties, und thre parties only, obtained patents in 
which were shown and ces rily 7 the features claimed Dy Cochran: 
Geiger, in 15635, Stillman, in L865, and Laidley & Emery, in 1866 (p. 
LOS, U)s. 7~-10), but no one of these claimed as his original invention 
the invention pret nted Dy Cochran. W he li supposed intermediate 
patents wer ited in LS6S by the Patent Office examiner as a reason 
for re} cting Cochran's renewed application, his attorneys properly 
replied (p. Lod 


‘ It is not pret nded that they anticipate the invention of Coch- 


riihlh. ‘i & Ais applic fy f is tri, af ty th, Pat pil Othe tira aned if half 


” years hetor the RPrstore 18 p tents. The idea that the existence in 


*Reference was mad n the arguments in the Court below, and perhaps will 
here be made to a statement in the opinion of Commissioner Fisher, in 1869, that the 
devices found in ¢ chra first and second « laims we re found ** in Some eighteen 
different pate nts executed within the period named.” This was doubtless a mistake, 
for the defendants have been unable to find such patents, orelse different claims 


of Cochran were referred to, and the objectionable ones erased. 


ee ee 


o7 


a 


“ a drawing, or the description ina specification, subsequently filed, of 


a 
° 


anv of the features of Cochran's device can be construed as evi- 
“ dence of ‘ public use,’ or 1s such ‘ proof of abandonment,’ as re- 


- 
° 


quired by the statute, is too ndiculously absurd to admit of argu- 


“ ment.” 


Nor were such guns av Geiger’s, Stillman’s or Laidley & Emery’s 
put into public use or on sale. On this point the evidence of the 
defendant Whitney, who had the best means of being informed on 
this subject, sums up all that can be said. 

Hi SAVS (Pp. 11%). (). 15 

" It Is ny imepre SS1ON that aris of that character were manufac- 
on tured and sold in L865, or in the early part of LS6O6. hirp rimental 
“trials were made before different military boards by different 
“parties muking models previous to that time, 1865-66, and were 


es jp ohoahl ry ottere for sale s 


It subsequently appeared that the guns to which Whitney referred 
as having been manufactured by the Remingtons were made by the 
savace Arms Co. |). 11%). (). 16), and did not embody the invention 
(p. 63, Qs. 4-7). 

Mr. Clough prov scl arly that no guns « mbodying Cochran's in- 

eae. 


; ; a , . . - 
vention were eee 1h public use OF sola priol to the summer of L867 


Judge SHIPMAN was entirely correct when he said in his opinion : 


find no adequate « vidence of public use by any one for two 

‘“ vears preceding the date of the final application ; evenif one Of the 
‘guns which was presented for competitive examination by the 
“ Board of Army Officers, in Springfield, in 1865, embodied the 
“ Cochran invention, it does not appear to me that the submitting 
‘an invention to the test of examination by exp rts in competition 
with other inventors 1s the public use to which the statute re- 


‘S fers.” 


2nd. A single experimental! fun Was made by Remingtor & 
Sons in April, 1866, but never sold (p.64, Qs. 8-12). A second was 


made and sold in July, L867. 
In August. 1867, about 150 were made on trial for the French 
government, and in September, 1867, the first of the guns were 


OR 


made on contract for the Danish government. What was done in 
these respects was done only Dy One of the complainants in this 
suit, now the licensee under the patent. 

If Cochran had never mace any application for a patent in L859, 
but hal merely made the invention claimed by him at that time 
and had filed no applioaty nat all until ISGS, the mere fact that 


some of the guns embodying this invention were being sold for 
about five months prior to that application, would not bar him from 
applying lor a patent at the time he a tually dic apply in LSG6S, 

Is he in any Worse Position because at the time he invented it 
he evidenced such invention in an application for a patent, which 


was not then prosecuted by him? 

Thus IS bpp ‘Ars thiat ne ¢ quiti S Aros in favor of othe rs in the 
interval between Cochran's two applications which should debar 
him from securing a patent. 

The statute law does not recognize * equities,” as such. as a 
ground for refusing it pant nt, or dec! ring it mnvalic if cranted., 

The first inventor has a statutory right to his grant unless he 
has forfeited it in one of the Ways pre seribed I) statute. 

Hf is nota reason why a patent should have been refused him 
that Geiger and Stillman and Laidl va Mimery obtained patents 
after Cochran's invention, but before his renewed application for a 
patent, 

A patent to another to bar an applicant’s right must be prior to 
the date of his svvention, not of his application mere/y. 

These other inventors acquired no rights against Cochran by the 
mere grant of their parte nts. 

It does not appear that they ever made a single gun under their 
patents or put the public in the use of their inventions. 

Whitney, the defendant, at some time, when, he does not may, 
bought the Stillman and Laidley & Emery patents (p. 117, Qs. 9-10). 

‘He does not prete nd that ne purchased them before the date of 
Cochran:s second application, or even before the date of his patent 
in 1872, and it is clear that such purchase was not till 1871 or 1872, 
for it was not ynty Isi2 that the def ndants commenced the manu- 
facture of 1 esa ste? Sik p. 137, Q. 110) nor prior to 1870 or 
1871 that they even “decided on constructing an arm having those 
features ” (x-Q. 112). 

All this was long subsequent to the renewal of Cochran’s appli- 
eation, and Whitney knew of it in 1870 or 1871. 


Of course no equities accrued in favor of Whitney because the 


29 


temingtons began the manufacture of their arms in the autumn of 
L867. 

The Remingtons waived any possible equities in their favor, re- 
cognized the Cochran patent, promptly took a license under it and 
have paid enormous sums in royalties (see license, pp. 27-29). 


They ask that the patent be sustained, not that it be avoided. 


As bearing on the question of abandonment, it 1s, however, 
stated on behalf of the defendants, that Cochran in the year 1866 
expressed to Mr. W hitney disapproval of the 5} stem of the present 
Remington gun (Whitney, Record, p. 126, Q. 38), from which it is 
sought to be inferred that he had abandoned any notion of any 
value of his invention. 

This conversation is stated by Mr. Whitney to have occurred in 
the spring of 1866 (p. 34). 

Several answers are to be made to this statement. 

l. The statement, if ever made, would have been very natural on 
the part of Mr. Cochran, and would not imply any abandonment by 
him of the invention now patented, for he was at that time dealing 
with Mr. Whitney in regard to a gun embodying another system, 
and it would be most natural for him to think and speak highly of 
the gun he was then negotiating about, especially as it appears by 
the proof that that gun was, in fact, a very exellent fire arm, and 
had received the approval of General Grant and other distinguished 
officers (Whitney, Record, })- yes (). 2). 

2. But such conversation could not, in fact, have taken place, 
because the Remington gun which Cochran, it is said, disapproved 
of, had then no existence. The superintendent of the Remington 
Company shows that only a single gun of that patent was made be- 
fore the year 1867 ; only a single specimen gun was made in 1866, 
and no other until about July, L867 (Clough, tecord, p. 64, ()s. 
S—15). 

3. It appears that Mr. Whitney may have heard Cochran make 
some disapproving remarks in regard to the Remington arm manu- 
factured by the Savage Arms Company, at Middletown, in 1864 or 
1865. This is strongly indicated by the cross-examination (Whitney, 
Record, p. 126, Qs. 39-43). This arm was somewhat similar to the 
system now patented by Cochran, but lacked one of its most bene- 
ficial features. The brace for the breech block, instead of being 
pivoted in the rear ot the breech block, is described and claimed in 
the present patent, Was pivoted in front of the breech block, and as 


OU 


a consequence, the gun was a failure. Mr. Clough (Record, p. 64, 
Qs. 4-7) shows that the gun for that reason was a failure and was 
abandoned, and disapprobation, if expressed by Mr. Cockran, would 
have been fully justified. It seems fair to infer that Mr. Whitney 
in the present case has at least mistakenly transferred some disap- 
pro ing remark of Cochran’s about the Savage Arms Company 's un 


to the present gun of the Remington + 


SEVENTH POINT. 


Even if the withdrawal of Cochran's original ap- 
plication ever had any effect to prejudice his right 
to a patent, that prejudice was removed by his com- 
pliance with Section 35 of the Act of July 8th, 1870. 


Section 35. of the Act of 1870. provides that “when an appli- 
™ cation for a patent has been re yen te | or withdrawn prior to the 
* passage of this act, the applicant shall have six months from the 
- date ot such puSSALe to renew his application or tile mhnew one > 
“and if he omits to do either his ¢pp/ication shall be held to have 
‘been abandoned. Upon the hearing of such renewed applications 
‘abandonment shall be considered as a matter of fact.” Itis not 
uninteresting to note the history of this provision in Congress. It 
was introduced in a somewhat different form in the bill as it was 
first reported in the House of Representatives, on April 7th, 1870, 
from the Committee of Patents ; the wording of the provision being 
the lk gis follows . rs Provided, that when anh application for a patent 
“has been rejected or withdrawn prior to the passage of this act 
* the applicant shall have two years from the date of such passage 
“ to renew his application or to file a new one, and if he omits to 
‘alo eith ce his ‘ipplheation shall be held to have been aban- 
* cloned.” 

When the bill Wiis reported again by the Committe ~ on April L3, 
1870, the provision was altered to the following: “ Provided that 


“when an application for a patent has been rejected or withdrawn 


« prior to the passage of this Act, the applicant shall have two years 


i, 


ol 


“ from the date of its passage to renew his application or to file a 
' “new one, and if he omits to do either his application shall be held 


‘ 


‘to have been abandoned. But this provision shall not be held to 
1 revive thi application heretofore in fact abandoned.” 
The bill with the provision in this form was ordered printed and 
recommitted to the Committee on Patents. 
» ail (on April Lith. S70. this provision Wiis debated in the House of 
j it presentatives. Mr. Jenckes, Chairman of the Committee, eCi- 
plained the purpose of the section in the following words : 
* Another source of difficulty, which was becoming it creat one, 
“arose from the fact that there isa large number of what are called 
“rejected applications inthe Patent Office. During the past year 
“there were over five thousand final rejections, and the year 


‘before nearly as many, and since the constitution of the office, 


til 


‘there are perhaps twenty thousand remaining in the office. Most 
‘ot these rey ctions have heen acquiesced in ana the claims aban- 
‘doned: but SOMme of these have been rejected improperly, and 
‘ contain descriptions of valuable inventions. In the COUTSe of 
‘time it has been discovered in Many cases that the rejection was 
wrong, and the Examiner had made a mistake, and the apphi- 

* cant has Again made application for his patent and pressed it, 
‘and it has sometimes been allowed and sometimes rejected. If 
‘ allowed, he would ro and try its validity in the Court; if re- 
* fused, the further difficulty arose on the provision in the exist- 
° : Ing laws of the revision of the decisions of the Commissioners. 
‘As the law now stands appeal may be taken to one of the 

” Judges of the Supreme Court of the District of Columbia, or 
‘remedy be had by suit in equity in that or any other Cireuit 
* Court. This led tea contliet in the jurisdiction exercised by the 
‘Commissioner and that exercised by a single Judge in this Dis- 


“ trict,* and | suppose behind it a further and greater cause of dif- 


“ ficulty ; that is, the law, as it now stands, contains no provision 
‘absolute in itself clearly and distinctly defining what should con- 
‘stitute the abandonment of an invention to the public. We 
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heard the Solicitor at great length on this question, and the cone 


* This case of Cochran’s application was the very one referred to by Mr. 


witiatas . Sh 


Jenckes. The Supreme Court of the District decided that Cochran had not aban- 
doned his application, and was entitled to this patent, but the late Commissioner 
Fisher had refused to grant this patent notwithstanding, holding that withdrawal 


of the application accompanied by delay in law amounted to abandonment. 


‘ clusion the Committee arrived at Is expressed in two short pro- 


ss VISIONS of the proposed bill. The substance of them | will state: 
' Kach and every party VN hose application has been refused is 
s allowed two vears tO reney that application before the Commis- 


™ sion < but this provision is nat allowed to revive mhy application 


“for an invention which has been. as awmatler of fact. abandoned 
* to thi pubhie. 
™ In othe words. IT STLVS Fi / f pIse OF hivire in the prosecution 


of an application for a patent shall not be conclusive evidence of 
‘abandonment; that the right of a patent for a first and original 

Invention Is a pested right, ana can only be lost yy the inventor in 
* not proc ling Mn ACCOTAAHC vith the PrOVISIONS or law. or in his 
es forfeiting that mght in accordance with those provisions ‘and to 
“ those im this condition, not cut off yy ‘nny positive existing statute 
“ of limitation. a new suit of limitation Is proposed defining the time 
si in which sila new app rin ation shall by made, Thus all the rights 
“are preserved and the mode of prosecuting them is pointed out. 
“This field of controversy concerning these old applications, whether 
/ 


abandoned or not, is fu//y and satisfactorily provided for 
This bill was introduced into the Senate on Apnl 25th, 1870, 


ss 


with the provision referred to in the form last above quoted, and 
that Porn Was dp prave 7 an i ported yy the Senate Committee On 
Patents. 

On June 24th, 1870, on recommendation of the Committee on 
Patents, the provision was stricken out by the Senate. 


The House failed to coneur lt) thr amendment. and il cont rence 


cotlnmittee Was ppomted, 

The section im it pres Ly as first Quote | above, Wiis inserts (| 
by the Conteren Committee. and the bill. so subi niledt, Was pPusse d 
by both Houses, and was approved July Sth, 1870. 


Cochran s renew 7 appli ition had been file (f May {). LSOS. The 
file Wrappel wna papers ltl thre Patent thee show dhligent prosecution 
on the part of Cockran during that and the following year. After a 
long opposition and an appeal to the Supreme Court of the District 
of Columbia, his application was allowed and the patent ordered to 
be issued. The then Commission of Patents, however. declined to 
obey that order, differmeg from the Court as to what constituted 


“abandonment,” in the eye of the law. His action was clearly erro- 


neous, and the decision of the Court was conclusive. 
Tloe vs. Butterworth, 112 U.S. 


| 
| 
, 


i] 


On July 8th, 1870, the Act of 1870, containing the section 35 al- 
ready quoted, Wits Pass dL. 

Mr. Cochran promptly renewed, within the six months allowed by 
that section, his application for a pate nt. A number of amendments 
were made and the claims pore sented in more limited form. 

The question then arose upon that new application under the Aet, 
whethe his original application had been “abandoned to the 
public.” 

The question ot abandonment Wiis direeted by section 3D to be 
considered by the Commission r” 44a question of fact,” and to him 
was committed, as a judicial authority appointed for that purpose, 
the decision of that qu stion. 

Attea consid rable at lay, the then (‘commissioner of Patents did 
consider that (yl stion ana did orant a patent to said Cockran : and 
it is to be conclusively presumed that the proofs—oral or written, or 
both—wer satisfactory to his mind that the application had not 
be i abandoned by sald Cockran. for the Commissioner granted the 
patent to said Cockran on thi ith of May, L872. its the result of his 
decision on that qu Stion. 

The (C‘ommiussioner of Pate nts having been specially appointed iis 
the judicial officer to pass upon the question of abandonment as a 
cy ule STioOn of fact. and such question having heen committed to 
his judicial discretion and determination, his determination upon 
that point is not and cannot be reviewed in the Courts in a collateral 
proceeding, 

His Honor Judge SuHirpMaNn missed the point of this branch of 
the case when he held in his opinion that the 35th section of the 
Act of 1870 did not make the Commissioner's judgment on the 
cy Ue stion of abandonment of the “ cwvention’” conclusive. 

Phe decision of thie (C‘ommiussione} Wiis based Ol) the CHUSECS of 
delay in renewing the application and upon the question whether 
the original application had been finally abandoned or not, not the 
question whether the snrention had been abandoned or not. 

(On this point, which relate to his OP records. his judgment can- 


not be reviews d. 


\\ hat proots were submiutt d to him On this point do not appear, 
The defendants not the complainants) offered the file wrapper 
and contents in ey idence, but the absence of the record of the proofs 
presented to the Commissioner does not show that there were no 
proots on that point. 
Hloe vs. Kahler, 20 Blatch., 430. 


-_ ‘ . —_ Mie! ee ah ie, —" 
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On the contrary, it must be conclusively presumed that the 
proots were sufficient. 

Under these circumstances it is submitted that the facts do not 
show any abandonment of the invention by Mr. Cockran, and that 
his delay in renewing his first application is amply explained by us 


above. 


EIGHTH POINT. 


The Cochran patent shows a patentable combi- 
nation. 


In this connection raat be mentioned another defense, which 
though no mention is made of it in the answer, was suggested to 
the Court below. 

It was contended Ly the defendants that the Cochran patent shows 
a gun, which as described and shown, is an unsalable and therefore 
unpatentable article (Hicks, record, p. 52, Qs, 29-31). 

The Cochran patent does not pretend to fully describe i coli- 
plete firearm ; it described only certain new features and improve- 
ments, leaving the ordinary working parts of the wun to be supplied 
by the ordinary knowledge of gun manufacturers. This is all that 
it was nec ssary to do. ‘The fact that the description of the gun 
as a whol as contaimed un the pant nt,is unpertect, does not prevent 
the combination there described from being patented. The com- 
bination deseribed is the foundation and prototype of the advan- 
tageous features of the modern breech-loading firearm manufactured 
both by the plaintiff and the defendants, and it has this utility 
because itis such a foundation and prototype, and because it is 
capable of being moditied in little matters of detail into the most 
practical and efhicient firearm of the present day (Hicks, }). 44. (). 
8-9). This ts all that 1s required. 

(onion Pape ;’ bag CUMpPany US, Niron, 6 Of. G., 402. 
Wheeler vs. Clipper Company, 1 Blateh. 
R. HW. L. Lipman, 1 Of. G., 304. 


The same objection would apply to all of the patents introduced 


by the defendants in evidence as anticipating devices, as none of 
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them describe any cdletail of the necessary working parts of the vari- 
ous arms for which such patents were granted. 

It is clear that all the features of construction which form the 
subject of the first claim have a joint, operative and useful con- 
nection. 

The elements, it will be remembered, are three: (1) the breech- 
loading gun, (2) the breech-block to close it, (3) the brace to hold it 
closed. The breech-block swings downward in closing, and the brace 
upward, so that both parts work entirely within the frame of the gun, 
and can pass each other in locking and unlocking while arranged in 
compact form. 

Swinging around fixed points, as both of said parts do, they act 
together, in closing 9 its ii toggle to close the breech in the most 
effectual manner, while the movable brace, wholly dispensing as it 
does with any fixed rear support for the breech-block, effectually 
prevents any danger due to clogging of such block, which sometimes 
occurs in guns with fixed supports against the force of recoil, be- 
cause the brace which forms the support can itself be readily moved 


sO aS TO fre the breech. 


NINTH POINT. 
Infringement. 


(4) The defendants commenced their infringe ment with full 
notice of the parte nt of (‘Cochran and his rights under that patent. 
The examination of Mr. Whitney, one of the def ndants, shows 
that the defendants had knowledge of the application of Cochran 
before they commenced to manufacture the guns complained of, and 
even entered into negotiations to procure a license under such pa- 
tents. They are, therefore, to be treated as willful infringers 
(Ree., pp. 122 and 62). 

(4) As pointed out in the first part of this brief, the answer does 
not explicitly deny infringement of the patent. it denies that 


they have done “ any injury or wrong” to the complainant, or “ in- 


fringed any of his rights.” This is equivocal. 


36 


It perhaps relieves the conscience by the mental reservation that 
the patent being invalid, no “ wrong” can be done by infringing it, 
and that it conveys no “vights ” that can be infringed. 

There is ho specific denial that the defendant has infringed the 
patent. That is the issue presented by the bill, and that issue is 
evaded yy am inere denial that bth 7 nghts © have been infringed. 

Equivocal denials should be construed strongly against a defend- 
ant.: 

The evidence of the plamtifi 
Hicks, p 17, (). 20) is clear upon the question of infringement. 

And Whitney substantially aclmits it (p. 13%. (Js. 122-126). 


In answer to questions he tinally says: 


experts (Renwick, }). 16, (). 4: 


_ x-(). 125. Well, you have still failed to answer, whether in 
“your opinion your gun contains the invention substantially as 
‘claimed in the first claim of Cochran's patent. Please answer 
* that question ‘Yes or ‘ No. 

“A. Yes, substantially as claimed, Wut not substantially as 


. deseribed, 


. 


*x-Q. 126. You think, then, do you, that the claim is broader 
“than the special description f 

‘A. Jes, when it has reference to any other gun than the 
* Cochran.” 

The only point of difference which can be suggested is that in 
the Cochran arm the brace is moved by an arm /e/ow the stock, and 
in the DV hitney the same brace is moved in the same way by an 

hen y %. 
arm aper the stock. 


This is an improvement, but still not an essential modification. 


TENTH POINT. 


None of the patents offered in evidence by the 
defendants as alleged anticipations of the Cochran 
. devices, are anticipations in fact. 


The decision of his Honor Judge SHIPMAN does not touch upon 
this point at all, so that it may fairly be presumed that he did not 
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find that the patents relied on by the defendants were anticipations 
of the Cochran device. 

Taking up, however. such patents in their order of date, we may 
briefly consider the combinations therein shown and deseribed. 

First. THe parent or A. D. Perry, DATED NOVEMBER 28TH, 
L854. 

The substantial differences between the Perry Puli anc that de- 
seribed in the Cockran pate nt, are clearly pointed out by the coni- 
plainant’s experts (see Kk. S. Renwick, p. 42, Qs. 3 and 4; W. C. 
Hicks, p. 60, Qs. 6-8). The Perry patent contains a combination of 
guns, breech-block and locking device. The breech-block has sub- 
stantially the mode of operation of the Cochran breech-block, but 
the locking device of the Perry patent is substantially different in 
nature, arrangement and operation from the “‘ brace” of the Coch- 
ran patent. In the Cochran gun the brace is pivoted to the frame 
of the gun. In the Perry gun it is pivoted to the breech closing 
piece. In the Cochran patent it turns upward and backward in un- 
locking the breech. In the Pe rr patent it moved downward and 
forward im unlocking the breech. The substantial advantage of 
Cockran’s arrancee ments are clearly pointed out in the evidence (p. 
$4. (). }: see also. Wm. of Hicks, }). 60, Os. () and 7). The expert 
for the defendant. Mr. Karle. dloes pot affirm that the invention of 
Cochran is found in the Perry patent. 

Seconp. Tue Lerrers Parent or A. EK. Burnsipe, paren Marcu 
2y'T H. LS. 

The substantial differences between the Burnside gun and that of 
Cochran are clearly pointed out by the complainant's experts (see 
KE. S. Renwick, p. 40, Qs. 7-15, and W. C. Hicks. p. 64, Qs. 12-22). 
The Burnside patent has not such it breech-block its is deseribed in 
the Cochran patent. It has a movable “ cartridge-box " Of “ cart- 
ridge-chamber ” for containing the cartridge, which 1s, in truth, id 
part of the barrel or gun proper. This portion of the barrel or 
cartridge-chamber swings, it is true, in the manner of the “ breech- 
block ie the Cochran patent, but the breech-block proper, or 
“breech-pin,” as it is called in said patent, the function of which is 
“to withstand the pressure of the frases evolved in the discharge of 
“the arm,” is arranged in a totally and substantially different 
manner. 

Again, tltere is no brace in the Burnside gun substantially like 
the brace of the Cochran patent. The real “ brace” is the curved 
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seat in the rear of the breech, which is so//d and stationary and not 
it movable brace pivoted AD the frame is in the Cochran pil. 

A locking “bolt” in Burnside’s gun, intended to prevent the 
accidental opening of the piece when being carried, and as “an ad- 
ditional security ” against opening when discharged, is attempted to 
be modified into a “ brace ” for the purpose of resisting the recoil of 
the explosion. But the distinction between the functions of the two 
devices are clear ly ported out tn the answers already referred to of 
the complainant's experts 

The Burnside ruil belongs to an obsolete class of funls entirely 
distinet in their classification from the class to which the Cochran, 
Remington and Whitney guns belong. This is rendered quite ap- 
parent by inspecting the classification of breech-loading small arms 
founded on the motions of the principal part by which the breech 
is opened and closed, in the Government report of the Chief of 
Ordnance for the year S75. 

The Remington and Whitney guns are there classed together in 
the same subdivision ; and under the grand division of guns with a 


tired chamber, the Burnside gun being classed under the division of 


guns with a worchle chamber, and specitied as obsolete. (See classi- 


fication, Opposite p. 268, ) 

The Burnside crulli is also to be classed differently from that of 
Cochran, for the reason that it Is one of those Sullis in which the 
reco of discharge Is sustained Dy il direct, stationary Peas support. 
In Cochran's gun the recoil is sustiined by a worah/e rear support 
pivoted to the frame. The re isa well recognized distinction between 
the two classes of iris. See Renwick, }?- tf). (). 12: Hicks, })- Ho. 
(). 121.) | 

The distinetion is in substance admitted by the defendant 
Whitney. (Deft., p. 66, Qs. 61, 62.) 

The substantial differences between the two guns and the actual 
functions of the parts ow claimed to be identical with Cochran’s 
are well shown by the Burnside guns as actually manufactured, in 
which the function of the “locking bolt” nvow claimed to be “a 
brace,’ is fully illustrated by its conversion into an ordinary dafch, 
which was always its real object. 

“Still another point is to be observed in considering the effect of 
the Burnside gun, as an alleged anticipation of Cochran’s. A certain 
modification of the Burnside arm sai/ to be suggested or pointed 
out in the Burnside patent, is relied upon as a prior “ description ” 


of the invention. jut to render a prior description available as a 
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defense it must be so “ full and precise as to enable a mechanic to 
“to construct it, and must be in all material respects like that covered 
™ by or described in the plaintiff's patent.” 

If it be doubtful whether the thing patented is described in the 
alleged prior publication, the existence of that doubt is a sufiicient 
answer to the defense. 

Parker Vs. Stiles, 5 McLean, 44. 
Hays vs. Judson, 1 Fish., 532. 
Judson vs. Cope, ld., 615. 
Seymour vs. Osborn, 11 Wall., 543. 


In the present case the defendant's own experts could not follow 
the description, iis it is now contended it ought to be read, for while 
itis to be presumed that they had every desire to construe the 
description iS favorable to their CHSe TS possible, and while interest 
stimulated their ingenuity in that direction, yet they produced a 
model which Mr. Earl swore correctly repre sented Burnside’s de- 
scription and illustration (Earle, p. 8, Q. 16), but which, after it had 
been shown to be substantially lift rent from Cochran's, he Was Te- 
called to swear Was @correct, amd a new mode | was then substituted 
(p. YO, Q. 3). 

If the defendant's own expert, with every incentive to construct 
something like the Cochran run from Burnside’s description, Wis 
unable to do SO, even On his own showing, until he had tried Once 
and Agaln. the (jue stion \\ it thie r such cle scription Is % precise ” and 
- unambiguous ” so as to enable a mechanic to produce the invention, 
needs ho long discussion. 

it Is to he obs rye d., ALSO, that Mr. H. Lb. it nwick, whom the de- 


fendants appears 7 I yh ive ¢ illed is il (/ rie resort, states his {) yIn- 
1] | 


ion of the alleged similarity of Burnside’s to Cochran's gun In a 
strikingly hyp thetical way. Hi Sys he “has come to the conclu- 
SiON that thi pant lit ought to be re uc in Lie mAanhnel desired by 
the defendants. Such re acing cannot, therefore, by plain, Open and 
unambiguous (Defts., p. 108, Q. 17). 

It isto be noticed, too.that Mr. H. B. Renwick does not venture 
to say that the Burnside arm is substantially the same as Cochran's in 
the construction and arrangement of the parts claimed, but only 
that if the Cochran claim be construed in a certai Way, it can be 
made to cover Burnside’s gun. 

It is hardly necessary to suggest, in answer to this position, that 


the Court will probably construe the claim s0 as to support the 
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patent and not to avid it, and will define it in accordance with the 
real thing invented, and not expand it to what it mzght be “ con- 
strued to cover,” in order to render it invalid. 

The Burnside gun is substantially different from that of Cochran. 
Though at first sight there is a similarity in the arrangement and 
motion of certain parts, yet, in reality, every substantial feature is 
substantially different. 

(a2) Tur Gun ts Dirrerent. Cochran’s gunis a “ breech-loading 
firearm,” 24. loading nto the breach of Pa fixed cartridge chamber 
or barrel. Burnside’s gun is not properly a breech-loader at all. It 
is true, the cartridge is inserted not at the extreme muzzle, but at a 
point nearer the breech, but in truth it is a form of muzzle-loader 
the cartridge being inserted trom the front heorard the breech, and 
not from the breech toward the muzzle or front. 

(h) THe Breecu Biock 1s DIFFERENT, and is combined with the 
Gun differently. Cochran's “ Breech Block” is arranged and com- 
bined directly inthe rear of the jvve/ barrel and cartridge cham- 
ber; it swings backwards and downwards in the are of a cirele in 
opening the cartridge chamber, and upwards and forwards in closing 
the chamber and backing up the cartridge, to resist the recoil; it 
Is pivoted below the cartridge chamber. 

Burnside’s breech block s///esx to and from the cartridge cham- 
ber, and does not swing at all. It is not pivoted at all. 

The cartridge 
block, but the breech does not swing with reference to the cart- 


chamber swings and CALTIES with it the breech 


ridge Chamber, ‘There is no motion upward and forward, so as to 
back up a cartridge inserted in a fixed barrel, and no motion down- 
ward and backward in any such relation to the barrel as to render it 
possible for the breech block to carry and operate an ertractor as 
in the Cochran. 

ic) The “ Brace” is DIFFERENT, aad is combined with the Breech 
Block di there ntly, Cochran's “ brace” is a movable one, not in the 
line of fire. There is no “direct stationary rear support,” the 
movable brace being sv/st/futed forit. It is “ pivoted to the frame ;” 
it is therefore not a mere pivot, but is something of such size that 
it Cah alone act aus Che hype . and be sWwuhe out ot the way ona pivot, 
when a breech is to be opened. 

Burnside’s “ brace ” is a stationary one in the line of fire. 

There is no substitution of any movable brace for this. The gun 


is described, under every modification, as having this direct rear 
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support. It is contended by the defendants that the locking “ bolt” 
is the brace. This cannot be. 

It is plain that under a// conditions, if the gun is closed the 
breech must be thrown back against its “ curved seat” or “ direct 
stationary rear support,” or “brace.” This is done by the pin a. 
If this pin acts, the breech must be thrown back or the gun will 
not close (Hicks, pp. 132, 911). 

When thrown back it cannot be thrown down at the moment of 
explosion by the recvil, for such motion will be prevented either by 
the projecting portion of the curved seat or the pin a. ither fea- 
ture compels the breech to slide forward to shde down. It cannot 
slide forward at the moment of explosion, of course (Hicks, /d.). 

The locking bolt is of course useful and generally essential to 
keep the piece closed in carry Ing it. and also (as pointed out by Mr. 
Kenwick) in preventing the fall of the hammer (which is not quite 
simultaneous with the explosion) from knocking it down ; but if the 
breech Is in place, the whole force of explosion must be upon 
the “ curved seat” or “stationary brace. Hence the locking bolt is 
not the ' brace.” it is not described is such in the patent or by 
the inventor. The use of it does not dispense with the “ direct 
stationary brace as Cochran's aloes. 

It is not of proper size or form to be reliable as ‘Ae “ brace ” and 
its Aold on the swingiug piece Is too light to be depended on. ‘This 
Is because it Is a wiesre pivot 1 bolt. It Is not a brace sufficient in 
itself, and pivoted to the frame. 

It is no answer to sity that if the direct stationary rear sup- 
port was removed, then the “ bolt” wou/d be the brace. That would 
require a remodelling of the gun. The fact is that itis nof the brace, 
and it Wis i part of Cochran's Inve ntion to dispense with the station- 
“ary support and modify the form so as to create a “ brace.” 

3p. Tue Lerrers Parent or Tuomas Ler, Datrep Aprit 27TH, 
L868. 

The substantial difference between the Lee gun and that of 
Cochran are clearly pointed out by the complainant's experts (see 
Renwick. p. o-4, ()s. 16,17; Hicks, }). 10. (). 25). 

The Lee ul has i breech block which is the equivalent of Coch- 
ran’s breech block ; but there is no such brace pivoted in the rear 
of the breech block as described in the Cochran patent. The brace 
of-the Lee patent moves downward in unlocking, instead of upward 


and backward, and the gun also belongs to the class of guns having 
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direct stationary rear support, and not to the class to which the Coch- 
ran gun belongs, having a movable pivoted rear support. 


ELEVENTH POINT. 


It is respectfully submitted that the decision of 
the Court below was erroneous, and should be re- 
versed and the decree set aside, and a decree ren- 
dered in favor of the complainants. 


Ireperic H. Betts, 
J. KE. Hinpon Hype. 
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2. No witness testifies that the application or patent con- 
tains an insufficient description. 

3. The defendant, \\ hitney, express admits that the inven- 
tion of the patent is found deseribed in the original application 
(p. 120, q). 19). 


III. It is well settled law that an inventor need do nothing 
more, by way of reduction of his invention to practice, than de- 
seribe if in it Sp cification and drawing or model which sufficient’ 
illustrates his idea, and teaches others how to practice it. 

To require an inventor of certain parts of a gun to finish a 
practical firearm of suitable metal, and complete the gun in all its 
parts Lye fore he could by deeme d to have made il complete inven- 
tion relating to those parts, and before he could have any patent 
for a useful arrangement or modification of those certain parts or 


to require an inventor of certain additions to a loom. to make a com- 


‘plete working loom, before he could rightfully patent an addition to 


its structure, would be, in effect, to deny the right to a patent to 
any One who had not the One \ ana the machinery to make i COnl- 
plete machine. 

The law poses no such i: strictive obligation, and does not so 
discriminate against poverty. 

As Was held by this Court, in Loom CO. v8. [liqqins, it drawing, 
if clear, 1s adequate evidence of invention. 

In Lurroiws vs. Wether ii, | McArthur, p. 315 (Morse, J.). the 
Court held (see sy/lahus) : 

‘Where an inventor has complhed with the provisions of the 


oe law by duly filing awh al plication clearly showing and deseribing 


. 
. 


the nature and operation of the invention, by specification and 


. 


drawings, verified yy oath, he has reduced the principle of the in) - 
‘vention to practice for the purpose of obtaining a patent; and if 
, the invention is patentable lhe is entitled to the orant of i pr tent 
therefor.” 


And it Wiis further held i the same case that 


” 
. 


- it is essential tht thi lnprovement 1 the Cuise of machinery), 
‘as described in the specification, shall, as a matter of fact, be Cup- 
“able of operating in the manner described ; and it will be sufficient 


* 


‘ evidence ot this fact if it shall appear in the COUrSse of te stimony 


‘taken In an interference proceeding, that the invention Ave heen 


‘ successful in the hands of others, although the applicant himself, 
‘ having a mistaken idea of the capacity of the machinery, has failed 
* to obtain successful results.” 

In Lleath vs. Hildreth, 1 MeArthur, p. 12, Judge Crancu stated 
the law upon the subject of the reduction of an invention to practice 
in the following words 

No one of the Pate nit lan \ have ever re quired that the inven- 
tion should be in use or reduced to actual practice before the issu- 
7 ing ot the patent othe ry Ise than Dy i model. drawing and a specifi- 

‘ cation, containing a written description of the invention and of the 

manner of making. constructing and uSsIng the Sime in such full, 

’ clear and exact terms as to « nable Ln person skilled in the art to 
‘which it appertains to make, construct and use the same.” 

And again : 

“ Tt is alleged he [the inveritor!] was not the first inventor, be- 
‘cause he had not reduced his invention to practice. But that 
' objection Is answered yy showing that there is no law which re- 
. quires an inventor to pout his invention in practice or use before 
‘ obtaining his peat nt: and itis perfectly immaterial to him whether 
* the subsequent inventor had put it n practice or not. That fact 
‘cannot affect the right of the first inventor.” 

In erry vs. Cornell, | MeArthur, p. 68, Judge Crancn said as 
follows : : 

“ But it is said that Mr. Cornell is not entitled to a patent be- 
‘cause he has never r duced the invention to practice. but reduc- 

ing to practice differs from bringing it to use. There is no law 
requiring the applicant to reduce his mvention to actual use 

i before he Can obtain i parte nt. (on the contrary, the use of in 

invention before obtaining a patent is one of the reasons for refus- 
ing it. An inventor has reduced his invention to practice when 

‘* he has so deseribed it on paper, with such drawings or models, as 

to enable any person skilled in the art to make and use the 

“ sume He must show that it is practical, and the manner in 


7 , 
Which 1 mav be Used 


IV. Nor can it be for a moment contended that failure. by an 
inventor. to Al scribe if} hs pratt Crs, jt [x Wi , Ve }/ hi did not mnvent, 


s right to full and comple te protection 


shall in any way prejudice h 


) , , : ; ! 
to those which he ¢s/ invent 
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Supreme Court al the Cauted States, 


OcTroperR ‘Term. 1885. 


Tue Unrrep Srares RIFLE awnp ) 
CARTRIDGE ComMPANY AND FE. 
Remincron & Sons, APPEL- | 
LANTS. , na 
No. Bye 
Se 


Tue Waurirsey Arms Company. 


Exit Wuitrnrey. PRESIDENT. AND 


Eur. WHItNevy. | 


BRIEF FOR THE APPELLEE. 


The appellants in this case found their right to recover 
on the Letters Patent granted to John W. Cochran. dated 
May 7, 1872, No. 126,446. ‘This patent was applied for 
on the llth of January, 1859. The application was re- 
jected, upon pertinent references, on February 8, 1859. 
Thereupon, on the 20th of February, 1860, the applicant 
unconditionally withdrew his application and received back 
the fee of twenty dollars. He remained quiescent for 
eight years, and in May, 1868, renewed his application, 
which the Commissioner of Patents refused to grant, on 
the ground of abandonment of the invention, and because 


there had been introduced in the meantime into the art 


' yarious inventions in relation to fire-arms, which would be 
tributary to the Cochran patent if the renewed application 
were granted. Finally, after the passage of the Act of 
July 8, 1870, the patent was granted; so that a period of 
thirteen years elapsed between the date of the original 
application and the date of the sealing and issuing of the 


patent, 


The suit is brought to restrain the manufacture and sale 
of the Whitney breach-loading fire-arm, and which is an 
arm which has largely been introduced into use, and is 
constructed under the authority of the Letters Patent 
‘granted to James Stillman, October 17, 1865, and other 
Letters Patent granted to Laidley & Emory, May 15, 
1866, for the special improvements which are embodied in 
the Whitney arm, and the inventions which they contain 
were made, and the Letters Patent for them issued, dur- 
ing the period of time that Cochran impliedly declaring 
to the world that he had abandoned his supposed inven- 
tion. 


Reliance is made upon the first claim in the patent, 
which is in the words following: 


‘1. The combination, in a breech-loading gun, of the 
breech block pivoted so as to swing backward and downward 
in the are of a circle upon a fixed point, with a brace other 
than the nose of the hammer pivoted to a frame in rear of 
of said block, said brace being arranged to swing upward in 
unlocking the breech, substantially as described.” (Record 


p- 20.) 


The Cochran Invention. 


The drawing which accompanies the patent clearly ex- 
hibits the rudimentary character of the structure. No 


fire-arm was ever constructed corresponding with the de- 
scription and drawing of the patent. The crude cbharac- 
acter of the arm has an important bearing in aid of the 
allegation by the defendants that the invention of Coch- 
ran, whatever it may have been, was abandoned, and an 
understanding of the features of the arm is also important 
upon the further defence of non-infringement. 


Neither the drawing of the patent, nor the model in 
the Patent Office, exhibits any firing mechanism, and 
shows no device by which any such mechanism can be con- 
nected with the arm. Neither is any hammer shown to 
act in any combination with any firing mechanism, and, in 
a word, an arm constructed according to the description 
and drawing would be obviously an inclompete weapon, 
and would require invention before it could be adapted to 
use, to contrive some way by which a firing pin for explod- 
ing the fulminate of either a rim-fire or a central-fire cart- 
ridge could be made to work in harmony with the move- 
ments of the pivoted breech-piece. The apparatus, as a 
whole, consists of a chambered rifle barrel, into the rear end 
of which a metallic cartridge is to be inserted. The open 
end of the chamber is to be closed by a breech-piece ar- 
ranged to swing upon a pivot and to move backward and 
downward to open the breech of the gun. A _ pivoted 
lever is shown, to be worked by the hand, and which is 
called in the patent a “ brace,” and its purpose is to lock 
or to hold the breech-block against the recoil of the 
breech-piece upon the firing of the cartridge. When the 
breech-piece is to be opened for the reception of the cart- 
ridge, the hand lever, which is attached to the brace and 
forms a part of it,is moved downward and forward, and con- 
sequently the “ brace end” of said lever takes a reverse 
movement, or, in an upward and backward direction, 


When this has been accomplished by the hand of the op- 
erator, the breech-piece can be opened like a scuttle-door, 
which is hinged so that it will swing backward and down- 
ward. When the arm is to be put into the condition for 
firing, the cartridge is inserted into the chamber, the back- 
door, constituting the breech-piece, is to be moved to a 
position to cover the rear end of the chamber by the hand 
of the operator, and then the brace, by another manipula- 
tion of the hand, is to be brought into position so as to 


bear against the back side of the breech-piece. 


While it is not contended that it is necessary for a 
patentee, in order to receive proper protection, to put on 
exhibition a perfect working specimen of his invention, or 
to make complete working drawings of the parts of the ap- 
paratus or machine which surround his invention and are 
necessary for an operative machine, yet it is insisted that 
where the question of abandonment is fairly raised, and 
the acts and conduct of the inventor give encouragement 
to such a defence, the condition to which the supposed in- 
vention has been developed, by any exbibition which the 
patentee ever made of it, is most important, for the reason 
that the object of the patent laws is, in the the language 
of Atlantic Works vs. Brady, 107 U.S., 192, “ to reward 
those who make some substantial discovery or invention 
which adds to our knowledge and makes a step in advance 
in the useful arts;” and if an inventor has never seen fit 
to reduce his invention to practice, even to the limited ex- 
tent of making a drawing which would enable a skilled 
workman to produce a working device, such neglect will 
give emphasis to the acts and circumstances which indi- 
cate that the invention, whatever might have been its 
possibilities, was abandoned by its author, because it was 
never, in any just sense. perfected or completed. It takes 
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less evidence to satisfy the mind that an invention has 
been abandoned, in case it appears that the thing which 1s 
alleged to have been abandoned was never made of any 


practical value whatever, or ever put into working form. 


Before directing the attention of the court to the im- 
provements in breech-loading fire-arms which preceded 
the invention of Cochran, and bear directly upon the alle- 
gation which the defendants make, that the subject of in- 
vention set forth in the first claim of the patent is antici- 
pated in various patents of prior date, and also before con- 
sidering the question of infringement, I desire to set forth 
clearly the position which the defendants take on the 


proposition of 


Cochran’s Abandonment of his luvention. 


The following is the history of the proceedings in the 
Patent Office, as will appear from a copy of the contents 


of the file-wrapper: (Rec. pp. 152-156.) 


. application was filed January 11. 1859. and 
was accompanied with the government fee, then required 
by law, of thirty dollars. 

. 4 February S 1S59. the application was rejected for 
want of novelty, on reference to prior patents to ‘Thomas 


Lee and G. W. Morse. 


3. February 20, 1860, Cochran in person withdrew his 
application and requested that twenty dollars be refunded 


to him under the act of congress in that behalf. and if ap- 


pears from the memorandum on the papers that the money 


Was received by him. 


4. He did nothing further in the direction of prosecut- 


ing his application for eight years. 


5. May 6, 1868, a new application was filed (Ree. p. 
156) which does not profess to be on its face a renewal or 


revival of the old application. 


6. The specification was a new one throughout. The 
claims were very greatly enlarged in their scope, as will be 
apparent from a comparison of those appended to the first 
application (Rec. p. 154) with those annexed to the patent 


as issued (Rec. p. 184). 


: 7. October 15, 1868, the application was rejected on 
the ground of abandonment, the office stating that it ap- 
peared that no effort had been made between Feburary 8, 
1859, and the date of the new application (nine years) to 
prosecute the invention. 

8. An effort was made by the attorney of Cochran to 
avoid the charge of abandonment by argument, (Rec. pp. 
160, 161,) which was followed, on October 22, 1868, by a 
second rejection of the application, for the reason that the 
alleged invention had been abandoned by the applicant, 
(Rec. p. 162,) with references to the adjudications in 
point. 


9. January 6, 1869, the case having been remanded 
to the examiner by the examiners-in-chief with instructions 
to furnish the applicant with references which might bear 
upon the fact of public use of material parts of the inven- 
tion claimed by others, more than two years prior to the 


‘ 
| 


filing of Cochran’s second application, the Examiner, on 
May 6, 1868, informed the applicant that the following 
lists of patents exhibited devices now claimed by the apphi- 
cant, all of which patents were for improvements in fire- 
arms, granted between February &, 185%, the date of the 
rejection of the original application, and May 6, 1868, the 


date of the second application: 


Thomas Lee, November 19, 1861; C. C. Coleman, May 
13. 1862: B. F. Joslyn, June 20. 1865: IV. H. Robertson. 
March 13. 1866; Joseph Rider, December 8. 1863: Albert 
M. White, April IS, 1865; A. S. Allen, September 19, 
1865: Cyprian Chabot. April 1. 1865: Cyprian Chabot. 
September 5, 1865; W. H. Elliott, May 23, 1865; W. 41. 
Elliott. April 18, 1865; FB. SN. Piper, December 5, 1865: 
Isaac Sutvan, March 14, 1865; James Stillman, October 
17, 1865; W. HI. Walcott, June 13, 1865; HT. Berdan, Feb- 
ruary 27. 1866: W. HH. & G. W. Miller. December 26. 
1865; H. Berdan, January 9, 1866. (Ree. pp. 163, 164.) 


10. The applicant’s attorney insisted that Cochran’s 
right rested upon the fact that his invention was exhibited 
in his first application, which was of prior date to the pat- 
ents referred to. 


ll. June 30, 1869, Cochran filed an affidavit for the 
purpose of negativing the inference of abandonment from 
his acts. In this affidavit. while he asserts that he was in 
an impoverished condition, he admits that meanwhile he 
has procured a great number of patents, and although he 
states that he was dependent for assistance in obtaining 
them upon the kindness of friends, there is a suggestion 
left upon the mind that each one of his improvements in 
fire-arms was a separate speculation for which he enlisted 
capital. 


12. December 15, 1866, the application was again re- 


jected by the Examiner upon additional references to prior 


inventions. 


13. December 20, 1869, an amendment of the claims 
was submitted ; whereupon the case was referred to the 
Commissioner himself for his action upon the question of 


abandonment. 


l4. Congress having in the meantime passed an act, 
approved July 8, 1870, the applicant was required to file 
a formal renewal application. (Rec. p. 173.) 


15. December 17, 1870, the applicant was again re- 
jected on reference to many other patents that had been 
obtained, showing in thew drawings and descriptive mat- 
ter the same subjects of invention which are sought to be 
covered by the Cochran patent, but which patents had 
been granted during the period of time intervening between 
the withdrawal of the original application and the filing of 


the second one. 


16. An appeal had been taken to the Supreme Court 
for the District of Columbia before the passage of the Act 
of 1870, and the decision was favorable to Cochran. Com- 
missioner Fisher, then at the head of the Patent Office. 
considered the case in person, affirmed the decision of the 
Board of Examiners-in-Chief rejecting the application, and 
refused to issue the patent. ‘The opinion of Commissioner 
Fisher is to be found in the authorized report of the de- 
cisions of the Commissioner of Patents for the year 1869. 
It is an elaborate review of the facts of the case and of the 
law applicable thereto. The question, as he states it, is: 


‘*(‘an an inventor withdraw his application, make no effort 
to renew it for eight years, during which time the subject 
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matter of the invention has been incorporated into the sub- 
stance of many other subsequent inventions, and then file a 
new application and obtain a patent which, to support the 
novelty of the invention, shall relate back to the first appli- 
cation ¢ 


An analysis of his opinion is as follows : 

He states that the practice of the Office has not been 
consistent, and that abandonment was sometimes treated 
as a question of fact, and sometimes as a conclusion of law ; 
that, prima facie, it would seem that an application delib- 
erately withdrawn could not form a foundation for a second 
application ; that such second application must stand or 
fall upon its own merits, and that if public use intervened 
between the two disconnected applications for more than 
two years, no valid patent could be granted upon the sec- 
ond application. Reference is made, on the question of 
the continuity of applications, to Godfrey vs. Eames, | 


Wall., 317. 


He concludes that the question of abandonment is one 
of fact, and that the question is submitted to him to deter- 
mine that fact, and refers to the provisions of the Act of 
Congress which enjoined diligence upon the applicant in 
prosecuting his invention, and particularly to Section 3 of 
the Act of 1861, and he concludes that these injunctions 
of the law constitute lights by which to guide his judg- 
ment. He finds, as a fact, that during the period of time 
that Cochran withdrew his application from the Patent 
Office, eighteen separate Letters Patent had been taken by 
other inventors, which involved the same feature now 
sought to be covered by Cochran’s renewed application. 
He points out the duty which the applicant 1s under by 
the statute and by the rules of the Patent Office, which 
have the force of law, to contest the propriety of the rejec- 
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tion of the application through the different stages of 
appeal, which are provided, and, finding that the applicant 
took none of these steps, he concludes that when he with- 
drew the application and remained quiescent for eight 
years, he adopted this course at his peril; and he ends 
with a pregnant sentence : 

‘*While it need not be asserted that the present applicant 
was setting a trap for those subsequent patentees, it is obvi- 
ous that to sustain the present application would be to offer 
strong inducements to others to set such traps hereafter.” 


17. Commissioner Fisher retired from office, and his 
successor, under the authority of the thirty-fifth section of 
the Act of 1870, issued the patent. 


Cochran Shows no Excuse for His Conduct Suflicient to Take 


the Present Case Out of the General Rule, 


During the period that he was out of the Office with this 
present application he made twenty-two different applica- 
tions for Letters Patent, and received twenty-two Letters 
Patent upon such applications, and nine of these twenty- 
two, related to improvements in breech-loading fire-arms. 
(John E. Earle’s deposition, Rec. p. 99.) This fact nega- 
tives the possibility of his being in such a condition of pov- 
erty as would constitute an excuse for the acts and omis- 
sions which the foregoing record pertaining to the applica- 
tion for the patent in suit discloses. 


A mass of family letters have been put into the record, 
consisting of correspondence between Cochran and_ his 


children, the purpose of which exhibits are to influence 


1] 


the court to believe that Cochran's conduct, with respect 
to this application, was to be justified on account of ex- 
treme poverty. Unfortunately, however, they do not re- 
but the presumption of the intent to abandon this applica- 
tion. ‘They tell a doleful story, itis true, of a family trou- 
ble. Itis very likely that the man was not in affluent circum- 
stances, but it is very certain that he had means enough 
to prosecute through the Patent office twenty-two different 
patents during the period of time that this correspondence 
took place. He had separated, as we understand it, from 
his wife, and how far the excuses for not furnishing his 
children money for their support are to be referred to his 
inability, or to other reasons, does not appear. Real pov- 
erty is to be commiserated, and it is possible to conceive 
of a case such as that of Cummins, considered in Smith vs. 
De ntal Ludlcanite Ez... 95 i. '.. where if would be an @CX- 
cuse for the want of diligence that otherwise would be re- 
quired; but mere whining complaints from a father to his 
daughters that he has no money to give them, when he 
has withdrawn his protection from the family home, has 
never yet judicially been held to be a reason why such 
natures should not be held to the same rule that nobler 


spirits must yield to. 


The probability is, from the crude character of the draw- 
ings and model to which | have already adverted, that 
Cochran himself placed no value upon the subject. Con- 
firmation of this view is found in the testimony of Eh 
Whitney, Rec. p. 123, Q. 35, where he testifies that Coch- 
ran condemned, in conversation with him in the spring of 
1866, the Remington gun as based upon a radically de- 
fective “system,” and which system so contained in that 
gun is the same as that described in the Cochran patent. 


Again, Cochran wasa prolific inventor. He seems to have 
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negotiated the sale of many-of his patents, and it is proved 
that in the years 1865 and 1866 he received from John Halde- 
man the sum of eighteen thousand dollars for his foreign 
patents upon a breech-loading gun. (Haldeman’s deposi- 
tion, Rec. p. 111.) ‘These payments commenced with the 
gross sum of five thousand dollars, and were followed by 
payments of one thousand dollars per month. Cochran 
was at this time living in lodgings, at variance with his 
wife, separated from his family, given to dissipation, (Rec. 
p. 112,) and was at the same time writing the most pitiful 
excuses to his children for not sending them money. See 
also, upon the subject of inferences as to his means to be 
drawn from his appearance, Whitney's deposition, Q. 27, 
R. p. 122. 


It is unnecessary, | think, to review the various cases 
on the subject of abandonment, with the exception of one 
presently to be noticed, in which the ground has been 
fully covered by this court. I will content myself, there- 
fore, with a reference merely to the names of the cases at 
the Circuit. 


Bevin vs. Ikast Hampton Co. 9 Blatch. 507. 
Consolidated Fruit Jar Co. vs. Wright, 12 Blatch. 149. 
Adams vs. Jones, | Fisher, 227. 


The case which in its principle entirely covers the pres- 
ent case, and where the facts very closely resemble the 
present, is Planing Machine Co. vs. Keith, 101 U. S., 479. 
In this case there had been a withdrawal of the applica- 
iton and a return of the twenty dollars fee, but the with- 
drawal was made by an attorney, and it did not appear 
that the applicant was cognizant of the fact. The appli- 


cation was renewed after the passage of the Act of 1870, 
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and was granted under the provisions of the thirty-fifth 
section of that act. But this court held: 


ss Tt surely cannot be claimed that patents obtained under 


the provisions of the thirty-fifth section of the act are any 
more unimpeachable than those referred to in the twenty- 
fourth section. by that section the Commissioner is author- 
ized to deal with the question whether the invention has been 
abandoned, as well as with the question whether it was in 
public use or on sale more than two years prior to the appli- 


cation ; yet both these matters: as well as the originality of 


the invention, upon which the Commissioner must pass, may 
be tested in suits brought for infringement of the patent. 
Such defences are allowed by the statute. It must then be 
open to every person charged with an infringement to show 
in his defence that the patentee had abandoned his invention 
before he obtained his patent. 


The court therefore approves the view of the law that 
was taken by Mr. Commissioner Fisher in dealing with 
the present case, upon the proposition that abandonment 
of the invention was a fact which the court having juris- 
diction of the case was entitled to try and determine, and 
that in determining the question the controlling considera- 
tions are the acts and conduct of the patentee exhibiting 
consistency with the one purpose or with the other. It is 
not necessary that an intent to abandon should be ex- 
pressed in words or that any formal deed or instrument in 


writing should contain a statement of such purpose. 


Kendall Vs. Winsor. 2] Llow. 3 2'2, 


Shaw VS. Cooper, 7 Peters. 292. 


Again, the court in this case of Planing Machine Co, vs. 
Keith, holds that there may be an abandonment of an in- 
vention after an application has been made for a_ patent 
as well as before the application was made. Adams vs. 
Jones, \ Fish, 527. ‘The court refers to the plain inten- 


tion of Congress in requiring diligence in the prosecution 
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of claims for Letters Patent, and states the reasonableness 
of the conclusion, that after an inventor has been rejected 
and has taken no steps for many years to prosecute his ap- 
plication, it should be held that he designed to desert it. 
The following paragraph in the opinion is consonant with 
sound equity, and is in accord with the long line of de- 
cisions of this court since January, 1882, upon the subject 
of the dedication by inventors, to the public, of subjects of 
claim which might have been made when the original pat- 
ents were taken, but which the patentees have forborne 
to claim until after the public have acquired vested rights 
in the subject, LOL U.S. 485: 
‘*‘When, in reliance upon his supine inaction, the public 
has made use of the result of his ingenuity and has accom- 
modated its business and its machinery to the improvement, 


it is no injustice to him to hold that he shall be regarded as 
¢ assented to the appropriation, or, In other words, as 


P | 


r abandoned the invention. 


r 
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The Whitney Arm is Manufactured Under the Authority of 
Letters Patent Granted to James Stillman 
October 17, 1865, and to Laidley 
& Emory May 15, 1866. 


As is apparent, both those patents were granted during 
the period of time that Cochran was in effect declaring to 
the whole public that he claimed no such invention as the 
combination, in a breech-loading gun, of a breech-block 
pivoted so as to swing backward and downward, and se- 


cured, when in a closed position, by a brace other than 
the nose of the hammer. It is a fact (Eli Whitney's dep- 
osition, Rec. pp. 119, 120) that fire arms were construct- 
ed as early as 1865, which contained the subject of inven- 


* 


tion specified in the first claim of the present Cochran pat- 
ent. These guns were put in competition before a board 
of army officers, at which all varieties of arms then known 
were presented for trial, Among these was an arm known 
as the Remington arm, and there was also another arm 
known as the * Chick ” gun, which was presented by Coch- 
ran himself. and which embodied the features of the Laid- 


ley & Emory improvement. 


[ submit that the fact that single specimens of such 
arms were made for a competitive trial is to be taken in 
connection with the dates of the patents under which the 
same were constructed, to establish the fact of two years’ 
prior use of the invention, which is the subject of the first 
claim of the Cochran patent, before the application upon 
which the present patent was founded was made.  Aflan- 
tic Works vs. Brady, 107 U.S. 192. 


The Cochran Invention, Aside From the Question of Aban- 


donment,is Fully Anticipated, 


The following facts will sufficiently establish this propo- 
sition. 

The Flobert gun, a French invention, (see drawings be- 
tween pp. 192. 193.) dates back to 1855. prior to the 
Cochran original application. It exhibits clearly a pivot- 
ed breech-piece swinging backward and downward in the 
are of a circle. The breech-piece, however, is locked by 
the effect of pulling the trigger and allowing the hammer 
to fall. It has not a locking-brace independent of the 
hammer. In other respects the combination recited in the 


Cochran first claim is fully met. 
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The Letters Patent to A. D. Perry, November 28,1856, 
(see drawings facing p. 194,) clearly shows a breech-block 
swinging backwards and downwards in the arc of a circle, 
about a fixed point. It has a locking-brace other than 
the nose of the hammer, but the movement of suchi brace 
is not attended with the qualification required by the 
Cochran first claim, viz: “ arranged to swing upward in 
unlocking the breech.” It swings downward to unlock 


the breech. 


Thomas Lee’s patent of 1858 (Rec. p. 191) meets the 
combination of the Cochran claim, with the exception 
that the independent brace is arranged to swing down- 
ward to unlock the breech instead of to swing upward. 


It could be well contended, upon these patents, that 
there was no room for any substantial invention to rest, by 
changing simply the direction in which the locking brace 
shall move. Certainly, it is clear, without going further, 
that the invention, in view of these patents, must be a 
very narrow improvement, and that there are no merits in 


it which should induce a court of equity to strain the law 


on the question of abandonment favorably for Cochran. 


But a complete anticipation of the Cochran invention is 
to be found in the Letters Patent to the late General 
Burnside Mareb 25,1856. (See drawings facing p. 188.) 
This gun clearly shows a breech-block hinged upon a pivot 
and moving in the are of a circle around a fixed point. 
The breech-block belongs to the class of blocks that was 
known at the date of the Burnside invention, just as the 
swinging back door breech was well known at the date of 
the Cochran invention. While there is a manifest differ- 
ence between the breech-piece of the Burnside arm and 
the breech-piece of the Cochran arm, arising from the fact 


that the breech-block in the former contains the main por- 
tion of the chamber for the cartridge, while in the latter 
the chamber for the cartridge 1s mostly at the rear of the 
barrel, there is a similarity in the respect that in both 
guns the chamber for the cartridge is partly in the barrel 
and partly in the breech-piece. In the Cochran gun the 
cartridge is inserted ball foremost into the barrel: in the 
Jurnside gun the cartridge is inserted rear end foremost 
into the block. In the Burnside breech-block there is a 
sliding breech-pin, the object and purpose of which was as 
follows: after the cartridge was fired and when the breech 
was opened, the breech-pin sliding against a cam face in the 
rear of the chamber, moved forward, and in doing so nec- 
essarily started the empty cartridge-shell and loosened it in 
the chamber, whereupon, by turning the gun up the cart- 
ridge-shell dropped out. In the Cochran vun there is also 
an extractor which starts the cartridge-shell for a cer- 
tain distance, and then it is to be pulled out with the fin- 
gers or may be dropped by bringing the barrel to the ver- 
tical. In the Burnside arm there is clearly a locking-bolt, 
as it is called in the patent, or, properly, a locking-brace, 


and it is a brace other than the nose of the hammer. 


The testimony of General Burnside (Rec. p. 144) is 
clear as to the construction of the arm. In order to resist 
the effect of the recoil of the cartridge upon the breech- 
piece he introduced a locking-bolt or brace, the effect of 
which is precisel} the same as the locking-brace in the 
Cochran gun. Moreover, it complies with the condition 
of moving upward and backward in unlocking the breech- 
piece,if that feature is of any importance in distinguishing 
the Cochran invention from the former Perry and Lee 


patents, 


° 
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Upon the relations of the Burnside gun to the Cochran 
invention, as a complete anticipation, the testimony of Mr. 
Henry Bb. Renwick (Rec. p. 147) is clear and distinct. He 
analyzes both 5 NP and reaches the conclusion 
that, as mechanical devices, the co-operative combinations 
are the same in both. 


Finally, I insist that the Whitney arm, as illustrated by 
the drawings (p. 194) and by the specimen exhibits, is no 
infringement of the Cochran patent. It has a swinging 
breech-piece moving backward and downward around a 
fixed point, as the Flobert, the Perry and the Lee guns 
have. It has a brace which holds the breech-piece fast 
and locks it, and which is independent of the hammer, but 
such locking-brace is automatic in its action and is pecul- 
iarly arranged and combined with the breech-block. Up- 
on the closing of the breech, the brace, which is pivoted 
upon a fulcrum-pin, swings forward, through the action of 
an independent spring, and seats itself under a shoulder on 
the breech-piece. In opening the breech, the first effect 
is to swing backwards the brace, and thesecondary effect is 
to open the chamber of the rifle. The construction of the 
arm in this particular, in comparison with the Cochran 
arm, is intelligently and clearly stated by Mr. Whitney in 
answer to Q. 8, p. 117, in which he says : 

‘*When the state of the art preceding the Cochran inven- 
—_ as exhibited by said four patents, is taken into consid- 

ration, though the W hitney rifle has a locking-brace, it is 
on within the province of the claim, if properly construed, 
of the Cochran patent. The locking-brace in the Cochran 
patent is operated by a lever rigidly attached to the same, 
the motion being in all cases imparted to the locking-brace 
through said lever by means of the hand both in locking and 
unlocking the breech-block, while in the Whitney rifle the 


brace or locking-shoulder is independent of the lever, and 
when closing acts automatically, receiving its motion, as in 
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the Flobert patent, by means of a spring—the said brace in 
the Whitney rifle being independent of the hammer in all its 
motions. ” 


See also, upon the same point, the deposition of John 
E. Earle, Rec. p. 98. 


Upon the foregoing grounds, I respectfully submit that 
the decree of the Circuit Court dismissing the Bill of Com- 
plaint should be affirmed. 


BENJ. F. THURSTON. 
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these furnaces are built of stone A furnace made in that way, the 
slag would flow—under these conditions—underneath the fire wall. 


because it is the heaviest slag that is mad or produced. In litharge 
smelting frequently as high as 50 per cent. of metallic lead. 

(). In the way these Karsten furnaces were used, from your 
knowledge of smelting, state how often in the practical operation of 
the furnace, this brasque partition was taken out and replaced. 

A. Aecording to my reading and understanding, once at least in 
twelve hours. On page 225 of Volume V, the ninth line from thi 
LOD, and 10, 11, and part of 12, Karsten states: “In the Hartz. it is 
customary to reduce litharge in the low shaft furnace, which is the 
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said that the first two with the Keys and Arents attachment 
were from the bottom, and on a slant, and he afterwards changed 
them to str; ioht ones? 
A. I think he said something of that kind 
(). It is your understanding that Mr. Geist did not say he tapped 


from the bottom. but with these straight channels into the lead 
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a] said Court present, the llonorable \loses Hallett. 


District Judge, the following proceeding, inter-alia, was 


’ 
a 


had and entered of record in said Court. to wit 


WINFIELD S. KEYES and 
ALBERT ARENTS 


JAMES GRANT and ) 
JAMES B. GRANT 
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weir attorney, aiso come, and on moton ot the 
mect ‘ ; ry | . oa ; . vale .4 a | 

Sal detendants, | Is OFGUCPCU tila thie plaintiffs ntl] Of 
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eCXCeENLIO ~ pests mire Pricgap Wet ate { | Perel! (>7 t} : t] 

P a. ii if i ti ehiats i cht iti ii t ii iti j if cil 


‘ K 7 lad 1 
gay of February, A |) PSsso, be amended by inserting 


" : 1 ’ } } ; 
. » ; ‘ : i , : twee . ‘ : ‘ 
therein next betore the allegation, which was all the 
: . . " } j ’ . . ; ; » ] 
ey) i rhc’e otlered iy\ eke (TePTeTG iriis itil thereupon de- 


. 1 ‘ . 1 m . 
. . » . 5 . + % rie t 4 ;7 t 1] 
iendants rested their case, in words and figures as foliows, 


Mer ee ee 


’ 


to wit: “Thereupon the said defendants, to further main- 


tain the said issues, gave In evidence without objection 
certain parts of a printed book entitled, ‘System der Me- 
tallurgie Vor Doctor J bb Karsten. thr Siltie spoken ot 
by the witnesses, and purported to be publishing at Berlin, 
Prussia, in 1851-352, from volume three thereof, at pruigres 


‘> ai ‘>. j ‘ _ 
ols O19, 520, as follow : » WIT 


Syitent 


~ e 
OeT 


Weetallurgte 


Or. © J. B. Karte. 


™ ew» ji — . 
Tt ttey Rand 


Kerlin, 185] 
Medrudt und verlegt bei 
S. Meimer 
O18 

der gefdhmolaenen Vlajje aus dem gedffneten Auge der Borwand, 
oder Surd) den Stich aus dem Tiegel oder aus dem SGumpfe des 
Ofens, angefullt werden. — Der Borheerd ift der vor 
dere, ndmlid) der vor der Brult de8 Ofens hervorragende Theil 
des Sumpfes. 

Liegelofen nennt man DdDiejenigen Shadtofen, bet denen 
fid) Der Heerd gang im Ofen bHefindet. Sie find entweder Au 
genzSiegelofen, wenn die Borwand omit einem Wuge ver- 
feben ift, aus weldhem die Shlade ununterbroden ablduft ; oder 
Stidh-Tregeloten, wenn die Vorwand gang geidlojjen it 
un) wenn die gefdymolzene Wafje mit der Sdlade von Heit gu 
Zeit in cinen Stidbheerd abgelajjyen wird 

Sumpfofen find Ddiesenigen Shadtijen, bei denen hd 


der Heerd theils im Ofen, theilS vor demfelben befindet. Ore 


7 cm 
v 


Sdlade lauft von felbft tiber den Borbheerd, das Metall und das 
Sdwefelmetall werden in einen Stidbeerd (deren man aug 
3iwet guiveilen anbringt) abgeftoden. Gelten find die Sumpf- 
Ofen ohne Stiddeerd, und dann wird das’ Metall mit Kellen aus 
dem BWorbeerd, db. bh. au® dem vor der Bruft befindliden 
Sumpf geidopfr. 

Spurdfen find Shadtifen obne Heerd und blof mit 
einer Heerdfoble, von welder die gefdmolyene Maffe fogleid 
dDurd das YWuge und durch die Spur in den Spurtiegel lauft. 
Sind die Spurbfen mit awet Spurtiegeln verfehen, fo nennt man 
fie BrillenObfen. E86 laffen fidh aber die Spurdfen aug 
mit Gridtiegetn verieben, obgteid diefe Einridtung febe felten 
vorfommt 

Diefe verfiGredenen UWrten de6 Zumadhens laffen fid bef- 
fer bildlid, als durd eine Befdreibung verdeutliden. Die 
Zeidnungen fig. 461 bis 496, ftellen im Langenprofil der 
Orfen, in deren Grundrif (in deer Formbdhe) und in der Bors 
beranfidt alle Urten de8 Bumadhens vor, wmelde bet den 
Sdadidfen nur vorfommen finnen. E8 ift dabei, wie fon 


31g 


erwabnt, gana einerlei, ob die Oecfen Rrummdfen, Halbbhobh- 
Ofen, oder Hobdfer find; aud lat fic, obne alle Beranderung 
des Ofens, nad) Belieben diefe oder jene Methode des gumadens 
wablen. Jn einigen Gegenden giebt man den Tiegelofen den 
BWorgug vor den Gumpfdfen; m anderen madt man die Defen 
lieber mit einem Gumpf als mit einem Tiegel gu. Die Spur- 
Ofen find bei Operationen, bei welden ein requlinifes Weteall 
Dargeftet wird, nidt gut anguwender, weil Me DOberflade 
deS Metalles gu wenig vor der Orydation gefdugt ift. Bor- 
sighd wiirden fie beim Berid@melyen von Bleiergen nicht awed: 
mafig fein. Man bedient fic der Spurdfen gewdhnlidg bei dem 
Beridineigen der RKupfererye, befonders bei dem fo genannten 
Mobsidmeliyen. 

Die Zeidnung Fig 461 bis 463 ift cin Nugen-Tiegel: 
ofen. Die Shlade lauft durh das ftets offene Auge in der 
Rorwand. Wer Stih, welder qu dem Stichtiegel fihrt, it durd 
eine von den Llmen dc8 Ofens gelegt. 


& 
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sig. 464 bis 466, ftellt ebenfallé cinen AUugen- Tiegel 
Ofen vor, welder fid von dem vorigen nur dadurg unterfderdet, 
dah der Stid) aus dem tiefften Punlt des Tiegels gu dem Stid 


= 


tiegel, Durd) Die Borwand des Ofens geleagt itt. 


sig. 467 bi’ 469, ift ein Stid-Tiegelofen. Weetall, 
Stein (Yedh) und Sdlace bleiben im Dien fteben, und werden von 
Seit au Zeit durd den Stich in den Stichtiegel abgelajjen. Cs 
it etnleudjtend, dak man mit diefem Stidtiegel nocd einen awerten 
verbinden fonnte. 

vig. 470 bid 472, itt cin Uugqgen-eTiegelofen, 
defjen Cinridtung mit derjenigen, welde Fig. 464 bis 466 dar- 
itellt, qang tibereinjtimmt und nur dadurc& abweidt, Daf Der DOfen 
mit awet Stidtiegeln verfehen it. Orie Sdhlade, weldwe unun 
terbromen aus dem YWuge rinnt, fammelt fid) auerit in einer 
tiegelartigen Wertiefung und lauft dann aus diefer durd) die 
Sdhladentrift ab, SXamit fie die Theilden von regulinifden 

She 

Metall oder von Sdhwefelmetall, welde fie au’ den LOfen 
mit fid) fortnebmen fOnnte, in jener ttegelartigen Bertiefung 
ablegt. 


Nig. 473 bie 475, iit ein Sumpfofen mit verdedtem 
Yuge, indem das Gejtibbe unter der Borwand, den Sunmpy in 
awel cOmmunNicirende Gefake abthelt ‘Die Shlade lauft durd 


‘Das jtet8 offene YUuge awifden der Borwand und dem Gertubbe ab. 


Wan bedtent fid) diefer Ure de8 Zumadens oft, wenn man dos 
requlini{de Wretall mit Kellen ausidopren und nicht in einen Strh 
triegel aus den Sump? abjteden will. 


‘iq. 476 bis 478, ftelt cinen Sumpfofen mit gan 
offence Brult dar, indem die Shlacde feine befondere Abflupgoffaung 
erbalt, fondera unmittelbar uber dem Borbeerd durdh die Shlacden 
trift abylicgt. 


vig 479 6.6 481, itt cin Sumpfofen mit verdedtem 
Yuge und mit einem Stidticacl, in weldem das in Dem Yor 
heerde gefammelte Weta, oder der Stein (Ved) abgelajjen 
Diefe Act des Rumadheads wiirde fault al® die eines 
Spyurofens angejeben werden fonnen, wenn man den furgen 


wird. <= 


Kanal, oder das Auge, welded den Sumpf unter oem Ofen 


fdadt mit bem Borbheerde verbindet, al8 cine Spur anfeben 
wollte. UWllein der Guanpf und der Borbheerd fteben durh das 
Yuge nod immer al8 ein paar communicirende Nbbren mit 
etinander in Berbindung, weshalb der Ofen fein Spurofen fein 
fann, fondern immer nod cin Sumpfofen bleibt. — Die Sdlade 
tritt entweder durd) das werdedte YWuyge ebenfallé mit in den 
Borheerd; oder man wendet aud ein agveited, offeneds Auge 
Uber dem Boryeerd an, welded nur die Beftimmung bat, die 
id) im Sumpf oec8 Offend in yu grofer Menge anfamme\lnde 
Sdlade, abflichen wi laffen Ret SHhmelgzoperationen, ber 
welden weniqg Scdhladen gebildet werden, feblt das obere, offene 
Yuge, unt de Shlade muk durh das verdedte Yuge ebenfalls 
in den BWorbheerd treten. 


Also a translation thereof into the English, in words 
and fivures iis follows. Lo Wilt 

“( O1S). The fore-hearth 1s tliat part of the crucible 
projecting in front of the fire-wall of the furnace. 

“Crucible furnace sare those shaft furnaces in which the 
crucible is entirely on the inside. They are divided into 
eve-crucible hurnaces, and tap-crucible furnaces The 
former have an eye in the front wall from which the slag 
flows continuously. the metal and matte being tapped off 
at intervals into basins 

“The tap-crucible furnaces are those in which the metal, 
matte and slag ire all Lapin oti rom time to time. 

‘Sumph-furnaces are those shaft harnaces 1n which the 
crucible is partly in the furnace and partly in front of the 
furnace. ‘The slag runs off continuously over the fore- 
hearth The metal and matte are t upped off into recelv- 
hig vessels or tup-basins Sometimes at sumph hurnaces 
“ure not provided with tap-basins and the metal in them 
Is dipped with ladies direct from the fore-hearth. 

“Sour or channel-furnaces are shaft-furnaces without a 


1.1 ry’) ] ‘ | ie on : ' | ' 
crucible Phe moiten contents now thro ry the eve 
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studied trom ara Min irom written Gescriptions 
! . 6 . = 
it ln ne countries the crucible-furnace 1s pre 
: < . ‘ . , 4 2 
erred in others, the su bli TUTNACE It is not advisable 
: 
' ' ' } | ‘, 7 | , ’ 7 Ts ; ?* 1, ; 
it) 1a" iit CTLPALIIIViritti i ' ¥) Cli Ciea}) Thiet il Is proauced, 
With this furnace the} iif Is Hot protected iron OxXilda- 
+ : lf +3 4 | yy) lées cy .% : . 4% tT) 
Litril i he on j ‘ Pit il li Stilt oe Pt COPpel Ores, I i 
\ «*\\ id) roc ic? q*% i , ratte 
rf , t +? ; : 7 
wv? arawlhios, hyvures foi tO Moo, Pepresehl ili eVe-cru 
Clibie Turhnace ait - runs COnLIMUOUSITVY Lhrouyghl a 
hole ii) ne tront wall ht metal ana miatt are Lapped 
Ot] L intervais throu iho Wm thre side of thre CTUucibois 
, ; ; *,e 
Lhe draw 's lO4 to 466 represent an eye ecru 
. rif it] | VI} iro! i Live rPorimel lt) that thi 
. . 
1 : , : ‘ 
Likp- LOL Sih tn ind at the bottom of the 
tiie 
’ ’ ‘ 
| \ . | ty ; pty)? represent atal ~{*] Lhe 
; ; ; 
ble furnace . e and slag are tapped of 
i 
from 1 tot OSTNS 
_™ «) . : 
raw 1,0 to 472, represent an eve-cru 
' 
e similar to ed bv drawings, floures 464 
a ; ‘ | 
ptt Lis pl i }y-OUSTNS hi Sich’ «tim 
passes | | purpose of allowing th 
+ ’ ] ' 
}) | matte. mixed with it to 
; . ay ’ ean 
20) =f iM ires 4745 to 4/0, represent 
| See ’ 7 
SS. iT tale hut d) he ’ i ' : ews In which the brasg ut 
’ 1 1 r 7 ry} ; ' t f iy} t | | ’ 
| ij i ‘?i stat i C tIA atast Lit) iti Ei Por) 
" si ‘ 
\\ adivides the s | »>tTWO COM MuUNICALING Vessels 
Lhe Siag Pull bLLEUOUSTS through tne eve by 
} Aa ‘ 1} 1 F 41 
Wier oe ft Lom | . it Wall ana ne top or the 
brasque partition 
j , , 4} 
his arrange! ised when it is desired to dip the 
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ee 
j 
f 
- 
; 
one 
on 


furnace with 


ngs, figures 476 to 475, represent a sumph- 


an entirely Open breast, 1n which the slag 


mediatel\ ovel at fore-hearth 


" ‘¥ ~~ ¢ ~ : 
lites Ng ircs tae ana re pres nt a sumph 
. ? 
il covered cy é Wnd with a lap-Dasin Into 


which the metal and matte are tapped Irom the tore- 


rms : ‘ ) | 
hearth. his lurnace might be regurded as a channel 


: Bs ’ : ; : ’ 
furnace, by Silt p considering the snort canal, or eve, 


which C*OCOSTL Te 


hearth. as fh 


ts the surmph under the shatt with the fore- 


’ . , | 7 ; . 
hannel But. by means of this snort canal 


’ 


: } } : é ; : . 1 oe 
or eve, the sumph and the fore-hearth stand in combina- 


tion with each otner as a pair Or communicating tubes or 


vessels: ("cdr ise 


uently, It Is a sum ph, and not a chnannetl- 


' j 
, , . 
furnace lhe slug may pass through the covered ey 
nto Lhe te neartn. ()] through till open eye sHnove the 
| + * } | ‘ Y , | 
fore hearth ne tWtler eve velhg ised exclusively tor the 
sicit’ 
ly > ’ " . = , ‘4 y 5 
bn SIMCILINY Opel is, Wilere ft C OFr ho Sia Is pro 
] } | ; i +} 1. 
criice l Liat Uppel ryt _ (LISpM iiseu VW | nn entirely 


} | | | 
itied ¢ | ‘ | ry ; I Tt! perry fT t r counsel Liat Lie 
j ; ; ' 
transiat herein offered by defendants was incorrect, 1n 
Tiiit if (91) etue Try TY? it} cy] ive {)] A rvini Te Xt Ol] sa (| 
_ T¢ } : ‘ f yr<) t ‘ | 
pages o15, off , and that sa [ransiation was not 
. 
i.4 | e, 4 " i . ’ wt +1 _ ‘ \ ty ; 
tera porch dat s were alowed to se] nelr own trans 
| . | ‘ > | 
lation OF said pages which tran 2 mm the words 
. ' ' ; . t 
and figures Ttolowing, to w 
. vy 
Psy org oie 
’ | ‘ ‘ ’ ’ , ’ at ’ i ly 
The tore nearth is toe ore pPa&re O ies Phyot) bamMIeLS 
i . ; + es ct . 4 | frurryoa,s 
that part which Projveces irom tne brea OF Lhe IUrhace 
' by i fiyy “. t] hleoct uti: a hb +i 
( rucible-Turnaces aye tt) po*{ t Pi = i tia bctt ; Wwe if it 
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hearth lies wholly within the furnace. They are either 


CVO-Crucl ble furnaces, when the forewall Is pore vided Wit hy 


in eye from which the slag flows off uninterruptedly, or 


the fore wall is ent irely clos d 


tan-cruicible furnaces. whe 
. ; : a 
indi) Wen thre molten mass with the siiv is let off from 
thine to time mito if) f | 
Surmph-furnaces are thos Olast-lurnaces in whi hy Live 
hear tly witl | partly before the furn: 
meartin Is parciy WItiiiy mia part \ wfore the turhnace 
nee . ; , ) | rr | : : ) 
L ie Sli flows of itseif over th fore-hearth : tne metal 
nd the matte are tapped fl into a tap-heat th of which 
there are sometimes twe Sumph-furnaces are seidom 
i 
" +) sa f i -_ " ; +] | r 
Without a tap-heart! i which case the metal 1s dipped 
vit ulles out of the fore-hearth, 7. e., out of the sumph 
Vine betlore the brens 
" ) 
( hannel-lurnaces are Dblast-lurnaces W ithout a hearth 


and only with a hearth-bottom. from which the molten 


+ ; ' ; 
mass flows directly through the eye and through the chan- 
nel into the channel-cruicibl When channel-turnaces 


; } } ] 

[Wo Cc nnet erucibles, { hey ure called 

, beagol tite I ' byen? lf "ryeag uy also we 
cat i rile en Pili; i Lbitwei-iull hii Co Pha ii { ‘ 


provided with tap les, although this arrangement! 


tmanners of closing can be better ex- 


plained pictorially than by description. The drawings 
heures 461 » 496, represent, in longitudinal profile 2) 
the furnaces mn thy erro na plan 7) the hurhace ley Cl 


] - . ; on i 
Inanners Of Closing W hich Cali at 


I the front view. a 
Lil lee it) blast furnaces | ned ii is, as already re 
" .% ’ ; | 

marked, Wh HiV Lintmmaterlai win ther the furnaces are low 
furnaces, balf-high furnaces, or high furnaces; also. with- 
cot] i] ill altering the turning e, thr Cia or the other method 
of closing mav be selected at pleasure. In some regions 
crucible-furnaces are riven i) prefer nee over sumph- 
ru es: In others it is preferred to close the furnaces 


with a sumph rather than with a crucibl 


haces are hot well adapted LO operations 


line metal fs produced, because the surfa 


le. 


Channel-fur- 
in which regu- 


ce of the metal 


Is too little protected Irom oxidation Phe would be 
‘ ene 1] ’ 7 ¥ t} i t | ’ lt, . 
special \ Hiipraces Luvit it) =Ldae sipeiting ol Cul OFres, 
: ; Fe. : 
Channel-furnaces are gene! y used In smelting copper 
ores, especilallv in so called crude-smelting 
. ‘ — 
fhe drawing. figures 461 to 463. is an eve-crueible fur- 
nace air slag flows throuel thi aiwaVs Oopeh eye bn) bine 
. .% revi P . ; } ; | 
morewall un Lalp), Which teads to the taup-heartp is laved 
through one of the side walls of the furnace 
Figures 464 to 466 likewis represents an ve-crucible 
furnace, which differs from the last onlv in this. that the 
; } oo ' } ‘ 4] } } 
tap is | irom the towest pornt in the crucibte to the 


tap- crucible, th 


hour ~ ivi 1d) 145%) is f] Lap Crile 


standing in 


Metal, 


the fur and 


nace, 


are let off from time to time through the tap to the tap- 
erucibh lt 1s obvious that a second Lap-crucibie might 
be combined with this tap-crucibl 
Figures 470 to 472 is an eve-crucible furnace whose ar- 
rangement wholly corresponds With that which heures 
164 to 466 represent, and varies only in this, that the fur- 
; 4 ro ’ 
nace Is Pro id WIth two tap-crucibies eit slag Wiilcti 
runs uninterruptedly from the eve, first collects In a cru 
shal i hy | ' ' ; rerey +7 r lret ¢] “>t r| R 
elible-like hollow, and then runs off trom that through the 
] \ | ‘ 7 
slag passage, In order that the particles of reguiine metal 
’ 
he furnace 


with it 


ap ene 
mnav be precipitated in this crucible-lk 
hivgures 475 to 4750 18 a sumph-furn: 


eve, in which the mixture of clay and co 
17 ; 4] / 4 : 
ror Willi livides til SLLLLD i > LW ¢ } 
. oan ' ' 
ton | ; Sige Hows off through Tihe : 
] , 1] . £1 " iss 
tweeh the I Valli aiid Lil mixture Ot ¢ 


Irom t 
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With ce 
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' nd yen | ius 


A A A SOON a a 


4 
& 
; 
4 
@ 
bf 
4 
e 
3 
Hi 
6 
® 
' 
. 
: 
be 
: 
*] 
i 
7 
, 
. 
’ 
| 
7 
: 
: 


re 


i | 


| 
hn 


ct] 

— | bial Ol acl 
short canal, or 
{| ‘ 


This kind of closing is used when it is desired to dip t he 


} } : , } 
muime metal with tadies, and not vo Lily) it Irom tne 


ltrhipehh tO a 


tap-crucible . 
i6 to 445 represents a sumph-furnace with 


breast, in which the slag receives no special 


ening for outflow, but flows off directly over the fore- 
arth through the slag passage 

. ' “7 . : ' . ’ . ] 

| wures 4; to 451 is (Tn) phi-fur bce W ith covered eve 


id the fore-h 


pair of com 


innot bea ch 


(. _ 
Phiri ha 
it cy 
? ’ 
provided abo, 
? ? , ° 
Dilrpose Ol pel 
‘7% ’ yy be " 
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, '? 
“Mneciting OFM 


TMT Olen eve 
: 


rtd W ith il Lap-cl at Ibi  thnbo w lie h | he metal VW hich has 
lected In the 


fore-hearth. or the stone (matte) is drawn 


Chis manner of closing might almost be looked upon 


annel-lurnace, if one would look Upot the 


’ 


the eye, which connects the sumph undet 


© furnace-shaft with the fore-hearth But the sumph 


arth are still connected with each other. as 


municating pipes, wheretore the furnace 


annel-furnace. but still remains a sumph- 


slag either enters atong mto the iore 


: , : : 
arch through the covered eve, or a second open eye Is 


e the fore-hearth, which has the sole 
mitting the slag, which collects in too 
1) the sul ph of the furnace, to flow off 
racions mn WwW hich lit tle slag ls formed, thre 


] : . 
is wanting, and the sia” must atso entel 


ie { ' throug tiie eovered PY e 
’ ’ >, 7 ‘} : | : . 5 re *g> ; Ts , 
\iso defendant olfered and gave in evidence certain 
‘ ' ; , oat 
; of the same work. in words and figures as follows, 
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lI 


Syitem 


der 


Weetallurgqte 


von 


Dr. © JF. B. Karten. 


Rinfter Wand 


Medrudt und verleat bei 
(S. Meimer 
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60—70 unreinen Sdiaden vom SHhlidfdmelien, 9 Granus 
lireifen, 6 Shladen vom Glattefrifden, fo wie mit 15 Heerd 
und 6 Borfdlagen von der Treibarbeit beididt. Diefe Be- 
fdhidung wird in etwa 24 Stunden veri@molsen, wobei 55 
Gentner Werle und 36 Centner Stein erbalten werden. — 
Hdufiger findet aber aud) fdon das erite Durdhitedhen des 
Stein’, fo wre alle die folgenden Steinidmelgungen, in einem 
niedrigen Sdhadjtofen , oder in einem jogenannten Rrummofen 
att. Die Cinridtung dicies Reummofens ergiebt fig aus 
den Zeidnungen Fig. SDS, tm Horigondaldurhignitt in der 
Fyormbobe, Fig. 860, um fenfrechten Durdh Hnitt von der Form- 
bié aur Borwand, und Fig. 859, in der vorderen Anfidt. 
Die Urt de8 Rumadens it wie bei den Hobendfen gum SHhlid- 
id@melzen. Die Feorm liegt 14 Soll uber der Horiontalflade 
ded Borheerdes. Die Hobe de8 ShHadtes von der Form bib 
zur Gidt betragt 44 Zoll Calenbergifh. Die Neigung oder die 
Do'firung der Formwmond, der Borwand und der beiden Sei- 
tenwande ift aus der Zeidnung erfidtlig. Oer Shadht hat 
an der yocm- und an der Borwand eine gleihe Breite ; die 
Siefe von der Form bis yur Borwand, in der FFormbhohe , be- 
tragt 42 Boll GCalenb. — Us Brennmaterial bedient man fid 
Der Roals, welhHe mit der Hilfte, dem Bolum nag, Fidten: 
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zapfen gemenat werden. Die Gidt wird dunfel qebalten und 
eS DdDarf die Flamme auf der Gidt nit durdhbreden. Bu 
100 Gt. aerdftetem Stein wendet man ene Befdidung an von 
55 —60 unreinen SOlididladen, 6 Blefrifdid@laden, 3 gra- 
nulirtem Robeifen, wobet nod 12 Heerd und 6 Borjfadlage 
von der Cretbarbert mit veridGmolyen werden Seit Curger Beit 
bat man angesangen, das Sranuliretfen dur Braunfpath und 
aud durd Ralffpath au erfeben und gar fein Mtobetien mehr 
anzguwenden. Der Erfolg foll febr qiinitig fein. One Zweis 
fel wiirde die Unwendung des Braunfpathes in den Hobhenodsen 
nid! minder giinjtig ausfallen. Jn 24 Stunden werden 100 
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“Svstem of Metallurgy, by Doctor C. J. B. Karsten, V 


volume Published at Berlin. by G. Reimer. in 1852, 


rrangement of this furnace is shown by the draw- 
ing, figure SOS, representing a horizontal section through 
the tuyere; figure S60,a vertical section from the back to 
the front wail through the tuyere, and figure 50%, a front 
View The bia thod =) Oy eratihg tivis furnace Is thie Siithwie 


‘) n the hielh furna | in smelting slimes he 


’ 


Luverne s fourteen inches above the horizontal surtace ot 
the fore-hearth The height of the shatt from the tuvere 
to the feed door is 44 1ncehes (Calinbergish measure). 


The inclination of the back. front and side walls, 1s 


‘A shaft has toe same width in front and behind. 
‘The de pth from the back to the front wall through the 
| ; 


* . : 5 | : : . . 
fuvere is 42 thnches (Catinbergish mneasure 


‘ 


Also. the said defendauts offered-together with the said 
= hoa (* Pun ; ae once 
Transintions Cervualh neures rom the Atlas Ol | lates aeccom- 


panving said work, marked 475, 479, SoS, S50, S60, copies 


a | 


cy] whi hy rr} here tO atti hed 


[NITED STATES OF AMERICA. | 
Dist) ie of (nlorado j 


|, Edward F. Bishop, clerk of the Circuit Court of the 
United States, for the District of Colorado, sitting at Den- 
ver, do he re by certify the above und fore Pomy to be “a true, 
perfect, and complete transcript ana COpy of a certain 
order her tolore had and entered of record in said Court, 
and in a certain cause lately in said Court’ pending, 
wherein Winfield Scott Keyes ef a/. were plaintiffs, and 
James B. Grant et al. were defendants, as fully and com- 
pletely as the same still remains of record in my ofhice 
In testimony, to the above, I do hereunto sign 
[} s.] Iny Hhame and aftix the seal of said Court, at 
Denver, in said District, this $d day of February, 


A. D. 18S6. 


Clerk 


Deputy (le rk 


No. 208. October Term, 1886. 
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Supreme Court of the United States. — 
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JAMES D. GRANT AND JAMES GRANT. 


Brief for Plaintiffs in Hrror. 


GEORGE HARDING, 
G. G. SYMES, 
FRANCIS T. CHAMBERS. 


Allen, Lane & Scott, Printers 9 and 231 South Fifth Street, Philadelphia. 


Supreme Court of the United States. 


October Term, 188s 


Writ of Error. 


‘ircuit Court United 
States for the District 


of Colorado. 
FOR PLAINTIFFS IN ERROR. 


Statement of the Case. 
wr the infringe- 


November 28th, 


Fa part of the patent 
cts of the patentees 
autom itically with- 

wherein lead is 
formation 
bottom and sides of 

‘accomplished by the 

outside of the 
vated lead-well 
tube passing 


o the bottom of the 


io dppa- 


Aen at Nl 


rent ata glance. As the reduction and melting of the ores in 
the furnace proceeds, the molten metal and slag of course fall 
to the bottom, and there separate by subsidence, the molten 
slag, which is only half as heavy as the lead, of course 
floating on top. The molten lead gradually fills up the bot- 
tom of the furnace, rising at the same time in the tube C 
until it runs into the bottom of the basin or lead-well. A 
glance at the drawing of the patent will show that by reason 
of this construction the bottom of the furnace up to, or 
nearly up to the lev of the bottom of the exterior el vated 
basin, must always be filled with molten lead, and that the 
lead which issues from the furnace must always come from the 
bottom of this fluid mass, which can only be withdrawn from 
the furnace as new metal falls from the ore. 

In its gradual passage from the level of the bottom of the 
basin to the tube opening in the bottom of the furnace, the 
molten metal ha ampli time and space to tree itself thor- 
oughly from lighter impurities which come down with it from 
the ore, and the metal which ri through the tube into the 
basin must therefore evidently be perfectly pure and free from 
slag. 

It is also self-evident that th rradually subsiding stratum 
of molten icad must effectually protect the bottom of the fur- 
nace walls against the formation of slag incrustations, since 


: } ] % € = ‘ ‘ ! . ] ? ? ¥ 
no considerable mass of sla r Ca netrate below the level of 


the bottom *) thre el vated ba n, ana the extreme hottom of 
the turnac e and the tubs leadin Wom iis ¢ i ( tually protec ted 


against contact with anything but pure lead 


— ae era rat . cw 
Lut gs LEE NGs \NID) RIAL. 


The complaint, charging the defendants in error with the 


. 


infringement of this patent was filed November 3d, 1880, and 


on the tw lfth day of Janu ry, i OO, detendant filed a plea 


charging the invalidity of the patent, for the reason that the 


invention therein described and claimed as the invention of 


the plaintiffs in error had been. 


: 
{ 
| 
| 
| 
| 
: 


first, in public use with the knowledge and permission of 


patentees for such time “that their exclusive right, if any 


'y had, 


; ‘ 
LCnTLe ¢ 
qi j 7 
blicat 


; 
ryTriy 
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Was abandoned 


In publi in the United States by a number of 


luals at atime prior to the invention of the 


fexracity 
naividiula Al ‘e | 


' ; ‘ 5 
Described and shown in a number of patents and 


’ ’ “ 
+h» 4 . , ‘ +} . j , + . 
fore the patentees’ invention thereof. (Record, 


ition was filed January 18th, 1881, and subse- 
} ? ; | ; al } 
lefendants’ plea was amended and added to by the 
’ { ’ ’ 
number of additional publication and patents, 


' . } | cy, Cc) » 
ts being filed February 28th, 2881 (page 8) 


<> 


h, i881 (page 10); April ist, 1881 (page 11); July 


pa 12): Julv 16th. 1881.(pa 14): and October 


Va ( wlled Ol trl 7 May 20th. roOo?, and Ts sulted 

il, the jurv having failed to agree, and a second trial 

beginning November 15th 1882, it was concluded 

Oth, by a verdict for the defendants in error, given 

> ’ irom the court (On Lex mbet 7th, 

rt entered judgment on this verdict, and on the 

he plaintiffs were given leave to file their bill of ex 

thin sixty da On the 7th of keb uary, 1883, the 

1 was settled and approved by the court and 
| 

th day of Feoruary, 1883, the plaintiffs in error 


, ' ‘ + 
. * >} ; ; . 4 , 
1 upon the defendants and their citol 
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B. Grant (one of the defendants in 


eg a 


re 
t] 
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error), who testified that the defendants had used two furnaces 
embodying the patented invention in 1878 and eight in 1879 
(page 33);—the plaintiff Arents gave a brief account of the 
state of the art of lead smelting at the date of the patentees’ 
invention and of the advantages arising from the invention (tes- 
timony of Arents,pages 28-30);—and finally plaintiffs called fif- 
teen gentlemen of high scientific acquirements and long practi- 
cal experience in the management of lead and other furnaces 
both in this country and abroad, who united in saying that the 
specific ation of the patent is clear and sufficient, that the inven- 
tion is new, a “ great improvement,” and highly useful (deposi- 
tions of Hahn, Eiler, West, Keys, Small, Hardwick, Moss, Bie- 
wend, Cooper, Raht, Kustel, Stetefeldt, Moeller, Ruger, and 


Christy pages 30-33). 
Defi ndants I by ae Me. 


The defendants in error put in evidence certain drawings and 
translated passages from a book published in Berlin, in 1831, 
and known as “ Karsten’s System of Metallurgy.” [he draw- 
ings referred to being bound in the Record, facing page 39, and 
the passages from the text being printed in the Supplemental 
Transcript 

james B, Grant, pages 3} to 62. 


Defendants’ first and principal witness was Mr. James B. 
Grant, one of the defendants. who testified that he had built a 


a 4 
i* 


furnace in construction and scak the one pictured in 
Karsten’s drawing, No. 860, had smelted lead ores therein 
and ascertain cl th it he could so operate it as to obtain cle an 
lead from the fore-hearth. Jl /en operating in this way, he 


} 


says “the principle involve 


—" 


pages 38 and 40), is the same 
as that involved in the Keys & Arents patent 
Mr. Grant admits (@) that he never knew of such a furnace 


as that of the Karsten drawing being used (page 39); (4) that 


it Was necessary to change the position of the slag eve in 
~ ‘ ; ‘ - 
1 
i” 


order to get clean metal in the fore-hearth (page 39 ys ( 
that “ careful work " was necessary to avoid getting slag in 


the fore-hearth ipage 4O ); ?) that it was never contemplated 


—— 
~— > 


by the author to use this furnace as he used it in his expert- 
ments (page 50; see also Karsten’s description of the mode of 
use of a somewhat similar furnace; pages 41-42); (¢) that the 
drawing is a mere “ ideal representation” (page 50); (/) that 
Karsten does not suggest the idea of using his “ ideal” fore- 
hearth for drawing off clean metal (page 52), but on the con- 


obiect in running the slag from the fur- 


r% :> 


> 
—_ 
an 
ad 
ee 
— 
- 
or) 
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nace over the fore-hearth (page 57); (g) that to his own 
knowledge and belief all furnaces having fore-hearths have for 
ing from the fore-hearth to a 
lepresse d basin as a means of retting clean metal (page 59); 
and (4) that the Keys & Arents invention has become the pre- 
vailing mode of construction and operating lead furnaces and 


regarded by the leading smelters as a great improvement 


lhe above testimony all relates to the withdrawal of clean 
lead from the furnace As to the other feature of the Keys 
& Arents’ device, the protection of the bottom of the furnace 
from incrustations or accretions, Mr. Grant, in his direct tes- 
timony (page 25), seeks to give the impression that the pat- 
ented structure adds little or nothing to the utility of a fur- 
nace in this respect, but on cross-examination (page Co), he 
admits that the patented device does prevent accretions, but 
qualifies his admission by asserting that there was another 


] ] : ] ] 


Known device which possessed some of the SQN advantages. 


j 5 J 
f or Hhiegcr, pages O02 to Og. 
‘> j | 


~ é 


his gentleman thinksthe Karsten drawing No. 860,“ similar 
“in principle ” to the Keys & Arents invention (page 63). He 
had seen the furnace built by Grant, but says it was “ notexactly ” 
like the drawing, but in answer to the further question as to 


whether it “ resembled it any he says ves (page 63). He 


is asked to describe certain furnaces which he saw in Spain 
ind which he savs were “ similar in principle " to “ Karsten’'s” 


and does so by explaining that they had but the one lap 
| } ] ’ , ~ll ¢] Incy , l + 

through W ilit i] oO! COUTPS¢ P Aili Lile ~icay and metai ran together 

into the fore-hearth (page 64). “ Ad there is” in the Keys & 


. oe 3 ] hink } _—— -  e - . , 
Arents patent is, he thinks, the downward inclination of the 


arte 
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ead-we ap (page 65). n cross-examinatio e says thi 
lead-well tap (page 65). O ination h ys that 
the lead and slag fall to the bottom of the furnace mzxed up 


; 
[ ht lier (pages H5-0). 


, 


” ome You consice r the Key & Arents lead well. as COnN- 


“structed by them, an improvement over the old mode of tap- 
ping 4 
ss j J 7 " —_ 
\. Why iti COUrSE nies that (page 0} 
ss J A _ 
Swi / f 
Says the Grant experimental r worked on the “ same 


: " 1 . 4 
principl as the Keys & Arents furnace (page Og) when so 
working a ~ very small quantitt of siag got into the tore 


~ <-> 


4 - ] 17 
hearth (page 70). Considers the Keys & Arents lead-well 


improvement on the tap hearth and basin as shown in the 


Karsten drawing. 


Mr. Geist test 


hes that in his opinion there 1s no particular 


hments ()n cross-ex 


advantage in the Keys & Arents atta 

~» © , ’ , , ‘ . 
amination he states; however, that he had paid to the patentees 
two thousand dollars ($200 for the privilege of using thei 


invention, and modifies his condemnation of the invention by 
stating that it 1s advantageous in the treatment of certain rich 


Ores (pag 7) 
«> 7 


\ ° < . | ] : . y ¢ , ‘ ’ > 
Mr. James testines that he had si n the Grant « yperimenta 
ae ; ; j aoll See ‘ 
furnace at work. and describ how it operated, Qn cross 
i 
+] ; is ' . >) rat ry ’ } 
Ch OO-CALLEID Narsten [ore mWeartin 


examination he states that 
was kept constantly as full of lead as it would hold. and that 


when theyv did dip iead trom th fore-hearth they only took 


1 ’ ; . 
out about al hundred pounds ata tin page Ot) 
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The evidence of this Witnes Va take mat Nis home in leng- 
land by commission. He expresses a very positive opinion 
to the effect that the invention claimed in the Keys & Arents 
patent is not novel, and goes on to explain that in his opinion, 


“the Karsten furnace” shown in plate No. 860 could, by 


/ 


‘suitable management,” be made to give the same results, and 
to operate in the same way (pages 82-3). Professor Percy 
does not explain what he means by the expression “ suitable 
management,” and in his reply to cross-interrogations exhib- 
its considerable skill in avoiding direct replies. He admits in 
reply to the twelfth cross-interrogatory (page 50), that he has 
never seen furnaces like either the Keys & Arents or the 


“ Karsten ” structures. 


H. Hbuerman, pages O7 lo Ol. 


[his witness also resides in England, and was examined on 
commission. He states that he does not consider the Keys & 
Arents invention to be novel, because its various features, con- 
sidered separately, had been, he states, in use in sundry places 
mostly not within the United States. It is hardly necessary 
to discuss th question as to whether the pre-existence of the 
separate features of the patented invention spoken of by the 
witness would have any bearing on the novelty of the entire 
structure as patented, because such uses being outside of the 
on the validity of the 


(nited States could have no bearing 


Nae | 


In answer to the sixth interrogatory, the witness states that 
he is of the opinion “that the principle claimed by the 
‘patentees ” is to be found in figure 860 of Karsten. He men- 
tions also certain other publications as disclosing some of the 


invention, but such publications were 


Fe LV (/PIU'aAl PaALCS Ol lo Yq. 


This deposition was also taken by commission, the witness 
residing in Massachusett He states (page 93) that he does 
not think there is any new principle developed in Keys & 
Arents patent which is not indicated by Karsten and that the 


; ‘a * ; ' 5 , . , 
natented structure could be deduced from Karsten’s. 
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[his deposition was also taken by commission. He gives 


on that the action of the patented furnace and of 


8 


the Karsten furnace must be very much the same and that the 
difference in form would not affect the principle on which they 


operate, 
PLAINTIFFS —TESTIMONY IN REBUTTAL. 


Albert . lrents, P 17CS Y7 lO tig. 


Mr. Arents points out (pages 97-8) that the assumed fore- 
hearth or tap-hearth of the Karsten drawing No. 860 is 
adapted and intended like all fore-hearths to receive the entire 
molten contents of the furnace. We explains how entirely dif- 
ferent this fore-hearth is from the lead-well of his patent and 
gives practical reasons why it would be impossible to use a 
furnace having this fore tap-hearth in the way in which the 
lead-well of the patent is used. .On page gg, he points out 
the advantage gained by elevating the lead-well above the 
bottom of the furnace ; and beginning on the bottom of that 
page he explains with great clearness, first, that material alter- 
ations would have to be made in the so-called Karsten struc- 
ure.to enable it to smelt ores at all and that even when such 
alterations had been made, it was practically impossible to op- 
erate it so asto get clean metal out of the fore-hearth. The 
witness expresses himself with great clearness and brevity 
that it would be difficult to do justice to his direct examina- 
tion which extends to page 105, by an abridgement. In his 
cross-examination he states (pages 112 to 113), that a (any) 
furnace constructed in exact accordance with the Karsten 
drawing No. 860 would be inoperative and that in his opinion, 
structural changes must have been made in the Grant experi- 


mental furnace in order to make it work at all. 


krank Faure, pages 115 to 120. 


Mr. Faure testifies that it is in his opinion, impossible to 
operate such a furnace as Karsten illustrates in Fig. 860, with- 
out changes in its construction and points out at length that 
to make such a furnace operative, it Is necessary to close the 


slag eye and withdraw ‘he whole f/uid contents of the furnace 


into the fore-hearth through the closed eye at the bottom. To 


{ ) 


have operated the experimental furnace, he is sure that ma- 
terial changes either in the structure or mode of operation of 


the furnace, must have been made by Mr. Grant. 


- amt 4 
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Mr. Eilers gives as his opinion that it would be practically 
impossible to obtain clean metal in the fore-hearth of the so- 
called Karsten furnace. He describes (page 121), how, by an 
elaborate and careful method of operating such a furnace, it 
might be possible to get some lead into the fore-hearth 
without much admixture with slag and matte, but as he says, 
this is to treat the furnace as a plaything and 1s absolutely out 
of the question in practical operation. As he briefly sums up 
the difference in the result of the two furnaces. In the 
alieged Karsten structure it would be by a mode of use never 
suggested or thought of by the author perhaps possible to 
obtain a little clean lead in the fore-hearth, while in the Keys 


& Arents structure it is impossible to get anything else. 


y ; 
Professor Hahn, pages 125 fo T3T. 


Professor Hahn states and gives full reasons for his opinion, 
that to operate the so-called Karsten furnace at all, it is neces- 
sary to modify and change its structure and that even after 
it is made operative, it would not, without further and very 
material changes, be possible to obtain clean lead in the fore- 
hearth, but that the whole fluid contents of the furnace must 


necessarilv escape into this re eptacle 


A. Hartwig, pages 131 to 134. 
Mr. Hartwig testifies that it would be practically impossi- 
ble to use a Karsten furnace in any other way than by allow- 
ing the slag, matte and metal to escape together into the fore- 


hearth 


Milton Mos ‘. page 5 l 3g lo 1305, 


Mr. Moss testifies that it would be absolutely impossible 
to practically withdraw clean molten lead by means of the 


Karsten fore-hearth. 


a 


ee a ee a La 
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Winfield Scott Keys, pages 138 to 146. 


Mr. Keys ts one of the patentees and plaintiffs in error. 
Like all the other witnesses examined by plaintiffs in error, 
he is a man of practical experience in lead smelting and his 
testimony agrees with theirsas to the impracticability of using 
the Karsten structure so as to practically produce clean metal 
in the fore - hearth. In his deposition he also reviews at some 
length the text of Karsten, pointing out that such a use for 


this furnace was never contemplated or suggested. 


The evidence being all in, counsel for the plaintiff in error 
requested the court to give certain instructions (fourteen in 
number) to the jury; the court in each case refusing to give 
such instructions and counsel for the plaintiff excepting (page's 
140 to 150), and finally the court instructed the jury to find 


a verdict for the defendant without considering the case, the 


plaintiff excepting to such instructions and to the entry of 


judgment upon the verdict given under these instructions 


(pages 150 |) 


cncepenspeemdentatiadiias 


" 
I] 
| Assignment of Errors. 
© 
| The court erred in giving a binding instruction to the jury 
to find for the defendant :-— 

(a.) Because the only question at issue being the indentity 
of the thing described in the Karsten publication : 
the nature, construction, mode of operation, and 
practicability of the Karsten furnace were proper 
subject-matter for the evidence of experts and all 
such evidence should have been submitted to the 
jury together with general instructions as to the 
rules by which they should consider the evidence, 

Bischoft ; Wethered. () \\ all ; S12 : 
fucker vs. Spaulding, 13 Wall., 453. 
~~ 

(4.) Because the evidence of the witnesses introduced in be- 
half of the plaintiffs in error was received without 
objection and was before the jury; this evidence 
contraverted the sufti en y of the Karsten publica- 
tion, and the practicability of the Karsten furnace, 
besides pointing out that the differences between the 
pat nted and the Karst n furnace were of such a Na- 
ture as to necessitate a different mode of operation 
and prevent the same results being obtained by the 
two turnaces 

This evidence, if true, proved that the Karsten publication 
was no anticipation of the patented invention, and 
to judge of its strength or weakness, truth or falsity 

‘ Be : 
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The court erred in refusing to pive % 


to the jury when re- 
quested by counsel for the plaintiffs, the following instruc- 
tion :— 
“That the particular portion of the so-called Karsten fur- 
“nace, called the forehearth, which is claimed by de- 
“fendants to be the same as plaintiffs’ automatic tap, 
“in order to defeat the plaintiffs’ patent, it must have 
“been described in the said Karsten books to be 
‘used for the same purpose and tor the same object 
“as the plaintiffs’ automatic tap and must have prac- 
“tically accomplished the same result; and unless 
“the jury so believe, the said description of a Kars- 
“ten furnace in the said books cannot defeat plain- 


“ tiffs’ right to recover. 


I] 
The court erred in refusing to give to the jury when re- 


quested by counsel for the plaintiffs, the following instruc- 


tion :— ‘ ‘ 
“If the jury believe, from the evidence, that the principle 
‘that liquids in communjcating vessels seek the 
‘same level has not been before applied to the pur- 
“pose of drawing off clean metal from smelting fur- 
‘naces, when in operation by the same device or 
“mechanical contrivance described in the plaintiffs’ ; 
“ specifications to their patent, and has not been prac- 
“ tically, fully, and completely described in the for 
= Ccien public tions o1 works relied on by defendants, 
‘they will find for.the plaintiffs.” 
l\ 
The court erred in refusing to give to the jury when re- 


quested by counsel for the plaintiffs, the following instruc- 
COR 

“That before they can find that t 

“automatic tap has been fully and completely de- 


ie plaintiffs’ invention or 


“scribed in foreign publications, so as to defeat the 


eed 
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‘patent, they must find from the evidence that the 
‘process, contrivances described in the said foreign 
“ publications must be tor the same purpose of with- 
“drawing clean molten metal, separated from all 
“other substances, from smelting furnaces, on the 
“principle that liquids seek the same level in con- 


‘necting vessels, in substantially the same way that 


“it is done by the plaintiffs’ lead-well.”’ 


The court erred in refusing to give to the jury, when re- 

quested by counsel for the plaintiffs, the following instruc- 
tion :— 

If the jury believe, from the evidence, that the so-called 

“ Karsten furnace, or Karsten fore-hearth, constructed 

‘according to the description in Karsten’s work or 

‘atlas referred to, without any material change, 

‘does not or will not withdraw clean molten metal 


n operation, without 


“from smelting furnaces while 
“any mixture of slag, matte, or speiss, then such 
“foreign publications will not defeat plaintiffs’ patent 


‘or right to recover 


Vi 

The court erred in refusing to give to the jury, when re- 
quested by counsel for the plaintiffs, the following instruc- 

tion — 
“ That what is a furnace of ordinary construction in 1871, 
“the date of plaintiffs’ patent, and the mode of tap- 
‘ping metal from such furnaces, and the position 
“and character of the slag exit, are questions of im- 
‘portance in the construction of such a furnace in 
“considering the process or improvement of the 
“ plaintiffs’ patent, because it is to such a furnace 
that the plaintiffs claim to have applied their dis- 


‘covery and improvement.” 


tical hii aaa ade ale ae ee , a a 
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VII. 


The court erred in refusing to give to the jury when re- 
quested by counsel for the plaintiffs, the following instruc- 
tron :— 

“ That there seems to be a little or no dispute in this case 

“that the plaintiffs are the owners of the patent 


‘right claimed; that the specifications are sufficient- 


‘ly certain in desc ription to en ible the discovery 


- 


‘and invention to be carried out and operated from 


- 


‘them: and that it is useful and beneficial in its re- 
“sults. and an improvement on the old methods of 


“accomplishing the same results; and the principal 


= 
- 


question for the consideration of the jury in this 
“case is, whether the description of a furnace con- 


tained in Karsten’s Metallurgy, relied on by the 


“ defense. is substantially the same in its operation 


, 


“and results as the plaintiffs’ patent.” 


Vill 
_ 

The court erred in refusing to give to the jury when re- 
quested by counsel for the plaintiffs, the following instruc- 
tion :— 3 

“ That if the said Karsten furnace, constructed substantially 

“ according to the des ript on read from the books, 
“will not accomplish or bring about the same use- 
“ful results in the withdrawal and separation of the 
‘clean molten metal from the bottom of a crucible 
“of the furnace, as the plaintiffs’ lead-well, then such 
“foreign publications cannot defeat th plaintiffs’ 


” patent. 


IX 


The court erred in refusing to give to the jury when re- 
quested by counsel for the plaintiffs, the following instruc- 
tion :— 

“That the changes in the mechanical arrangements and pro- 


“ portions of the furnace. howevet unimportant they 


* ea 
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‘may appear, if they produce a useful and beneficial 
“result and a substantial improvement in the art of 
“smelting, such changes, together with the benefi- 
‘cial results obtained, will support the plaintiffs’ 
" patent.” 

X. 

The court erred in refusing to give to the jury when re- 
quested by counsel for the plaintiffs, the following instruc- 
tion :— | 

“The model presented by the defendants is claimed by them 

“to be like a Karsten furnace, represented in figure 
“860 of the Karsten Atlas, and described on page 
“ 166, volume 5, of Karsten’s works, and other fig- 
‘ures on the same page of the atlas; and if the jury 
“find from the evidence, that this model is not like 
“the said figure 860 of said atlas and the description 
“on said page 166 in all the essential and material 


‘ details. they should not consider it in this case.” 


XI. 

The court erred in refusing to give to the jury when re- 
quested by counsel for the plaintiffs, the following instruc- 
tion :— 

“ Defendants rely, as a defense, on figure 860, plate 41, in 

“the atlas of Karsten’s Metallurgy, and the descrip- 
“tion found in volume 5, page 186, of Karsten’s 
“works; and if the furnace claimed to have been 
“built and operated by the defendants was not sub- 
“stantially the same as this description, and did not 
“without any material changes produce the same re- 
“sults as the plaintiffs’ lead-well, they will find for 


“the plaintiffs 


X11. 
The court erred in refusing to give to the jury when re- 
quested by counsel for the plaintiffs, the following instruc- 
tion :— 


“On this question of prior publication, in relation to it, the 


16 


‘court charges you that a description contemplated 
“by the law as sufficient to defeat a patent must be 


, 


“ sufficiently full, clear and concise, so that a person 
“ skilled in the art to which the invention appertains 
“could from the des ription construct the invention 
“ of the plaintiffs ; and if 5 ou find that Karsten does 
“not give such a sufficient description in his work, 
“of figure 860, as would enable a person skilled in 
“the art to produce that invention, or sufficient to 
“entitle a party to a patent which would defeat this 
“invention, then you are to consider that that figure 


“ 860 does not constitute a defense in this case.” 


NIT. 


The court erred in refusing to give to the jury when re- 


quested by counsel for the plaintiffs, the following instruc- 


“That they are the judges of whether or not the automatic 


~ tap of plaintiffs is like th -called ‘ Karsten fore- 
“ hearth’, its objects and uses and beneficial results. 
“slo determine this, they should consider what 
“changes have to be made in the construction of a 
“ Karsten furnace and its operation to make it like 
“the automatic tap; that is, has the open slag-eye, 
‘so-called, been changed into a slag tap-hole; has 
“the position of the open eyeand slag exit been 
“changed; did the Karsten forehearth receive into 
“it all the molten masses, while the automatic basin 
“receives only clean metal; and was the location of 
“the Karsten forehearth, with reference to the front 
“ and sides of the furnace, the same as the automatic 
“tap? Whether these are material changes and 
“whether these changes produce useful and bene- 
“ficial results in the method of withdrawing clean 
“metal from furnaces, are questions of fact for the 
“iury; and if the jury believe, from the evidence 


“that these changes are material and beneficial in 


“their results, they will find for the plaintiffs.” 


[7 


XIV. 
The court erred in refusing to give to the jury when re- 
quested by counsel for the plaintiffs, the following instruc- 


ion :— 

x “ That the amount of damages plaintiffs are entitled to re- 
“cover is the annual license fixed by them for the 
“use of their invention, or automatic tap, which has 
‘“ been testified to be $250.00 a year, in advance, for 
‘the use of each automatic tap attached to a furnace. 
‘The number of furnaces used by defendants mul- 
“tiplied by two hundred and fifty, and then by the 
“number of years defendants have used such auto- 

matic taps, w be the measure of plaintiffs’ dam- 

“ages; such fee is charged in advance, and the frac- 
‘tional part of a year must |): regarded as a whole 
i, ~ og 

~~ 

ee 
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Argument. 

It is not disputed in this case: 

(a.) That the plaintiffs in error are original inventors of the 
thing patented. 

(6.) That the specifications of the patent are clear and suff- 
cient. 

(c.) That the invention is of great practical utility and value. 

(@.) The patent of generally recognized validity. 

(¢.) That the defendants in error are using the patented in- 
vention. 

The defendants in error, having in one of their amended 
pleas set out the book of Karsten as a publication describing 
the patented invention prior to the supposed invention thereof 
by the patentees, rested their case at the trial entirely on this 
publication and the issue before the court and jury was the 
very simple one of the identity of the description in Karsten 
with the patented invention 

rom the text of Karsten’s work, the defendants ofiered 
pages 318, 319, 320 of Vol. 3, published in 1831,and page 100 
of Vols, published in 1S 22. (Of the three pages from Vol. 
3, translations were made by both the plaintiff and defendant 
which differs in some respects and both are certified from the 
court below. (See Supplemental Transcript.) The transla- 
tion from page 166 of the fifth volume (Supplemental Trans- 
cript, page 12), is admittedly correct logether with these 
extracts from the text of Karsten, drawings from the accom- 
panying atlas, and numbered 473, 474, 475, and 858, 859, 860, 
were offered in e\ idence. The first thre being different views 
of one furnace, referred to on page 320, andthe last three be- 
Ing different views of another furnace, referred to on page 166, 

None of the defendants’ witnesses referred to the furnace 
shown in Figures 473 to 475, as embodying the plaintiffs’ in- 
vention, or asserted that it could be made to serve the same 
purposes or operated in the same way. Neither was it pre- 

) tended that the furnace shown in Figures 858 to 860 was in- 


tended to be used in the manner and for the purposes described 


in the patent, or that there was anything in the text of the 
Karsten book which described o1 suggested the method of 
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obtaining pure lead from the furnace, and of protecting the 
bottom thereof, which is described in the patent. 

There ts then, confessedly, no descriptive matter in this alleged 
prior publication, which would inform one skilled in the art that 
ut was possible to construct a furnace which would automatically 

-_ diliver pure lead into an exterior basin, and at the same time 
eHectively protect itself against the formation of accretions about 
its bottom, nor instruct such a one as to how a furnace shoulda be 
constructed or used in order to obtain these desirable features and 
modes of operation, On the contrary, the text of the Karsten 
book describes in each case a mode of use inwhich the slag, matte, 
and metal is all run out into the same receptacle in which the 
separation of the metal from the other matters is afterwards 
CW &e led, and tf any snieltcr should butla these ju wWaCcEeS ana USE 
them in the way described by Karsten, he would never find out 
that they possessed the capability of delivering pure metal into their 
fore-hearth, even if it were true that they were capable of being 
so used. 

But just here is where the curious feature of this case 

ae aes appears. As we have already said none of the defendants’ 


4 


witnesses asserted that the furnace shown in Figures 473 to 


‘ 


475 is capable of be Ing used for the same purposes as the pat- 
ented furnace, and neither do they assert that THE FURNACE 
shown in the thre figure ; S585, Sso and &60 could be so used. 
What they do assert ts, that a furnace CAN be built having THE 
SAMECENTRALSIDE ELEVATION as the Karsten furnace, (the central 
side elevation of which is shown in Figure 860,) wich would be 
CAPABLE of being used to effect the delivery of pure metal into the 
fore-hearth, PROVIDED the open slag eve was moved to one side of 
the fore-hearth instead of opening into it as shown tn the Karsten 
Arawing. 

The defendants in error claim that they constructed a fur- 
nace LIKE Fic. 860; that is, having the same central side 


elevation, for that is ALL thatis shownin Fig. 860. And they 
and their experts claim that by moving the slag eye to one 
side, they were able to operate this furnace in such a way that 
the metallic lead came into the forehearth through the cov- 


ered eye with very little admixture with slag. They cou/d do 


this, they said, with “careful management.” What this careful 


th 
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management was, is more fully explained by their own wit- 
ness James, who states (pages 80-1), that they kept the fore- 
hearth full of lead, just skimming the metal off from its tep 
in driblets. That this was a practicable method of operating 
the furnace, is too absurd to be even pretended. That it was 
even possible to operate the furnace at all in this way without 
materially altering the dimensions of the covered eye and other 
features shown in the Karsten drawing in addition to moving 
the slag eye, is denied by some of the most intelligent and 
experienced of the plaintiffs’ witnesses who fortify their opin- 
ions by calculations of mathematical accuracy. 

But suppose that the defendants’ witnesses were right and 
the plaintiffs’ wrong. Suppose that a /urnace was built which, 
in its central side elevation, was like Fig. 860 of Karsten. 
Many such furnaces could no doubt be constructed, but they 
h 


would not be the SUuINUACE whi Karsten illustrates in the 


THREE FIGURES, 858, ze/uch is a plan mew, S5Q wiich is a front 
elevation,and S60 which is a central side elevation. And by 
looking at Fig. 858 we see at once why the defendants’ wit- 
nesses were so careful in their testimony not to refer to the 
furnace illustrated in plate 41 of Karsten’s atlas and referred 
to in his text, but to “the furnace’? shown in Fig. 860; for 
the fore-hearth of THE Aarsten furnace has a tap hole running 
from it to a lead basin below, avd tis tap hole enters the 
fore-hearth so nearits bottom that it ts at once evident that the 
metallic lead in the fore-lwarth would never rise to a height 
sufi 1ént fo insure that thr covered (ve should be protect ad by 
columns of metal within and without the furnace from the en- 
trance of the slag. 

The defendants in error then are in the position of claiming 
that our patent is invalid ;--not because Karsten descrided how 
to construct and operate a furnace in the same way ;—not 
because any man alive Avew that a furnace could be operated 
in this way;—not because Karsten sowed in his plates the 
construction of a furnace, which, in the light of the patentee’s 
specification, a man skilled in the art can now see is capable 
of being operated to produce some of the useful effects 


’ 
+ 


obtained by following the patent ;—but because there is in 


Karsten's atlas the central side elevation of a furnace, which, 


of you disregard the other views of the same furnace, you may 
embody in a furnace structure which shall be capable of opera- 
ting with “careful management” in the same way as the 
patented furnace. 

Such a position is indeed absurd to the last degree, and yet 
it is absolutely and literally the position of the defendants in 
error in this case. 

The Court might well have taken the case from the jury, 
but it should have been for the reason that the evidence for 
the defendants did not in the slightest degree tend to prove 
that the furnaces described or shown by Karsten were like, or 
substantially like, the patented furnace, and there was therefore 
no evidence on which the jury could find that the plaintiffs’ 
patent was invalid. 

But even if it be conceded that a furnace having the same 
central side elevation as that shown in Fig. 860 of the Kars- 
ten furnace, but not having the perforated forehearth. shown 
by Karsten to exist in his furnace, and having its slag eye 
placed in an entirely different position, cou/d be considered as 
the furnace shown and described by Karsten, there still remains 
the hotly contested question as to whether even such a fur- 
nace, in view of all that is now known from the publication of 
the plaintiffs’ patent and its wide introduction into use, could 
be made to so Ope rate as to deliver clean metal into its fore- 
hearth. This question of fact should, beyond a doubt, have 
been left to the jury, and even if it were decided that it could 
be so used, it would still be unlike the patented furnace in 
many important particulars, to wit :- 


] 


(a.) It would obviously lack the automatic action of the 
plaintiffs’ device, which can only deliver lead into its elevated 
basin when the bottom of the furnace is filled, to a consider- 
able height above the lead exit passage, with metallic lead ; 
while the most that can be claimed for the Grant experimen- 
tal furnace is that by “ careful management” on the part of 
the operator, he can prevent much slag from getting into the 
forehearth. 

(4.) The deep stratum of metallic lead which must exist 
above the top of the lead exit opening in a furnace construct- 


ed like the patented one. and which enables the lead to 


>» 


thoroughly free itself from lighter impurities before it reaches 
the exit, can evidently have no practical existence in such a 
furnace as the Grant experimental furnace 

(c.) The protection to the bottom of the furnace and the 
exit passage against contact with slag or matte and conse- 
quent danger of the formation of accretions or incrustations 
which. the patented furnace affords, would not be obtainable 
by the construction of the Grant experimental furnace. 

Whether a furnace, differing f: the one patented in all 
these features, and having its only point of resemblance in its 
capacity through “ careful management " to deliver clean lead 
into its forehearth. could pe con cd ed as anticipating the 
invention of the patentees, ts, t y the least, a question of 
fact which | 

lt is to be regretted that the court low did not see fit to 
make the reasons whi ly influ nced 1 in taking this case trom 
the jury a part of the record, and we are thus left to infer the 
line of reasoning by which thx rt was misled. It is to 
minds unfamiliar with technica! yects and their develop 
ment through invention difficult to understand that the most 


beautiful and useful inventions a3 Ma LY characterized by 
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the adaptation of everlasting and unchanging natural princi- 
ples to useful work. 

If the patentees had undertaken to cover this, or any other 
natural principle in their claim, it would not be necessary to 
show that some one eise had prior knowledge of the same law 
of nature, to defeat their patent. But these patentees are the 

questioned inventors or discoverers of the means by which 
this natural principle may be made to co-act with others to au- 
tomatically deliver clean pure lead from the smelter, and to 
feat their patent for this invention, it is not sufficient to say 
that the capacity for such use was an inherent attribute of a 
principle or natural law, but itis incumbent on the infringer to 
show that some one else had recognized this capacity and had 
notified the public of the means by which it could be practica- 
bly utilized lf inventions are to be theorized away on the 
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bilitv that inventions must consist either in devices in the na- 


ture of perpetual motion ma hines which must act in deflance 
toall known principles, or uninvolved complications of mechan- 

m. the rinciples of ich it is difficult o1 impossible to 
understand 


Lo return to the kK irsten book which the. court had before 
in error admit contains no 
Git scripriyv' matte! ‘4 hie a indi at , that the author knew of the 


nossibilitv of Operating a sm Iter in the way Spt cifled by the 
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patentees, we find that Karsten depended on a totally different 
‘ ’ , . o 

principie to efiect the purihication ol his lead. viz. : that of the 


natural law D\ which lead remains fluid at temperatures at 
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where it is not only withdrawn from the heat of the furnace, 


: , 
but directly in contact with the air; of course under these 
conditions the slag chills and solidifies and may be thrown off 
‘ ° ‘ ; ' } , j 1 1, ' ’ : 
trom the iead or the ik ad withdrawn trom beneath it, as 1s 1n- 
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dicated by Karsten in plate 41. This last method of tapping 
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the lead from the forehearth was, the defendants’ experts testi- 
fied, the one universally in use with furnaces having fore- 
hearths. 

(;rant, page 59. 

The principle then on which Karsten relied to free his lead 
from slag was different from the principle utilized by the pat- 
entees, and necessitat d the iddition to the forehearth of an 
independent lead-well below the hearth, and the principle of 
the equilibrium of fluids in communicating vessels was not 
utilized and could not be utilized to aid in the purification of 
the metal without a complete abandonment of the principle 
on which Karsten relied to do this work, and a complete 
change in the conditions and appliances by which it was 
brought into action 


i 


* , 7 '7 
Exc pt then in the sense that all struc tures, processes, and 
77 , . 1] +» g . : 

methods are at all times subject to al! natural laws, there is no 
similaritv in the operative principie of th Karsten and the 
patented furnace 

— . ‘ - 5% : 

Lhe instructions to the jury which plaintiffs’ counsel re- 
quested at the close of the trial and which were refused by 

oe 

the court are imbodied 1n the assignments of error numbered 
2 to 14; In part they reiate to the d sputed matters of fact 
as to the operation of the Grant experimental or so-called 
kK rete. ' aed Sf 61 > i ny thy ’ fear > 1] “ 
Sarsten turnace, and if the evidence on this matter were allower 
to go to the jury, there can be no question but that such in- 

[he instructions requested in behalf of the plaintiff as to 
what an alleged prior publication must contain to constitute 
4 +. % ’ ’ ’ ‘5? ; ‘+ ‘ ] : +} . | 
itan anticipation of a patent, al mn accord with the iaw as 
declared by this court in Seymour vs. Osborne, 11 Wall., 555. 
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But it iS not necessary to a Iss tie CXCCHPTIIONS In dae tail 
since it will probably not be disputed that if this case should 
have gone to the jury, it should have been with instructions 
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This is an action at law for damages for the infringe- 


! ment of Letters Patent, No. 121,385, dated November 28, es 
. IS71, granted to Winfield Scott Keyes and Albert Arents cc 
(plaintiffs below and plaintiffs in error in this court) for e 
. improvement in Furnaces for Smelting Lead and other 2B 
Ores. A copy of the patent will be found on pp. 27 and 


28 of the record. 


. . . ‘ . ae 
After all the testimony had been submitted before the _ 
jury, the Circuit Court was of opinicn that the plaintiffs | ia 
te 


were not entitled to recover, and thereupon instructed the 
jury to find a verdict for the defendants. ‘To this instruc- 
tion the plaintiffs excepted, and presented numerous 
requests for matters to be given in charge to the Jury, all 
of which were refused, and for such refusals exceptions 


were taken. 


It is open to grave question whether any one of the 
specific exceptions is tenable, from defects in form, failure 
to set out the testimony which would authorize the prop- 
osition that the truth of the matter therein contained 
should be weighed by the jury, or because asking instruc- 
tions upon abstract propositions of law not shown by the 
exceptions to be relevant to the issues; but imasmuch as 
the error on the part of the court below (if any there be) 
rests upon the action of the court In instructing the jury 
to ‘find a verdict for the defendants upon the whole case as 
presented at the trial, the correctness of this action will be 
considered upon the assumption that such direction is in 
proper form in the exceptions as stated, brought up for 


review by this court. 


It is now the settled law of this court, since the case of 
Improvemeat Co. vs. Munson, 14 Wall. 442, that in’ every 
case, before the matter in issue is submitted to the jury, 
there is a preliminary question for the judge,—not whether 
there is literally no evidence, but whether there is any 
upon which a jury can properly proceed to find a verdict 
for the party producing it, upon whom the onus of proof 


is imposed. 


Again, it has been repeatedly declared that— 


‘It is the settled law of this court that when the evidence 
given at the trial, with all inferences that the jury could jus- 


tifiably draw from it, is insufflcient to support a verdict for 
the plaintiff, so that such verdict, if returned, must be set 
aside, the court is not bound to submit the case to the jury, 
but may direct a verdict for the defendant.* 


A consideration of the record of the case will show not 
only that the court was justified in directing a verdict for 
the defendant, but that if the case had been submitted to 
the jury and a verdict for the plaintiffs rendered, it would 
have been the duty of the court to have set the same aside, 
and have ordered a new trial before acquiescing in such 
finding. Essentially the preliminary question which the 
judge was bound to consider was, whether a smelting fur- 
nace already known to the art, and described and illus. 
trated in a printed publication long prior in date to the 
plaintiffs’ patent, exhibited the same organization in prin- 
ciple, and involved, or was capable of involving the same 
method for withdrawing the molten metal. It was also 
entirely competent for the judge presiding at the trial in 
case the prior publication described a furnace, which when 
constructed and put to use would be practically inferior to 
the furnace described in the plaintiffs’ patent, to exercise 
his judgment whether such differences were due only to 
improvements in mechanical construction involving no dif- 
ference in principle. Furthermore, in case the prior pub- 
lication was not an exact anticipation of the patent, it 
might nevertheless be clear that the inventive faculty was 
not required to be exercised to produce the specific organ- 
ization of form shown in the plaintiffs’ patent. In such 
cases it would not only be proper, but it would be the 


* Improvement Co. vs. Munson, 14 Wall. 442; Pleasants 
vs. Fant, 22 1d. 116; Herbert vs. Butler. 97 U.S. 319: Bow- 
ditch vs. Boston, 101 Id. 16; Griggs vs. Hlouston, 104 Id. 
553; Randall vs B. & O. R. 2. Co., 109 Id. 178; Anderson 
( ounty Clommissioners V8. Beal, 113 Id, 227 ; Baylis vs. In- 


surance Oo., Id. 316; Schofield Vs. Railway Uo. 114 Id. 618. 
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dutv of the court to incur no risk as to the miscarriage of 


justice, by submitting questions to be determined by the 


jury which, by the decisions of this court, fall more ap- 


propriately within the province of the judge.* 


The Keyes and Arents Patent. 


The improvement set forth in the patent as the subject 
of invention is one capable of being readily understood 
from a reading of the text and an inspection of the draw- 
ing. It relates simply to a method of tapping a lead fur- 
nace which consists in the employment of a basin to receive 
the molten metal, located at a suitable elevation above the 
bottom of the furnace, such basin being connected with the 
interior of the furnace by means of a connecting tube. 
Shortly stated. the patentees propose, in place of tapping 
a lead smelting furnace by withdrawing the molten metal 
through a tap-hole near the bottom, to allow such metal 
to flow upward into a receiving basin under the operation 
of the familiar natural law, that liquids will seek the same 
level in communicating vessels. ‘The theory upon which 
the patent is based, is that clean metal, unaccompanied 
with slag or other impure products resulting from the 
operation of smelting lead ores, will, by reason of its greater 
specific gravity, settle to the bottom of the furnace, and 


will ascend through the connecting tube—as the mass of 


. Bischoff Vas. We the red. I Wall. S12 ° Ne Hyniour vs. Osborne, 
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molten metal fises within the furnace—into the receiving 
basin, from which it can be dipped with a ladle. 


The claim of the patent is to 


‘*The method of tapping or withdrawing molten lead or 
other metals from a smelting furnace, by means of a basin B, 
and tube or connection C, in combination with the furnace, 
substantially as shown and described.” 


The art of smelting metals is one of the oldest of human 
industries. A well-known form of smelting furnace would 
consist of a cylindrieal shaft lined with fire-resistant mate- 
rial, and located above a crucible or receptacle for the 
metal when melted. ‘This shaft is charged with fuel and 
with the proper proportions of ore and flux. Holes extend 
through the wall of ‘the furnace underneath the charge, 
through which blasts of air are forced under pressure, to 
stimulate the burning of the fuelandto melt the ore. The 
metal which the ore contains, when reduced to fluidity by 
the action of the fire. settles downward to the bottom or 
hearth of the furnace, from which it can be withdrawn by 
opening a hole through the wall of the furnace near the 
bottom. which hole. while the ore is being smelted, 1s 
closed with a plug of clay. The stream of metal issuing 
from the exit-hole is caught at the tap by ladles, for pour- 
Ing into moulds or IS I'¢ ceived Into a basin or receptacle 


from which the metal can be dipped. 


In the reduction of ores by smelting, a large quantity 
of slag or retuse matter Is formed. and which is also in al 
molten state. ‘le remove this slag.:.so that it shall not 
become commingled to an injurious degree witn the clean 


metal. a hole is made through the wall of the furnace at a 


suitable elevation, and through which hole the slag, at 
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stated periods, or as it is formed, is drawn Off. This slag 


exit-hole can be closed at pleasure with a plug of clay. 


The plaintiffs: improvement contemplates no change in 
the construction of the essential! parts of a smelting furnace 
beyond what would be comprehended in the statement that 
the exit-hole for the metal at the hearth is connected by 
meaus of a conducting pipe with an exterior elevated basin 
for receiving the molten metal. whenever the metal inside 
the crucible or lower part of the furnace stands at a height 


above the plane of the bottom of the rece ing basin. 


The Karsten Publication of A. D. 1831. 


Wie defendants put in evidence certain extracts from 


the text and illustrative drawings of smelting furnaces of 


the authoritative treatise upon Metallurgy by Dr. J. B 
Karsten, of ¢ rermany . published at Berlin in 1831-32. 


At Vol. II. )). 31S, definitions are given of the terms 
of description emploved in the classification of smelting 
furnaces. as follows: 

(SIS) The fore-hearth is that part of the crucible pro- 
jecting in front of the fire-wall ol the furnace. 

ae | ‘racibl Furnace S aire those shaft-furnaces in which the 
erucibl Is entirely on the ‘naide, They are divided into eve- 
crucible furnaces, and tap-crucible furnaces. The former have 
an eye in the front wall from which the slag tlows continu- 
ously . the metal and matte bye ing tapped otf at intervals into 
basins. 

‘+The {¢t pr yuciole furnaces are those in which the metal, 
matte and slag are all tapped off from time to time. 


+e Sumph-f urnaces are those shaft-furnaces in which the 
erucible is partly in the furnace and partly in tront of the fur- 
nace. The slag runs off continuous ly over the fore-hearth. 


— 
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The metal and matte are tapped off into receiving vessels or 
tap-basins. Sometimes the sumph-furnaces are not provided 
with tap-basins, and the metal in them is dipped with ladles 
direct from the fore-hearth. 

‘Spur or channel-furnaces are shaft-furnaces without a 
crucible. The molten contents flow through the eye directly 
from the turnace-hearth into receiving vessels. These differ- 
ent furnaces.can be more advantageously studied from draw- 
ings than from written descriptions. 

**(319) In some countries the crucible-furnace is pre- 
ferred ; in others, the sumph-furnace. It is not advisable 
to use the channel-furnace when clean metal is produced. 
With this furnace the metal is not protected from oxidation. 
It is used chiefly in smelting copper ores, with a view to pro- 
ducing copper matte. 

‘*The drawings, figures 461 to 463, represent an eye-cru- 
cible furnace. The slag runs continuously through a hole in 
the front wall. The metal and matte are tapped off at inter- 
vals through a hole in the side of the crucible. 

‘*The drawings, figures 464 to 466, represent an eye-cru- 
cible furnace, which differs from the former, in that the tap- 
hole is in the front wall and at the bottom of the crucible. 

‘The drawings, figures 467 to 469, represent a tap-cruci- 
ble furnace. The metal, matte and slag are tapped off from 
time tu time into recels ing basins. 

‘The drawings, figures 470 to 472, represent an eye-cru- 
cible similar to the one represented by drawings, figures 464 
to 466; it is provided with two tap-basins. The slag also 
passes through a basin, for the purpose of allowing the small 
particles of metal and matte mixed with it to settle. 

*©(320) The drawings, figures 475 to 475, represent a 
sumph-furnace with a covered eye, in which the brasque (a 
mixture of fire-clay and coke-dust) under the front wall 
divides the sumph into hiro communicating PeRNe ls. 

‘*The slag runs off continuously through the eye between 
the bottom of the front wall and the top of the brasque par- 
tition. 

‘*This arrangement is used when it is desired fo dip the 
clean metal with ladles from the fore-hearth instead of 
drawing it off rnto tap- WISENB. 

‘‘The drawings, figures 476 to 478, represent a sumph- 
furnace with an entirely open breast, in which the slag passes 
off immediately over the fore-hearth. 

‘The drawings, figures 479 and 480, represent a sumph- 


furnace with a covered eye, and with a tap-basin, into which 
the metal and matte are tapped from the fore-hearth. This 
furnace might be regarded as a channel-furnace, by simply 
conside ring the short canal, or eye, which connects the sumph 
under the shaft with the fore-hearth, as a channel. Dut, by 
means of this short canal or eve, the sumph and the fore- 


hearth stand in combination with each other as if paw Of 
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and nota channel-furnace. The slag may pass through the 
covered cye into the for ~ hye arth. or through an open eve 
above the fore-hearth, the /atter eye being used exclusively 


for the slag. 

‘Tn smelting operations, here little or no slag is produced, 
the upper eye is dispense d with entirely.” . 

(Vol. V, p. 166) **The arrangement of this furnace is 
shown by the drawing, figure 858, representing a horizontal 
section through the tuvere; figure &60, a vertical section 
from the back to the front wall through the tuyere, and figure 
BHO. il tront view, The method of operating this furnace is 
the sainec AS in the high hurnace used nn smelting slimes. The 
tuvere is fourteen inches above the horizontal surface of the 
fore-hearth. The height of the shaft from the tuyere to the 


‘wish measure). 
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feed door is 44 inches (Calinb 
, ** The inclination of the back, front and side walls, is shown 
in the drawing. 
‘*A shaft has the same width in front and behind. 
‘*The depth from the back to the front wall through the 


tuvere is 42 inches (Calinbergish measure ).” 


| would respectfully submit that from the foregoing de- 
scription, when read in the light of the drawings (Rec. be- 
tween pp. oS and 39,) itis clear that a smelting furnace 


which is constructed 


with a “sumph, ora crucible o1 
hearth which is partly within the walls of the furnace ; 
partly without such walls, such sumph being divided by 
partition with an opening at the bottom of the same. 
that all of the crucible that is upon one side of the parti- 
tion is within the furnace, and all of the crucible that is 


upon the other side of the partition 1s exterior to the fur- 


nace, but the two chamber res eptacles or basins so formed 


° 
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by the partition being in communication, must operate 
upon the principle described in the plaintiff's patent. 


The “eye,” which is the passage-way between the 
‘two communicating vessels,” is described as a ** covered 
eye; that is, covered by the molten clean metal, which, 
being the heaviest of the products from the ore, has first 
entered the interior of the vessel and passed through the 
communicating eye into the exterior basin, in which it will 
rise as the height of the body of molten metal rises in the 
interior of the vessel. The slag aud other products of 
less specific gravity than the clean or reguline metal, will 
naturally rise to the top of the clean metal upon the inte- 
rior vessel or hearth, and will be prevented by the dividing 
partition from passing through the communicating eye in 
any considerable degree into the exterior vessel or fore- 


hearth. 


Provision is made for running off the slag floating on 
the surface of the metal within the furnace, through a slag 
eve located near the top of the partition, and it 1s ex- 
pressly stated that “‘this arrangement 1s used when it is 
desired to dip the clean metal with ladles from the fore- 


hearth instead of drawing it off into tap-basins. 


The plaintiffs’ patent does not describe in the text, or 
show in the drawings, any “ slag eye.” but it is manifest 
that the slag and other products than clean metal, result- 
ing from the process of smelting lead ore, must be gotten 
rid of in some way, and as the patent relates to an im- 
provement upon the ordinary furnace, it is to be presumed 
that the plaintiffs intend to discharge the accumulating 


10) 


slag by providing their furnaces with a proper exit chan- 


nel for the slag. 


The drawings, Nos. 858, 859 and 860 of Karsten’s 
treatise are perfectly intelligible without any descriptive 
text, but they may be read in connection with the descrip- 
tion of the furnaces embodying the same principle, described 
on pp. 318-320 of Vol. IIL The dimensions of the furnace 
are given, and its construction made clear to any person at 
all familiar with the subject by drawings in front view and 


in horizontal and in vertical section. 


[t does not require any explanation from experts to ad- 
vise the court that these drawings show a “ sumph” fur- 
nace having two communicating lead receptacles, one of 
which is located within the furnace and primarily receives 
the molten metal, and the other receptacle is exterior to 
the furnace and receives its clean metal from the eye com- 
municating with the interior receptacle. It is apparent 
that the eye communication between the two vessels is 
closed, in the sense that it is submerged by the metal in 
the vessels. If ¢lean reguline metal will, from its greater 
gravity settle upon the bottom of the hearth or crucible in 
the plaintiffs’ furnace, the same natural law will be in op- 
eration when the Karsten furnace is working. If clean 
metal which has settled to the bottom of the interior cham- 
ber of the plaintiffs’ furnace will flow up the connecting- 
tube into the receiving basin as the result of a natural law, 
modified by the effect of the pressure incident to the blast 
introduced through the tuyeres and by the superincum- 
bent weight of the slag and other products, so also, bythe 
same laws will clean metal pass through the covered eve 
in the Karsten furnace into the bottom of the exterior re- 


celving basin, and rise under the same law in such vessel 


1] 


as the molten mass rises in height upon the bottom of the 


interior hearth. 


This proposition of fact and of the operation of natural 
laws is too plain for discussion. The truth of the state- 
ment is not denied by the plaintiffs themselves, who testi- 
fied as witnesses, or by any person called in their behalf; 
but they say only, in effect, that the Karsten furnace, 
when constructed according to the description in Karsten’s 
treatise, as illustrated by the drawings, would not operate 
practically as usefully as a furnace constructed according 
to the form. and of the materials, and in the manner shown 
in the plaintiffs’ patent. One objection is, that the par- 
tition in the Karsten furnace which separates the hearths 
‘into communicating vessels, is made of brasque, a mixture 
of fire-clav and coke-dust, and that it is less enduring than 
a partition of fire-brick would be. ‘This material, how- 
ever, is suitable for a furnace of small capacity, such as 
was commonly employed for reducing particular kinds of 
ore obtained in comparatively small quantities from the 
district in the neighborhood of Freiberg. It is enough 
for the purposes of the application of the rule of law to 
the case, that brasque is a fire-resistant material. although 


it may be inferior to other natural or artificial substances. 


Another objection is that the height of the receiving 
chamber within the furnace below the tuyeres, or blast 
passages, is not as great as it should be for the best effects, 
and that under the influence of the interior pressure 
induced by the blast and other causes more or less slag, 
which is of less specific gravity than the pure reguline 
metal, would be forced through the covered eye into the 
exterior chamber. ‘This, if true, would exhibit no fault 
in principle, but only a fault in construction. On the other 


hand, the testimony is, that in the plaintiffs furnace other 
products than clean metal can be made to pass into the 
receiving basin in the event that the furnace is improperly 
managed, and it 1s quite apparent that if the interior pres- 
sure be made too great, or if the proper conditions for the 
working of the furnace are not strictly observed, impure 
substances. could be forced mechanically through the 
ascending spout in the plaintiffs’ furnace, less readily, 
perhaps, than they would be in a furnace constructed 
according to Karsten’s drawings, but by the effect of the 


operation of the same set of laws and forces. 


Another objection is, that the Karsten furnace has a 
slag eye directly over the receiving basin, and that the 
diameter of this eye is too large for the successful practi- 
cal operation of the furnace. ‘This again, if true, is only 
a matfer to be remedied by construction. It certainly does 
not constitute invention to change the location of the slag- 
discharging eye from a position over the fire-hearth to a 
position more to the right or to the left. It is expressly 
stated in the deseription ot igs, 173 and 475. that “* the 
slag runs off continuously through the eve between the bot- 
rom of the tront wall and the top of the brasque partition, | 
and that “‘this arrangement is used when it is desired to 
dip the clean metal with ladles from the fire-hearth instead 


of drawing it off into tap-basins. ” 


Again, in the description of kigs. 479 and 480. it is 
stated that “the slag may pass through the covered eye 
into the fire-hearth, or through an open eye above the 
tire-hearth, the latter eye being used exclusively for the 
slag,” and that “in smelting operations, where little or no 
slag is produced, the upper eye is dispensed with entirely.” 


[t seems plain that where ores are being reduced which 
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vield a large amount of slag, the same would be drawn off 
through an upper eye, but in smelting operations, where 
no slag is produced, there will be no occasion for the use 


of a slag eve. 


The essential thing which the court below was entitled 
to ascertain before the case was submitted to the jury, 
was whether the Karsten furnaces exhibited a system or 
method of tapping or withdrawing lead or other metals 
from asmelting furnace by such construction of furnace 
as would involve an inner receptacle for molten metal and 
an outer receptacle connected with the first by a com- 
municating channel or eye, so that the lower strata of 
reguline metal deposited upon the bottom of the interior 
crucible or hearth should flow through into the outer 
basin, from which it can be dipped with ladles. Otherwise 
stated. do the Karsten furnaces, described and illustrated 
by drawings, exhibit what may be called a separator, as 
distinguished from a tap which, when opened, allows the 


whole molten contents of the furnace, with out any separ- 


ation, to flow out. Undoubtedly, the mineral resources of 


Utah. Colorado, and the other mining districts of the 
United States, are vastly greater in extent than the mining 
districts in the Hartz mountains, and the operations of 
smelting, during the last fifteen vears, in this country, are 
on a scale entirely beyond anything that was known in the 
same industry in Germany in 1831. Furnaces of greatly 
increased size are required for the necessities of the busi- 
ness and for the reduction of enormous supplies of ores at 
hand. It is proper to expect that there should be im- 
provements in the mechanical construction of such 
furnaces. ‘The question, however, is not whether the 


Keyes & Arents smelting furnace is a better apparatus for 


money-making purposes than afurnace constructed accord- 
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ing to the Karsten drawings, but the inquiry is, whether 


any new principle has been introduced by the plaintiff for 
withdrawing clean lead from an exterior basin communi- 


cating with the interior hearth of the furnace. 


I insist that it is impossible to distinguish the principle 
upon which the Karsten furnace must act from the principle 
upon which the patent of the plaintiffs describes their 
furnace to act. ‘The differences are differences only in 
degree, and not in kind. | submit, therefore, that upon 
the proof of the Karsten publication disclosed in the 


record, and assuming that the Neves & Arents furnace 1s 


a more practical apparatus for the present necessities of 


the times, both as to the material of whichit 1s constructed 
and as to the arrangement of the receiving-basin relativels 


to the interior hearth. that the case falls directly within 
; 


the settled rule of this court as expressed in the case of 


Roberts vs. Ryer, 91 U.S. 150, and also within the principle 
of Pennsylvania Railway Co. Vs. Locomotive Truck Co., 110 
U.S. 490, and Miller vs. Foree, Vi. Sup. Ct. Rep. 204. 
The court below, having the Karsten description and 
drawings before it, was called upon to determine whether 
any new principle or law of action characterized the plain- 
tiffs’ patented process for withdrawing melted lead from a 
furnace. If the judge at the trial found that the same 
method must necessarily be imvolved in the Karsten 
furnace, or if he found that the Karsten furnace was 
not so practically useful fol busimess purposes cis the 
plaintiffs’ construction would be, yet that the changes 
necessary to be made in the Karsten furnace were changes 
only within the proper province and duty of the expe- 
rienced smelter wishing to increase the durability and 


working capacity of his furnace, then he would be bound 


i 
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t 


to hold that the plaintiffs had failed upon the whole case 


to establish their right to recover. The judge came to this 
conclusion and directed a verdict for the defendants ac- 
cordingly. In pursuing this course he exercised a duty 
which this court has in many cases approved; and if this 
court can see that the Karsten description and drawings 
exhibit an organization which involves the same principle 
as the plaintiffs furnace, then all the exceptions of the 
plaintiffs which are based upon the action taken by the 
court below in directing a verdict for the defendants, must 
be overruled. 


In support of the position that the description in the text 
and the accompanying plates of Karsten’s treatise shows 
furnaces for smelting ores operating upon the same prin- 
ciple, as to the withdrawal of clean metal, as the furnace 
described in the plaintiff’s patent, the defendants took the 
deposition of Dr. John Percy of London, who is well-known 
as an eminent authority on metallurgical subjects and the 
author of various standard treatises on metals, and occu- 
pies no inferior position in the scientific world. His dep- 
osition will be found on pp. 82-87% of the Record. He 
gives fully the reasons for his conclusion that the Karsten 
publication, with the accompanying illustrations of a smelt- 
ing-furnace, fully anticipates the invention set forth in the 
Keyes & Arents patent; and he answers the seventh cross- 
interrogatory (p. 85) as follows: 

‘¢After full consideration, I should say that the construc- 
tion of Karsten’s furnace referred to in Exhibit B, is such 
that it mav be worked exactly in the same manner and with 
the same results as the furnace claimed by the plaintiffs as 
their invention.” 


The defendants also have taken the deposition of the 
English mining engineer and metallurgist, Hilary Bauer- 
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man. Rec. pp. 87-91. He states, in answer to the sixth 


interrogator, 


‘‘T am of opinion that the principle claimed by the pat- 


entees is to lye found i the blast-furnace illustrated in Fig. 
S60. Plate 41. of Avarsfew’s System der Me tallurqu , and 
described at }). 166 of Vol. V of the text, which work was 
published at Berlin in L852.” 


The defendants also read in evidence the deposition of 
Prof. John M. Ordway, of the Massachusetts Institute of 
Te hnology, who has held the professorship of metallurgy 
and industrial chemistry since 1869. (Rec. pp. 91-94.) 


. " , . »> 
lie savs. in answer to the tenth Inferogatory, (p. ed): 


The turnaces thus firured bys KLarsten ire planned ror 


ithdrawing the reduced metal continuously, and as fast as 
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possible, from the Oxidizing action ot the blast and the in- 
tensely-heated part of the slag. So, the metal is made to 
flow constantly outward and upward through the open eye 
into the fore-hearth, which is made as high as the inner cru- 
cible ; and, venerally, the t if} molten metal alone Is passing 
through this bottom eye. When much slag is formed it is 
run off separatels DS motner eve placed higher tip); when 
very little slag is prodticed it accummulates for a long time 
on the top of the molten metal in the inner crucible, and the 
clenl metal in the re-De 4 Hay be partially removed any 
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times without allowing any of the slag to escape through the 


eve. 


And. avgaln: 


‘The draw lng or thi ly ves «& Arents furnace shows a large 
ind evlindrical crucible and an upward slant of the channel ; 
but the action is th same, whatever he the shape or size 
of the crucible, or the length or direction of the channel. as 


long 4 the eve itself is at the bottom.” 


The Capacity of the Karsten Furnace when constructed 
according to Karsten’s Description, to Exhibit the 
Principle of the Keyes & Arents Patent. 


In order to establish the fact that a Karsten smelting 
furnace, such as is exhibited at Fig. 860 of Karsten’s work. 
would operate practically in smelting ores, and enable clean 
metal to be collected in the fore-hearth or exterior basin, 
free from slag and other impurities, Mr. James Grant, one 
of the defendants, caused to be constructed a small fur- 
nace of seven or eight tons’ capacity, according to the 
drawing, Figs. 858-860, of Karsten’s publication. This 
furnace was worked for the reduction of lead ores for 
about a week with entire success. (Testimony of James 
Grant, Rec. p. 38, 39, 52.) 


Prof. Bieger, a metallurgist educated at Freiberg, and 
who has practiced his profession in this country since 
1867, and has been in charge of various smelting works 
in the mining districts, and erected many furnaces in this 
country, testifies that he examined the working of the trial 
Karsten furnace erected by Mr. Grant, of which the model 
in court is a correct representation, and that such furnace 
worked regularly and made clean slag and clean metal. 
(Bieger, Rec. pp. 63, 64.) 


W. H. James, who is also an educated metallurgist. and 
general superintendent of the Grant Company, testifies to 
the successful working of the experimental furnace. 
(James, Rec. pp. 79, 80.) And finally, Mr. Smith, a prac- 
tical smelter, testifies to witnessing the operation of the 
same furnace; and that it was entirely successful in pro- 
ducing clean lead in the lead-basin, and that it worked 


1s 


upon the same principle in producing clean metal as the 


Keyes & Arents furnace, with which he is familiar. 


None of this testimony as to the practical operation of 


the Karsten furnace is impeached. Attempts are made 
to throw a doubt upon the ability of the furnace to do 
e901 work, based principally upon the criticisms which 
lave before been noticed. While it was highly proper for 
the defendants to erect a Karsten furnace to prove prac- 
tically that it was capable of accomplishing the result 
which Karsten describes, it was not strictly necessary to 
do so, for the reason that it is plain that the plaintiffs’ pa- 
tent embraces only that improvement to be applied to a 
furnace of ordinary construction, which consists in the 
combination with such ordinary furnace of an exterior re- 
ceivihg basin connected with the lead-well inside the furnace 
by means of a tube or passage-way, whereby the clean metal 
at the bottom of the lead-well will rise under the effect of 
a natural law into the receiving-basin outside the furnace, 


from which it may be dipped with a ladle. 


[t is fairly to be assumed that the Karsten publication, 
describing as it does furnaces which had been actually con- 
structed and put into use for smelting purposes, stated a 
truth; and when the drawings of such furnaces are given, 
showing a construction which makes it certain that the 
lead-well inside the furnace was connected with an exte- 
rior basin by means of an eye communicating with the bot- 
tom of the lead-well and the bottom of the exterior basin, 
it needs no practical demonstration to satisfy the intelli- 
rence that molten reguline metal which has separated 
itself from slag and other impurities and settled at the 
bottom of the lead-well within the furnace, will necessarily 
pass through the eye into the exterior chamber, and that 
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so long as the furnace is properly worked, no material of 
lighter specific gravity than clean lead can by any possi- 
bility descend through the reguline metal in the lead-well 
and pass through the eye leading to the receiving-basin. 
Such practical demonstration has, however, out of abundant 
caution, been made. Inasmuch as the genuineness of the 
publication of Karsten was not disputed, and the priority 
of such publication to the supposed invention of the 
plaintiffs not questioned, and the identity of the principle 
involved in it, as to the method of tapping the furnace, with 
the method described in the plaintiffs’ patent being estab- 
lished, first, from the reading of the Karsten publication 
and an inspection of the drawings, and, secondly, from the 
proof of the successful operation of a test furnace built 
after the drawings, the court was not only justified in not 
allowing the jury to pass upon any question and run the 
risk of incurring a second disagreement in the case, but it 
was its duty to give the direction that a verdict should be 
returned for the defendants. 


BENJ. F. THURSTON, 


Of Counsel for the Defendants. 
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In the brief filed in behalf of the defendants in error the 
rnored the objects which the 


= 


learned counsel so persistently 1 
patentees state in their patent that their invention is intended 
to serve that before reviewing this brief, it will be as well to 
call attention to the fact that the purpose of the invention 


was 


First—To Errecr an AuTromMaAtic DELIVERY OF CLEAN, 
PuRE METAL FROM THE FURNACE. 


Seconp.—Io PREVENT THE FORMATION OF ACCRETIONS IN 
THE BoTToM OR CRUCIBLE OF THE FURNACE. 


To attain these ends the patentees direct that a lead well or 


basin should be placed at one side of the furnace. and at an 
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elevation above the bottom of the crucible, to which it is con- 
nected by a tube passing upward from the bottom of the fur- 
nace to the bottom of the lead well 

The effect of this arrangement is easily seen, and ts fully 
explained in our brief. If skillfully constructed, as for in- 
stance like the furnace shown in the patent drawing, it is zm- 
possible for anything but pure clean lead to be-forced up into 
the elevated lead well. ana clea ly this clean product will 
automatically appear there as rapidly as It 1s formed. 
_ It is also evident that in such a furnace there ts a level con- 
siderably abov: the bottom of the furnace, below which 
nothing lighter than lead can penetrate, and hence no slag, 
matte, or raw ore, the substances from which “ sows” or ac- 
cretions form, can come in contact with the bottom of the 
furnace. But besides this, the constant stratum of lead acts 
to prev nt the sudden ta ling of the charge in the furnace 
below the influence of the blast. and hence there ts not only 
no danger of “sows” attaching themselves to the furnace 


bottom, but the danger of the formation of loose “ sows ”’ is 
J 


ereatly lessened 


, $ ,» ’ 
lhe faarnace as tt was before Patentee's /mp ovement 


In pages 3} and yg of the defendants’ brief they describe the 
furnace to which the plaintiff's improvement is attached, and 
they very accurately describe it as being what their great 
authority, Aars/en, calls “ a shaft furnace with a closed breast” 
(see page 13 of their briet), in which the operation of smelting 
was carried on. until a ma t molten metal, matte. and slag 
had accumulated in the closed crucible, which was then /apped 
or perforated at the bottom and the metal and matter @//al- 
lowed to run out into a receptac rf placed «LOW the furnace, 
after which the tap-hole was again piugged and the crucible 
allowed to refill itselt 

That this furnace and this method of obtaining the metal 


| 


bore no resemblance to the improved furnace and method, and 


‘that none of the advantages sought by the patentees existed 


or could eXist in it IS St lf c\ Tet ni 


krroncous Definitions. 


The definitions and explanations furnished in pages g to 5 
of defendants’ brief are in part absolutely without justification ; 
thus, the statement (p. 3) that in smelting the lead melts first, 
then the slag, &c., which would give the idea of an orderly 
procession of lead followed by slag, while as a matter of course 
these two materials tog:ther with the matte are constantly 
running down together. Again, the pressure of the blast is 
given as equal to one inch of lead, whereas it is equal to an 
inch of mer« ury, a mu h heavier metal (Ce DP. 111.) 

Again, on page 4, “ for hearth” and “lead well” are referred 
to as having the same meaning, and as being “the exterior 
basin into which the molten lead flows from the furnace ’ 
which is an accurate definition of a lead well, but does not 
define a fore-hearth or foresumph: First, because it is a part 

f the furnace crucidle and not an “ exterior basin.” (See Kars- 
ten. defendant's brief, page i4 

Second, because wherever a fore-hearth existed in a furnace 
its function and object was to receive not the “ molten lead,” 


but the whole molten mass of lead, matte, and slag formed in 


| , . 4 ] > ym . , 
smeciting See Karsten, pages 316, 319, and 320, defendant's 
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Having now adroitly laid the foundations of their case by 
confusing the meaning of technical words, in pages 5 fo 6 the 
counsel next re fer to a furnace “ used”’ tn IS21-—2. and give an 
account of its mode of operation when in use, whereas in fact 
the testimony of a// the witnesses proves that no such furnace 
ever was used, even their own, referring to it as “an ideal fur- 
nace,’ and the nearest approach to it being without the feature on 
whi h th Vy hang their whole the ory ot deten: ©. V1Z.., the slag eye. 
In these pages of the brief also, what the author Karsten says 
about this “ ideal furnace,” and what the defendant's witnesses 
say about it, is inextricably mixed up, so that the author is 
apparently made to offer an « xplanation as to why he did not 


invent the Keyes & Arents furnace, whereas in fact. no expla- 
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o condemn Watt’s invention on 
as to invalidate this furnace patent, because of the 


ittacks the patentability of the 
he product of the furnace, to 
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manufacture. 
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brief are chiefly taken up by 


mm Karsten, to which, however, 


317 (brief, pages 12 and 13), which 


ript As to the balance. it is a 


attempt to make Karsten say what he did not say; 
sa mutilated and inaccurate translation carefully 


| the at f ndants’ case. and in essen- 


tial features materially misrepresenting the author's meaning. 
., . ’ ’ 

The true translation of Karsten, pages 318, 319 and 320 are 

to be found in the supplemental transcript, pages 7 to 10, and 


for convenience of compari 
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An examination of thes 


ants had two objects to serv 


furst-—By translating 


and 320 of Karsten “clean 
idea that Karsten itemp! 
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ing of the kind ts est 

man just what it does in | 


distinguished from metal 
substances, 
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such. for instance. 


son we have printed the two trans- 


Jumns will show that defend- 


t { 
by mistranslating Karsten. 
nesche metal,” on pages 319 
mela they sought to give the 
ted the presence « f pure or clean 


furnaces, whereas. in fact noth- 


the expression meaning in Ger- 
“nglish, viz., “ Reguline metal,” as 
chenucal combination with other 
as copper or lead metal, which 
resuit 1n, while others produce 


/ 

Second.—The furnaces with a fore-hearth which Karsten 
describes, and on which the defendants rely, and which they 
say was clearly adapted to carry out the patented process of 
automatically delivering clean lead. Of these furnaces Kars- 
ten says (page 320) that they are closely analogous to a 
channel furnace; and of a channel furnace he says: “ THEY 
WOULD BE ESPECIALLY IMPRACTICABLE IN THE SMELTING OF 
LEAD ORES, and are not adapted for smelting operations where 
reguline metals are to be produced, but only for the production 
of mattes. (See sup. trans. of record, page 9.) The whole 
of this section the defendants deliberately omit from their 
translation; and this omission indicates a full appreciation 


ol the hye aring ol the pas sage UPON their Case, 


Un fag 16 to 19 of the brief, there is printed what pur- 
ports to be, and is referred to as, the testimony of Mr. Keyes, 
As tothis we wish first to call the court's attention to the fact, 

first —That sot correctly copied from the record. 

Second. —lIt is nor Mr. Keyes’ testimony but was put to him 
as a question (the whole of it) he being asked 7/ he so testified 
at the former trial What the paper was from which counsel 
read does ni { appear, nor 1 there any CxXpi ination as to the 
general tenor of the examination of which this is alleged to 
form a part lhe witness answered that he does not remem- 
ber having so testified that the slag hole and the conditions of 
the parts were different (page 146), and defendants’ counsel 
simply drops the subject without attempting to prove that Mr. 


r - . . ’ +. 
Keves had testified as it is now claimed he did 
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On fages 709 | / the testimony of Percy is qu yted at 


length. This gentleman had never seen either a Karsten or 
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a Keyes & Arents furnace, and begins his testimony by as- 
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suming that the lead in the basin or fore-hearth will be at the 
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both receptacles have also slag chambers of equal! height, 
and can never therefore be true of the elevated basin. 


Beginning, however, wit! 


noe 
- 
—" 


this fundamental blunder, Profes- 
sor Percy is inclined to think that “ dy suztab/. 
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management 
slag and matte “might é prevented from entering the 


Karsten fore-hearth, but winds up this expression of opinion 


by saying that they wouldnt do any harm anyhow, as they 


would not injure the “ gva/ity’ of the lead. In short the lead 
might be cleaned by some of the ol wavs a/ler it got out of 
the furnace 
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rief are devoted to showing how 


easily a Karsten furna min altered to a Keves & 
Arents furnace, and we are not disposed t 
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-, Sition, that if aman hasat sumph furnace and wants to 
change it toa Keves & Arents furnace, he can do so without 
difficulty But if he undertakes to change the fore-hearth 
into an automatic lea levatin ind correspondingly 
elevating and chan . Porth lag eye, n changes 
the whole charact for his turnas eases 
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fore ith. which th the verv case mentioned by 
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cern I OIE 


9 


be hard to think of. Indeed the mere fact that a furnace 
could be SO used would seem sufficient to show that it could 


not be a Keves & Arents furnace. 
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Grant krterimental furnace. 


We must call the particular attention of the court to the 
concluding paragraph of the defendants’ brief, pages 25 and 20. 
Two distinct and most material misstatements are embodied 
in these two pages 

First—lIt is stated that the defendants’ experimental fur- 
nace was a Karsten furnace. We have pointed out in our 
brief that this Grant furnace does not even pretend to be like 
Karsten's in any particulars other than in its central side ele- 
vation, and we have now to call attention to the fact that even 
in this respect this furnace did not follow the drawing Fig. 
860. A comparison of the drawings from Karsten’s plate 
XLI. with the drawings of the “ Defendants’ Model” will 
show that in Grant's furnace (a) the fore-hearth was higher, 
(6) the fore-hearth was wider, (c) the forward pitch of the 
inner hearth was not so great, (@) the slag eye was higher, (e) 
the slag eye Was In a cifte rent place, ea the breadth of the 
inner crucible was from two to three times as great. Every 
one of these changes was adapted to improve the chances of 
getting “zs “ Karsten” furnace to deliver clean lead 1n its 


fore-hearth, and it becomes. apparent that besides the careful 
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lhe main question before this court is: 


Did the eourt by low properly decide that there was no question 
for the urs to pass upon, ind that on the whole evidence there 


’ 


must in law be a verdict for the defendants, 
Two propositions may be involved in determining this question : 


Kirst. Was the case such an one that the court below, by a mere 
comparison | the device patented and the devi yo described. decide 


upon their ndentits without evidence to explain ferms of art 


L = | 


Second. Would the court have granted a new trial if the ver- 
dict had been against the defendant 

Before discussing this question, perhaps, we may describe the 
state of the art of smelting lead or other oresin blast furnaces, at the 
date ot the plaintiffs’ patent, and at the date of the allewed piracy 
of defendants, November, 1871. and September, 1878. A blast 
furnace for melting ore is a shaft-furnace, tubular or rectangular, 
of various diameter and height, from fifteen to « ighty-five inches 
for lead, and ten to fifteen feet for iron, and of the height of four- 
teen to eighteen feet for lead, and as high as one hundred feet for 


ron, 


All blast furnaces have to be made of the strongest fire resistant 
materials, In europe, at the date of Karsten’s work, so often re- 
ferred to, the bottom of a lead furnace was made with brasque, a 
French word (Wates’ Chemical Dictionary) for mortar made of fire 
clay and powdered charcoal or coke. At Eureka, Nevada, the 
furnace was made of a peculiar kind of stone, which resisted well 
the action of fire heat. In l tah and Colorado, and probably in 
California, the part most subject to the heat was made of an iron 
water-} wket. cast or wrought, with a hollow chamber through 
which eold water was constantly Howling to prevent the me ting ot 


the inside wall. This improvement was introduced by Piltz, at 
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I 
at Kureka. 


In this mode, the lead furnact Is composed of thre pAUrts ; 
The bottom, called “sump,” defined in Webster’s Dict mary: “a 
round pile of stone for receiving the melted metal ;” or, “a cruci- 
ble.” defined by Webster to megn the same as su np; or, ealled in 
this country and Europe, a “hearth.” This bottom part, which is 
about fourteen inches deep in the small furnace described by Kars- 
ten, was in defendants’ furnaces, and most others, about thirty to 
thirty-six inches deep. It is made of resisting stone at Eureka, 
but elsewhere ot fire-brick ana fire-clay and charcoal mortars, 
On the Cop of the SUT», or cructotre, or hearth, about four fect 


high, a water-jacket of double iron (in round furnaces like a steam 


boat hoiler), with a small hearth or opening, at the tront or some 


ul 
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other convenient point, of the furnace for a slag spout is placed, 
and on the top of this a brick enclosure to the top of the furnace 
with side doors near the top for feeding the ore, fuel, and flux, into 
the furnace ; a chimney covered all. The sump, or crucible, has 
near the bottom an eve or opening for tapping or draining off the 
clean metal, which by its superior gravity, settles at the bottom ; 
at the date of the plaintiffs’ patent this opening or eve was closed 
wit. a plug of clay, and the melted metal tapped, as occasion re- 
quired, into a lead-well or basin built by the side of the sump, or 


crucible. 


Near the top of the sump, and just above it, and in water- 


jacket furnaces, near the bottom of the jackets, are placed 


a number — sometimes six or eight —of tuyeres or blow holes, to 
admit air from blowers working on the principle of a fanning- 
mill instead of a bellows, by which the air is concentfated and forced 
through small tubes directly on the ore, flux, and fuel, to melt the 
same; the number of these tuyeres or blow holes depends on the 
diameter of the furnace and the heat to be obtained, which in all 
lead furnaces must be as high as 2700 degrees of Fahrenheit, to 


melt the irom flux. 


At the front, or some other convenient point, of all these fur- 
naces, Is ah Openiiig or eve to draw ot the slag. or dross ( Webster's 
dictionary , Or waste materials, with a spout to the outside of the 
furnace, in which it flows to a slag or dross-pot mounted on 
wheels, by which it is carried to a distance and emptied while fluent. 
The slag-eve or opening is closed, except at stated intervals, with 
a plug of clay, and opened by striking with an iron rod. As the 
Hux and dross, called slag, is from five to eight times the weight of 
the wood metal, the slag-spout has to be opened every fifteen 


minutes, and closed by the elas plug: as soon as the slag is reduced 


i 


to a proper level in the furnace. The model of a modern furnace, 
filed by the plaintiffs, as well as the drawing to his patent, omits 
this slag eve or spout (See pages 27 and 29), and we shall fully 


supply that omission by our vorking models before the court. 


lhe openings shown in their engravings ar the tuyeres or blow 


holes, 
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At the date of the plaintiffs’ patent, the lead-well or basin, or 


vessel to receive the wood metal. hac peel been used for the metal 
to flow out continuously except at mine La Motte, in Missouri, in 
the [ Tnited States (se muermans te stimony in fu if pave 87), but 
it had been used in Europe, in Corinthia, China, and Franee, as 
seen by Bieger and Bauerman. See their evidence, pages 87 and 
62.) Banerman says, reciting history, that it had been used in 


lk rance for iron ores as eal ly i= Ld), 


The use of it in Kurope is proper proof to show the history of 


the art only. ‘The use of it in Amertea. at mine La Motte, is sufh- 


ment to defeat the plaintifl sclaim toa patent. 


. 


The patented claim, and the description in Karsten’s System der 
Metallurgie, plate 41, figure 860, show that the connection between 
the Sump OF crucible of the furnace and the lead-well or receiv ing 
vessel on the outside starts from the bottom; but the defendants’ 
furnace (see Bauerman’s evidence, pare Si, and Grant’s) placed 
this connecting opening about fourteen inches above the bottom, aa 
us always to ke pa supply of melted metal as a hot bath in the 


sump or crucible, and to keep th bottom clean 


The plaint itis’ patent show sa connect ing { ube of iron : th 1 
scription in Karsten covers the connecting eve or opening with 
brasque., The de fendants’ furnac - have the opening about fourteen 
inches from the bottom (see Grant’s evidence), and the lead is drawn 
from the furnaces in Grant’s smelting works through a passage 
moulded in the substance of an addition to the furnace, represent- 
ing the forehearth, and hot through a tube of iron, clay, or other 


material like that marked “C” in the specification of Keves & Arents 
patent (see Bauerman’s evidence, page 89) answer to first cross 


interrogatory. 


We hav e elsewly re show n that all the terns applied to the shatt 
or blast furnace are detined in Webster’s Dictionary. Other words 
used by the witnesses in relation to the subject are not comnon, bunt 
require no expert evidence ; as: Speiss, mixed arsenic and nickel 

Webster); Matte, unrefined metal (Webster): Reeulus. pur 
metal ( Webster). 


STATEMENT OF THE CASE. 


In November, 1871, the plaintiffs procured letters patent for an 
improvement in smelting furnaces, claimed to have been invented 
by them, which consists in a lead-well or basin located at a suitable 
elevation above the bottom of the furnace, and on one side of it, 
and connected with the bottom of the furnace by a round tube 
alycut three inehes in diameter, leading into the bottom of said 
basin. (See drawing record, page 28.) ‘he object of which is to 
procure clean metal in said basin or lead-well seperated from the 
slag and other molten masses. It is said in the discription, in the 
patent that this device will also prevent the formation of incrusta- 
tions or matte on the bottom and sides of the furnace by keeping 
the bottom of the furnace or crucible covered with molten metal ; 
but the claim in the patent does not cover such, and the evidence 


shows that it does not accom plish that result. 


The defendants claim that this patent is invalid, because the 


device covered by it was described and illustrated in a_ printed 
publication in a foreign country, to-wit : 

Karsten’s System of Metallurgy, published in 1831-2, Vol. ILL., 
pp. 317 to 320, and Vol. V., p. 166, and figure No, 860 of plates, 


the latter of which is shown at record, p., Od, 


Taking the drawing and description from above, the defendant, 
J. B. Grant, constructed the furnace described aud shown, which 
worked Upon the “ithe principle, produced the SHtne result, and 
in the suine manner As Was accom plished Ds plaintiffs’ device — 
clean metal in the lead-well, free from slag and other impurities. 
The slag being passed otf over the lead-we ll, where il thin crust Was 
formed and thrown off to dip out clean metal, or slag was run 
over the lead-well by means of a sheet-iron gutter, or around it by 
a channel, or from some other part ol the furnace than over the 


lead-well. 


’ 


The location of th lead-we I] and slay-hole being ho part of the 
description of the furnace, may be placed at any polot in its cir- 
cumterence to suit the convenience of the smelter, builder, or 


“ orker. 


The plaintiffs claimed that this furnace described in Karsten’s. 
was constructed for other PUrposes, and that it would not work at 
all, because the open eve connecting the crucible with the lead- 
well was too large. and the contents of the furnace would blow out 
through the lead well. and that the partition between them 
was made of brasq ue, il yy rishable material, and would not last. 
and the weight of the molten mass would blow it out, and 
the same result follow us above; and that the lead-wel!l was 
set too low, and when the metal was dipped out there was 
no lead bath left in the bottom of the furnace, and matte and 


speiss would form on the 


NTO) and Stop the furnace, and 
that the space between the siag-Cye and hidden eve or lead-wel] 
eye was to short, and slag-eve was to large, and if kept running 
would blow the furnace out and cool it off so it would not work : 
and that if kept running by reducing size of hole even, the slag. 
according to description, was To Pass over the lead-well. and thes 
eould net he worked at the sibtiie time: and finally, that this kind 
of furnace was intended to work by making the lead-well, an 
outside opening, into the inner well or crucible, and the molten 
smasses intermixed promiscuously, and the metal could only be re- 
moved by dipping it out through the slaw. more or less of which 
adhered to it, and hence it could not be produced as clean metal, 
They had, however, never seen or built sueh a furnace, 


(oainst this. the defendants present the tact that such a furnace 


was built and worked, was not open to the objection raised, and 
produced clean metal, and the open eve Is not larger than the tube 
in pl uintiff_s’ patent — three to three and a half inches in diameter. 
That the partition Was made of brasque Wn Karsten’s time because 
they did not have ore to smelt constantly and did not need or build 
furnaces permanent ; and that in later vears they used fire-brick for 
such work, and their substitution for brasque made it permanent 
and it did vot burn or blow out. That the lead-well was set low 


and the bottom ot the furnace shaped ditlerently for Siine reason, 


There was not much ore. It was brought in by spells and in 
small quantities, Consequ ntly furnaces were made smaller, and 
everything else to correspond, so they could be run a short time and 


be easily cleaned out when through. And it was never necessary 
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to draw all the metal from the furnace, whatever its Size : and the 
lead hath could be left in iA small iis well as a large furnace, and 
could all be forced out through the plaintiffs’ device, and to avoid 
which defendants set the opening to the lead-well in their furnaces, 
about fourteen inches from the bottom. And that the lead bath 
in the bottom of the furnace was due to the old Scotch ore-hearth 
process, used long before plaintiffs’ suppose discovery, and that 
th formation of incrustations were avoided by other means and 
in no way connected with the withdrawal of the metal, and the 
space between the slag-eye and open eye were in proportion to 
capacity of turnace, hat the kind ot ores smelted then were of 


such character that the slaw could be allowed to flow. and that the 


molten masses did not mix indiscriminately in the outside lead- 
well. cs supposed , and that the slag-spout Wiis put over the lead- 
well because when the slag ran over the metal a thin crust formed, 
and the Germans did it becaus they thought it prevented the 
oxidization of the lead: and again, small shots of lead remained in 


the St and t 1] into thie I 1i-wel| <a> th slay passed over, and 


a 
_ 


, 
were saved, 


And further, that it required not inventive genius, but only 
ordinary business tact, as the business might require, to make the 


| 


Open cCyVe smaller if too marge; to make the partition ot fire -brick if 


; 


brasque Was too perishable and weak: to raise the lead-well if too 
low * to increase the Space between the open and slag eve-and raise the 
tuveres if too low, and to inerease size of furnace if too small. 
and close slag-eye if slag was not made fast enough to keep it in 
’ j } ty } } | 

ime, all iain L Siliadiit ‘M) 1aAT Ve. all’ =e Siav-Cve YO end- fe 

nd make it smaller if too large; and set slag-e r lead-well 
to one src or use a snpeet-1ron or similar trough or channe! to 

: | } | : . — ° 
bridge siag OVCr leati-well if vou did not want it to pass over and 


form the crust. 


Phat t | e construction ot | working turnace Is hot thas question 
at issue: but aftera working turnace ts built, whether the metal can 
be wotten OuL lh a ciean state, ft is conceded if can be done by 
plaintifis’ device, but we insist that it is done upon the same 
principle and in the siitrie Wil) as deseribed by Karsten. TT his 
book publis ed Wn iO >| -Z, above relerre 7 to: and Live trial made by 


cl fendants proved this identity. 


es 


That this same process was used in iron furnaces in 1765, and 


in other metallic furnaces in Corinthia, England, and America, be- 


fore plaintiffs’ invention. 


That the Satne thing Wis used atl mine La Motte, Mo.. prior to 


plaintiffs invention, and in the spring of 1871. 


Upon this “tate of fs ts, and from cil) Inspection of the descrip- 
tions, models, and plates of the two devices, the court instructed 


the jury to return a verdict for the defendants. 


ARGUMENT. 
I. 


The court should instruct the jury to return a_ verdict for 
either party, when the evidence is of such conclusive character that 
any other verdict the court would,‘in the exercise of sound, legal 


discretion, be compelled tO sel aside, 


Herbert vs. Butler, 97 ULS., 319 : 

County of Macon vs. Shores, 97 U.S.. 2142: 
Orleans vs. Platt, 99 U.S... 676: 

Griggs vs. Houston, 104 UL S , 2-3 5 

Heald vs. Rice, 104 U.S., 737: 

[naurance Company vs. Doster, 106 U.S... 30-2: 
Arthur vs. Jacoby, 103 U. 8. 677: 

Pence vs. Langdon, 99 U.S., 578-80; 

Mont Clair vs. Dana, 107 U.3S., 162: 


Bank vs. Insurance Company, 103 U.S., 783. 


Or the court may instruct the jury to return a verdict where the 
evidence, with all the interences that the jury could justifiabls 


draw from it, is insufficient to support any other verdict. 


Pleasants vs. Fant, 22 Wal., 116; 
Bowditeh V8, boston, LO] LU, ss 16: 
Randall Vs. b. 1 (), R. R. Co., LOY U. _s 178. 


This is true in patent cases, as well as others, notwithstanding 


L 9 | 


what was said by the court in Zucker vs. Spaulding (13 Wal., 543) ; 
Bischoff Vs, Wethered (Y \\ al.. S12) 


, 


Heald vs. Rice, 104 U.S., 73 


7 


i]. 

This case comes within these rules: Because it must be 
be apparent to the court from an inspection of the drawings and 
description +) the LWO device “ that the principle of their operation 
Is the same, to-wit The hydrostatic principle ot communicating 
vessel (plaintiffs’ device, drawing, record, p. 27, and Karsten’s, p. 


ee | 
oo 


[n an ordinary shaft furnace, such as described by Karsten and 
to which plaintiffs’ device is attached, the ore and fuel are placed 
in the top of the furnace, and as the heat melts the whole mass the 
good rye tals, being heavi r. sink to the bottom ot the sump or cruci- 


| ? ; . . ! } ° 
ble, and there they remain se peal ited Irom the siag or retuse ol the 


4 ; . | } 
moiten mass, which remains above the metal, 

; , ‘e a , 
Now tnen., vou bave your metal in the bottom ol the sutup Ul 


crucible, separated from the slag ; how can it be gotten out in a clean 


state ° According to Karsten: 


| Se figure S6C, plate t11,and Vol. III., p. 320, and Vol.-V., p. 
166. record. pp. 36, 59, 11, 42.4%, 50, 5]. Karsten and the transla- 
tion were left out of the record, and we have referred here to the 
quotations made by Mr. Grant in his evidence, the material part 

of which is as follows 
Kursten, Vol. I11., page 318: “Sumph furnaces are shaft far- 
he is partly on the inside and 


. ;. © a : < 
naces in wineh the hearth (or crueibi 


and the matt ind metal are tf ipped ott mto a vik}? basin Sumph 


furnaces are not alwav- prov ided with 1 ip basins. aud the metal is 


partly in front of the furnace. ‘The slag runs over the fore-hearth, 


then dipped with ladles from the fore hearth.” 
Karsten, Vol. 11, page ?20: © Figure 475 to 475 represents a 


,' ' , , , 
syinph turnace with a covered eve in which the brasque a mixture 


| 
. ‘ ; } } } ; 
of fire-clay and coke dust) under the front wall divides the sumph 
’ } ‘ . . ry 
nen } «> le rit mito tivo Communic ting DERN ls, | he slay rus 


ft through the eve between the bottom of the front wall of the 
the top of the brasque partition. his arrangement w 


° 
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used when oe wishes lo dip thre clean metal with ladles from the fore- 
hearth, instead of tapping it off trom the hearth into receiwing 
basins.” 

Karst in, Vol. |S pag lb: ss l’ivure SHU represents a vertical 
section through the tuyere. igure 859 represents a front view of the 
furnace. The tuyere is placed fourteen inches above the horizontal 


surtace of the fore-hearth. The height of the shatt from the tuvere 
to the fuel door ts forts four inches. The imelination of the walls 
ean be seen from the drawings. The shaft is of uniform breadth 


from the front to the back. Phe depth from the tuyere to the front 


** 
' 


ri s fortv-twe ches, . ™ 

as 7 bette Ww 4 Aouteupe 

by means df the lead-well connected with the bottom of the 
crucible by an opening (which is about, as the evidence shows, three 
inches in diameter), or — which is the same thing — a partition in the 
crucible, one part in and the other outside of the furnace - with this 
opening between, called by him “ hidden eye ” (so called because 
covered by the metal when furnace is at work), from which outside 
partition or lead-well the metal may be tapped ott or dipped out. 


(Record, pages 36, 41, LOO). 


The eourt will observe that no detailed or minute description Is 
given. On pp. 318 and 320, Vol. ILL. he simply desertbes what 
a sump furnace is; how the slag, matte, and metal may be with- 
drawn, and illustrates with rough cuts, on which he designates the 
different parts ; and on p. 166, Vol. V., he deals with furnaces actn- 
ally used; gives dimensions of the different parts. It is a sump 
furnace described in Vol. LIL1., pp. 318 and 320, above the rough cuts 
of which are shown at figures 473 to 475, so that any smelter see- 
ing figure 60 knows it is a sump furnace, and knows at once how 
to build it, and ought to know how it will work: and any man can 
see that its principle of operation is identical with plaintiffs’ 


device. 


Plaintiffs’ say the removal is by means of a lead-well located on 
the outside of the furnace, at a suitable elevation above the b ton 
of it, and connected by a tube (which is about three inches in diam- 
eter, as the evidence shows running from the bottom ot the fur- 
nace to the bottom of the lead-well, from which the metal may be 


removed — tapped or withdrawn pp. 27 and 28). 
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The removal is accomplished in both cases in the same way, and 
by use of the principle of communicating vessels, the metal rising 
to the same height, or a little higher in the outside basin than 
if does in the crucible, Dy Menawis of force or pressure of the tuyeres 


or blow-pipes, added to the weight of the slag and charge. 


In Heald vs. Rice, 104 U.S. 737%, this court Says thatthe identity of 
the invention in the original and reissued letters patent ts to be de- 
termined from their face by mere comparison; and on p. 749: 
That is, if it appears trom the tace of the instruments that ex- 
trinsic evidence is not needed to explain terms of art, or to apply 
the descripti ns to the subject matter, so that the court 1s able from 
mere comparison to say what is the invention described in each, 
and to affirm from such mere comparison that the inventions are 
not the same, but different, then the question of identity is one of 
pure construction, and not of evidence, and consequently is mat- 
ter of law for the court, without any auxiliary matter of fact to be 


passed Upon by a jury, if the action be at law. 


That same principle is applicable to this case. There can be no 
distinction, for the purpose of comparison, between the diagrams 
and descriptions in letters patent and in a printed publication, and 
the court can see that they are as well as that they are not the same. 
Extrinsic evidence is not needed to explain terms of art or to apply 
the «ck scription to the subject nactter, [t is true, plaintiffs’ device 
shows no method of removing the slag from the furnace, but the 
slag does not figure in their claim, and it should not be considered 
by the court. The question is as to the removal of clean metal, 
Is it not cp pare nt to the court that these two devices operate upon 
the same principle, and produce the same result: that the metal wil! 
rise to the Siulhie level in the outside basin us it 1s in the crucible 

1D both alike ? Nothing can be plainer, Lhe court can see 
that as appears by the diagrams —the same amount of metal 
will not remain in the bottom of the Karsten’s furnace as in plain- 
tiffs: but that is a: 


iestion of degree or quantity, and not kind ; 


st04 ' 
i 

and Lilere Is ho sti ited meneth provided ror the tube connecting their 

lead-well and crucible, and it can be set down on, or pearly on, 

a ievel with the bottom of the crucibi . and the principle of Op ri- 


tion and the resuit pro ijuced will be the Sane > and si, if need be, 


nS rte 


1d the lead-well deepened in the Kars- 


the hearth can be raised a 


ten’s furnace so as to increase the depth of metal in the furnace; 


ation and result produced will not be 


and its principle of Opel 
altered in the least, and.all the metal ean be forced out of the fur- 
nace by plaintiffs’ device, if canal is set at the bottom, as they say. 
Defendants avoid this Ly putting it about fourteen inches above the 
bottom. ‘This Is iis tl | it} invention cs plaintiffs’ device. and 


more useful. 


lf the court will copRid r the state of the art — the size and 


other requirements ofa turnace - Wn Karsten’s time, fifty years avo, 
will it not be apparent that fulfilled all the requirements of its 
time: and that if a larger furnace and 
not the inventive crenius of the 


more work had been re- 


quired, the business sense and 
smelter would have sugvested raising the lead-well and tinereasing 
all the other necessary dimensions of the furnace to Increase its capa- 


. . . : ‘ ; ' 
city, just as any manufacturer starting in business on small capital 


would Increase the CAPACITY his Works is mcreiast trade de 
manded . So if vou desire ito] nove Aan us serve Water from 
beneath oil Th il, quart ly ttle i> mMcaulis of il siph Ti Cap 1 anh 


connecting tube trom the filled to an empty Vessel, the principle 


would be the same, only the capacity increased if you desired to 
do the same thing with a barrel, hoyshead, or tank. The only 


difference, is the capacity of the instruments would be increased, 


not from the inventive wenius but the business sense of the 


} 
Wornk- 


hiiaith. 


Of course [ understand that in the siphon tap the receiving 


vessel must be on a lower level than the discharging one: but in 


ease of the connecting tube, the liquid seeks its own level. But 


the illustration is the same in either case: nor would the prEnenporie 


be diflerent were it desired to remove anv other liquid by the sam 


. 


Mcans, No inventive (renitis would he called mnto play, ata) 


would it make “nN difference whether the liquid to be drawn off 
was at the bottom or Lop of those in the vessel, 


The length of the tube or opening connecting the vessels can 


have no earthly effect upon the principle, and the only result in 


i 


SI i isk a Be ee, eT ne 


ne 
sana atta 
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practice is that if too long and too far removed trom the furnace, 
the metal would chill in and close it up, and thus stop its work. 

But if that result would follow with a length of four feet, it 
would not be a patentable invention to shorten it up toa point 
where metal would not chill. 

Hence we contend that from a mere inspection of the two de- 
scriptions and diagrams the court must find that plaintiffs’ device 
is iot patentable. There is no evidence as to when plaintiffs made 
their discov ry, and the presumption is that it was about the date 


of their patent, November 28th, 1871. 


Karsten’s was published in 1831-2, and was on sale in book 
stores in the United States in 1870 (Prof. J. M. Ordway, Record, 
pvcagre 92) and in German) since 1838 (Prof. Bieger, Record, page 
64 . and in 1854 i. Bauerman, Record, print Sa). and in Kurope 


prior ta) Isa] Prof. John P, rCcey. Rec rd. page oe" 


“AV this much Dbecause so much nas Cll said as 4 whether 


5 a _ . ;, , 

Karst ns turnac would VOrR ° I eure not whercoer ti would 
: : 'y ' | 4 ’ . 

or not, li nis ead-well on any otner turnace W ruta. that 18 sut- 

‘5 seat “ ' i ’ ' : ; ri " ‘ ot) ’ — +] . ‘yw 

tb } tae bigtad if = | tii i mai jul LiGovTa Lil Lae ere | 


In cases OF expert evi lence and plarnti is evidence is all expert), 
. . . . } bd me. ) . : . 
this principle is laid down in Curtis on Patents: where it 1s 

, — ; ' :' — 
eid rhat . mf * TG nine Witness. tha! 1 asked hye OPMMOT rt be to 
whet ra particuial macnine is new nm its structure or mode of 
Operation, or whether it is substantialiy the same thing as another, 
with onl apparent differences of form and structure. 


But when the differences or resemblances have been pointed out, 


and V hen rne view that scrence takes Oo] their re} itive Tt rtance 
is been ascertained, ete., the court must instruct the jury whether 
tie \) irtl “iat hang Hhowuulblis, I pomnet ot law. toa change ot what 
eof the machine. The most sclen- 
tific witness can only say what in his opinion are the differences or 
recemblances between one machine and another, but the question of 


wirat constitutes atresh tnvention, or what upon a given state ol facts 


amounts to a chanve SO vrent as to Support an independant patent, 


Is a question of law, and for the court. 


Curtis, fourth f hition, sec, 400), }). H48, and cases, note l. 


Hence, if this court should be of the opinion that it could not 
determine the identity of the two devices from the descriptions and 
diagrams, we insist that th ey cle nee, with all the inferences to be 
justifiably drawn from it, is so conclusive that no other verdict 


should be sustained. 


lo examine this question takes it necessary to look considerabls 


into the evidence. 
W hat do plaintitts claim D their tnvention r 


“The method of tapping or withdrawing molten lead or other 
metals from a smelting furnace by means of the basin B and tubs 
or connection C, in combination with the furnace, substantially as 
shown and described.” See clam in lette rs patent, Record, }). ZS 


> 


diagram, (p. 27). 


In the desertption on p, 27, the method by which the result 
: claimed Is arrived ut Is Ly a tting the basin a short distan ¢e irom 
one side of the furnace and a suitable elevation above the bottom 
of the 


Phnected by il tube extending rom the be CoO 


of the asin to the bottom ot the furnace, so that as the molten 


metal hills the bottom of ait furnace if rise sto tie same elevation 


in the basin, whence it is removed as clean metal. 


( Ibserve the basin is set il short distance from one side. Noexplana- 
tion is viven for this: but the tact is, that it Is done because if liad 
been customary in this country to have the slav-hole for withdrawal of 


the refuse from the furnace in front of the furnace and | 


Ist over 
the basin or lead-well, so that the slag, unless guided over by 
means of a trough, or around by means of a channel, ran over the 
clean metal and formed a thin sheet, which had to be removed when 
it was desired to dip out clean metal, but which did not interfere if 


the metal was removed by tapping. 


| 15 | 
Plaintiff Arents claims in his evidence that it is a part of the 
art of furnace-building to put the slag-hole in front ; (pp. 2! and 


but evidence of J. B. Grant shows it was in the back in Frei- 


gy, in 1876; (p. 37.) It is in the back of the Colorado smelters, 
(Creist, }). i4 , J he Lm rican smelte r sets the slag spout to one 
side ot lead-well, (Evidence of Mr. Smith, Record, }). bY), and 


about all witne SSCS Siy it muy he put any where. 


hen, by their invention, clean metal was to be obtained by sel- 
ting the lead-well on the side of the furnace, according to the pat- 
ent, or to one side of the slag CXiT, according to the testimony ot 
plaintiff Arents, (Record, p. 29). That is the extent of the claim 
but since the first trial of this ease other wonderful results 
have been attributed to it. The plaintiffs have assumed that it 
Was a hHecessary part ot the construction ora furnace that the slag- 


hole should ly * oT) the iront ot it. rnd T ive I) ule ried Thiet ntion ot if 
or reference to itin their patent (1 diagram Record, }). 24), o1 dia- 


ae , : , rial” 
vrrams Ccialming to show the state of the art at the date of their in- 


vention and old Karsten’s furnace (Reeord., pb. 29); and were 


ngs ; - , 
evidently rPnerepy misled mto the belie that tha V had mia le a dis- 
covery. his assumption is erroneous. he removal of the lead- 


well from under the slag-hole evinces business tact, and is the 
only virtue of thi su ppos | discovery: but it does not possess the 


merit of inventive genius. 


| at prea ani 1s or ec tirTse pri Mr Ciel e*\ HKlence Or try novelly of 
— vs ome ii 1+] ae ; ~~ nateorial! trenothe “f 
the mvention, and thls sition is not materially strengtnenes \ 
it.” 
; 


the testimony of plaints sixteen CX pr rt Withesses (on pp. td. ol. 


and 32. Record 


At thy trial, plaintiff claimed, as some of thi iivantages of their 
invention, that it prevented the formation of tinecrustations on 
the bottom of the turnace, com posed of untused or Ss, Sp Iss, matte 
known as sows), and slag, which frequentl collected from the old 


mode of tapping (bottom Record, >. 29+ testimony ot Arents): less- 

ened mcmient 1p ilk ana dancer to life and health * saving in time 

| >» @ ss " t ’ r -_ ys | “7 : ré ry? '} i , ' le 

cule riltpeol . t LEDLOVTTLIAL TS ‘ha? ' nite | ‘ ical Thi ahi tapPeril Live preteet poi 
‘ } : . 6 : 

oOo; communicating Vesseis testimony ol plammtifl \rents, Record, 


p. 30), 


— 


et ke dead aa 


A 


We submit that the only claim made iD the patent is as to the 


automatic obtaining of clean lead and other metals, and by claim- 
ing this they disclaim everything else. 


(Corn Planter Patent, 23 Wallace, 181. 


The only other advantage even mentioned is the prevention 
of incrustations, and this is a mere result of their process, and 
could not be covered by the patent in its present form, even if it 
were shiown to accomplish that result. In fact, if dloes not, 

The defendants having the burden of proof, introduced in 
evidence the printed publication by Karsten herein before referred 
to, and by the testimony of defendant J.B. Grant, who is an edu- 
cated and experienced metallure ist (Reeord, |). *3e) . and Testiiie 
that there is a description of a furnace that, so far as the with- 


drawal of metal Is concerned, worked in the Same Way, ol th silts 


} 


principle, and eould be made to produce the same result p. 38 

and that the description f that turnace wives the dimensions, 
This particular description represents an ideal sump furnace — this 
furnace, This particular furnace is built from a model in the book 
‘defendants’ model), hat On) }). 31s Karste li “AVS: “The shatt 
furnace, in which the hearth is partly in the furnace and partly in 
front of it, the slay runs of its own accord over the fore-lie rth 
and the metal and matte is dipped out into a tap basin; sometimes, 
however, these tap basins are dispensed with ; that is to say, out of 
the basinor sump in front of the furnace.” And again, on p. 320, 
he says the slag enters either through that lower hole into the fore- 


| 


hearth, or we use a second open-eve above the fore-hearth ; the only 
object of the upper eve being to withdraw the slag. (The infer- 
ence being that the lower eye is used to withdraw metal), That in 
sinelting operations where little or no slag is produced the upper 
eve is dispensed with, as in case of litharge or oxide of lead pp. 
11 and 42). So he deseribes a sump furnace on p. 520 as a sump 


—_ * 


furnace with open breast, in which the slag had no special openins 


, 


Such a furnace is used to-day (p. 42). 


sa shaft furnace of which the hearth is partly 


—« 


A sump furnace 


inside and partly in front. Karsten savs: “The slag runs 


—_ 


: " ’ 
drawing i 
’ " \ 7 ; 
tidbit Wild ; 


— 


YAR He does not 


OTL pass we vel 


peice = ioWil rN 
rian . lenuSTIOUS 
isa turnace with 
partition Lhe 
fore-hearth, into 


» the basin, and 
+) 
nistl }). we). O 

> } * |. 

1 Phic?al Luria 

4 
i} Irpace, and 


_eo gE i is a 
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[ 18 ] 


off t| rough the constantls Open eye b-tween the rront wall and the 
brasque. People tine this kind of urranvement when thes wish ce 
dip the metal off clean It shows a 3-ineh open eye— with 
which, however, no furnace will ran —(p. 51); and witness said that 
he had constructed a furnace from and according to the description 
(Vol, te }). 320 and Vol, | en |). 166 ana diagram heure S60 In 
Karsten (Reeord., ». 38), amd run it sixty to ninety days, and until 
defendants’ works [and said furnace] were destroyed by fire, at 
Leadville, in I8S81 (Record, p. 38 and bottom p. 40). Witness 


exhibited a model of such a furnace, to show its appearance and 


how it worked — model made by workman from scale, ete. (Ree- 
ord, pRipre Is and top |). Ds). his represents a furnace of <1xX to 


eleht tons capacity, whereas the furnaces in use in Colorado to-day 


are about thirty tons 


Witness says, when the furnace started some lead came down, and 
after getting it full of lead commenced charging the ore, and the 
furnace weut to smelting. and we dipped the lead out of the basin 
charged it just as did other furnaces — drew the slag off in’ difler- 
ent places ; made furnace so we conld draw it off from side or wher- 
ever we wanted to: ranit off in a channel: that got as clean metal 
as any furnave ; and again ran it over the lead-well, where it formed 


’ 


a thin erust, which we threw off and got the lead out. We got as 
clean metal as with the Keves & Arents attachment. It eflected 
the automatic separation of the metel from the slag iis compl < ly is 
any furnace that Wiis ever built in the world, sO lony cis the metal 


4 


:, , : . ' : 
remains above the closed eovered) eve, it i> impossible ror any 


lighter material fo vet into th outside basin. Record page oy), 
That he put the Keyes & Arents attachment also on this furnace, 
and worked it ;with both attachments at same time (record bottom 
page 40), and the lead rose and sank in both alike (record page 4! 

The witness savs any one familiar with furnaces and their construc- 
tion will readily understand what the furnace is from the deserip- 


tion. 


W. H. James testified that he was an educated metallurvist : 
was a member of Grant Smelting Company since 1880; his busi- 


ness was veneral supervision over the works. He sawthe furnac 


planned and built by Mr. Grant (Record, page 79). It was the 
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furnace of which this (defendants’ model)isa model. It ran about 
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; +) nti rnd their patent ts, for that reason, 
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The defence to the case thus made ts wholly by expert testimony. 


Plaintiff Albert Arents testified that in his opinion a furnace 


constructed literally according to the deseription and diagram. in 
in Karsten would not work at all (Record, page 99), nor in any 
event produce clean lead and metal (Reeord, pages 1Ok, 102, 104, 
and 113). But never saw a furnace like it (Record, page 107); 
that at last trial he very likely said 860 was a verv old furnace 
(page 108). Don’t believe Mr. Grant constructed and run the 
furnace of which his model is a correct repre sentation (Record, pugre 


112). 


Frank Faure testified that in his opinion a furnace built ae- 
cording to figure 860 and description in Karstens would not work 
(Reeord, pages 116 and 119), but that at former trial he said such 
it furnace hac been used to smelt iron Record, pare 11s : and he 
don’t believe Mr. Grant, if he savs he built a furnace according to 


this model ana it worked | pagre 11%, bottom, and Cap v0 , 


Anton Eilers testified that in his opinion such a furnace would 
Hot work and produce clean metal (Record. pages 120), 45 3 and 


126 : that he never built rsaw s eh il fur ice \ Pape 126 , 
. 


Prof. Hahn testified that such a furnace, in bis opinion, would 
not work and produce clean metal in the lead basin (Record, pages 


129 and 130). 


A, Hartwig testified that such a furnace in his opinion would 
not produce the same result and accomplish same purpose as Keyes 
W Arents’ furnace (Record, puapre 12). | 

Milton Morse testified that such a furnace would not, in his 
opinion, produce the Siimlie practical result as to clean lead ana 
metal asthe Keves & Arents’ furnace (Record, pages 135 and 157 


; 


but he never built or saw such a furnace (page 137). 


Plaintit? WS eves testified that in his opinion a furnace built 


S60 Kkarstens would not 


ee 
—s 
« 
as 
_— 


accord ing ta) the description 
produce clean lead in the fore-hearth (Reeord, pages 139 and 142 


but if the slaw hole was put to one side, the Karstens would be a 


a 


ee ee anc Someta (et mee 
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modified Keyes & Arents’ furnace (pages 144 and 145); that the 
only thing absolutely new about their device is the slant (to the 


tube) ( page 146 


Here, then, is the testimony of four witnesses, as to what they 
did and.saw done, and that of another, that he had seen the furnace 
work ; and on the other hand, that of seven witnesses, that in their 
opinion the thing done could not be accomplished, 

W hat is the rule of law applicable to this evidence? It is this: 

The positive statement ot a witness as to what he has seen or 
knows outweighs any amount of negative testimony — Fourth 
edition, Curtis on law of patents, 649, section 491, 


Mant 7i VS, Manton, Davy. Pat. Cas. 2d0., 


In l nion sugar he finery Vs, Matthi NN é fi. 2} |: ish. aL i I, if is said 
the athrmative stutement OF A WIlhbess “us to Wwhal he sii W ana heard 
is entitled fo more credit than the nevative statement ol another 


witness that he did not see or hear it. 


here is nothing more unsatistactory or more uncertain than 
expert testimony, ana espe laliv when it is of a scientific nature 


but when scientific men undertake to convince the average mind 


that what it sees and knows Is not aud cannot be, it looses its force 


and becomes rediculous. 


ween 


(one SCT OF WILDeSSECS Si‘ {his thing Cannot be done pecause it 1s 
eontraryv to the science of met iilure’s ‘ the other set sav, not only 
is it not contrary to any such prin iple, but they have done it, and 
Successiullyv. Neal iv All of those seven men are not only educated 

tallurcists. but thev a ractical smelters : ‘tt they had never 
metallurgists, Dut they are practical smeiters ; yet they had nevel 
seen a furnace constructed upon this principle, nor did they ro to 


f constructing such a furnace, 


- 


, ° 7 
the trouble md Very nominai ¢ X pt list 
and putting their scientific Knowledge to the test of practical ex- 

oe ;, : , 
perience, although there had been one trial of this case: the con- 
+ yes 7 . ‘ ‘ y’ - ; 7 v7 *r) ’ ms : ° ‘ i ' - 
SEPLUCLIOI) iil OPCTALION Ol malt ptiPrnace proven: As Ley must 
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have known that the issue at the trial depended largely upon the 


result that this experiment produc | It is hard to believe that 


they would be so ney ligent of their interests. 


Under these circumstances, can there be any earthly doubt in 


the minds of unprejudiced menas to the fact at issue ? Theory 
can never outweigh fact, and the practical test to which deten- 
dants’ witnesses applied Karsten’s furnace, must be conclusively 
satisfactory that plaintiffs’ witnesses were mistaken, No court: in 
the exercise ot its sound disers tion eould have refused to sel aside 
a verdict against defendants’ on that evidence. 

Besides this practical CX peri nit -alwavs most satisfactory 
the defendants’ theory of the case on principle is sustained by the 
evidence of such men as Robert Biewend, plaintiffs’ own witness 
(Record. ). 81), Dr. John Peres ). 82). H. Bauerman ) 87), 
John M. Osdway (p. 91), Robert H. Richards (p. 94); all of whom 
are scientific mech, Some prot SSOrs, and Some authors of scientific 
treatise, and they all testify that plaintiffs’ device Is the same as 
that described by Karsten, and acts Upon the same principle and 
will produce the same result. Inthe trial of an issue of fact, the 
evidence of these men is entitled to as much credibility as that of 
plaintiffs’ witnesses, and the result would bea guess by the jury 
but the practical test furni=hed by the other five of defendants’ 
witnesses and the one of plaintiffs’ is uncontradicted, aud their 
veracity hat doubted . and besicd s. the court can see for itself that 
the devices are the Saine, at nec, WC insist that the evidence, with 
all the inferences that can be justifiably drawn from it, will not 


’ 


support anv other verdict than that ordered by the court, for 


detendants. 
iV. 


Plaintiffs’ witnesses have given reasons for their opinions, and 
have attacked the model of Karstens’ rurnace presented DS de- 
fendants, and that requires that we look more closely into the 


evidence. 


: 8 B. (yrant testified that it understood drafting and the build- 
ing of furnaces from drawings (1 models \}?. te : that he had 
built twenty to twenty two Tturnaces }). 4 : that taking the cdia- 
gram figure 860 and description in Karstens’ (Vol. IIL, p. 318 to 


$20, and Vol. V., p. 166), he could construct a furnace that worked 


on the same principle, and produced the same result, and in the same 


- SBR te he era mn A eee omg oe soe armen nonte 


way, as the Keves ®& Arents attach nent: that he did construct such 
. ‘ | . : , 
i furnace (p. 38), and worked it (p. 39); that he made, or had 
} | ’ i" ; : . ' . 
made, a model of such a turnac ind it was used to riustrate its 
workings to tne court and jury and will be shown this court for 
e . . . ‘ a ‘ - 4 : > , . 
inspection and comparison ; (p. 39, 41 and 52). Defendants’ other 
four witnesses, who saw the turnace work testified t 
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of this open breast. The hidden eye was, prior to Karsten’s, placed 
as a tap where Karsten’s open eye now is, the bottom of the fur- 
nace being then higher up. In this shape, the furnaces blew 
frequently, hence the bottom was made deeper, and the eye or tap 
changed to a hidden eye, through which no blast escaped, but all 
the molten products, still passed together, being in the same state 
as inside —the same as In the fore-hearth with open breast. This 
model ‘defendants’ ) Is very much hike S60 ot Karst n’s. It lacks 
the heavy masonry, and the tap hearth, and tap canal, without 
which it is no furnace, so fur. as the withdrawal of clean metal is 


concerned, 


If the open eye is closed, the lead and everything else will 
he forced out into the lead basin, because it is not high enough 
above the bottom of the furnace. If you heighten that propor- 
tionately, then it will be compl oe. Put the slag-eve to one side 
and you have a furnace like ours. In our furnace the lead ascends 
from the crucible upwards, and in Karsten’s it runs on a grade di- 
rectly through between what is called a temporary partition; the 
same as an open sump furnace (page 101). The change of the 
slag-tap from the eenter of the front wall Is il material change TT 
the art of smelting, and is never done. Karsten describes the 
upper part or shaft of 860, but not the lower. Mr. Grant and 
the other witnesses Say SO, but are mistaken, igure S60 was 
used at Clausthal, but without the open-eye to revivify litharge only ; 
but this furnace where matte is smelted has not that arrangement. 
and Karsten has not described SHU (p. 103: see )). lO4 as to 
Karsten’s description, Vol. IIT, p. 320). The slag-tap can not be 
put at any other point than right in front, for it would be so long 
the slag would not get through. If an open-eve is used, matte 
and speiss would get in the fore-hearth. The lead would stand 
equally hich on either side of the brasque partition. Only a thin 
layer of slag is formed, and the blast will blow ont and make only 


slag ( page 105). 


The plate 860 appears with a hidden-eve, and above the fore- 
hearth is a slag-eye —an opening, I don’t know what it is for. 


This is a sump furnace, and has no tapping to it | page 106). The 


breast simplv descends a little lower down than in a furnace with 


Lie seaie in ly Irsteti s, this iower-eve Is tiree Lo three and one-halt 
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purna 


He don’t know that the Karst n furnace Was ever used. ane he 


SuiVsS If Is hol al <eribed : then by what authority (hoes Te say that 
> * | . ; . |} , 

the olhice Oo; the ftore-hearth was to receive all thr PMiMOLLeL) LTliis cs 
; } 


that the breast was extended d Wh ontiv to keep the blast irom 


blowime out. The trial made showed this 1s not true. 


There 


principle oft operation Oi the two tTurnaces, Ilis opinion (Ui) boot 


ly; batogl ae —_ 
Ss nothitivy cise iad OV the Withess which aiters the 


mes 


alter an established fact. If the brasqu ) irtition was thin and de- 


| 
structable it eould be made substantial with different material, lf 
the, slay eve Wilts boo large, it Cou df me thi le staatier, or closed : 
if the proportions of the furnace were too small th \ could be in- 
creased : if the lead-well was too low it could be raised, and so 
with the slag-eve and tuveres; 1 the hidd n-eve is too large, make 
it smaller, but observe it is no larger in Karsten’s than in 
plaintiffs’, and not near so large as the Pueblo Company use. 
No principle ot the furnac Is Lite Lys these eh inves, Phe DusI- 
. 
ness sense of the smelter will sugwest these things as the working 
of his furnace may demand, It is not true that a change of the 
slag-hole from the front is a material on i the art of sm lting. 
About all the witnesses said that it was put wherever most conven- 
lent fer the smeiter, and J. 3 (rrant said it was at the back of the 
furnaces in Friebure, in 1876 (pages 397 and 58), where he worked 
at furnaces so built. Witness claimed the difference between his fur- 
nace and iN irsten’s to be, that his tube slants upwards frome the 
bottom of the furnace, and Karsten’s woes straight out on the sam 


t 


leve & ana elaims Liiis tO be c(t fil iterial chanyve : bout the absuradits ot 


. " ; ) . ’ 
if Is SO apparent that its bare statement answers if: vet he Waiimnits 


— : } 4 ’ } i ‘ 
that if the slav-hole in Karsten’s is placed in some other position 
i 


than directly over the lead-well, it is their furnace. 


Plaintiff Keyes also vimits that the slant of the tube is the on \ 
new thine about their devi pave 146). This ts apparent, and 
how LINN question of pring iple or inventive skill is involved is) be 
vond mv understanding this, too, is In aceordance with the 
claim in their prrtent. hey undertook to peat nt a device for a 


tine clean rhe tal Out or a turnaa mod thev did it boy ppicaccinyer tine 
= . . i -, 


lead-well, according to patent, at the side of the furnace, and 


according to their evidence, at some other point than under the 
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Mr. Geist. manager of the Colorado smelters, at Pueblo, <i stified 


that they ran eleven furnaces, withdrew the metal in two wavs 

SOmnie thre \ tapped thie metal and | idled if. oor tapped it oul into 2 
, ; 

ct lower basin and laclled it trom there page id 


a ; . . ' , 
l hey run two turnaces with K ves &W& Arents’ attachme nt, OUI 
} 


they have no siaut: they run achunnel straieht from the bottom (>| 


the furnace pupe 1” 


; ° . ! | ' ° } } 
lt makes no difference, timeeer. ine, Whether the turnace tions the 
side method of drawing off, or the other (front pave «6), hei 
$ } Ds — — ; ** . 
Shay Spout Is On the other PP pPosile side (page i+). Phe con 


. , . ’ ; > t ms 
necting Canal is not tess than OX.) taches, page @ 


By dipping out, too much lead, slag, ete., can be forced through 


- 
7 
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channel (as in plaintitls a referred to) into the lead- 


well page ii 


\l Fe Smith if stified that cf COnLCHILS of hurnace can be foreed 
ou through plaintiths’ f ul Vi lf pigyere 0 : that the Limeri ati 
smelter, in ltah, used i straight connecting tube ma TS87 ‘. ind set 
lend-well Lop Cree stele (>i =| BL spout, but ry the Laon I) 


"49° } ; > ' : ; j . . ] 
till Arents mannved a smeiter within ZOO feet of it, and never de 


manded any license (page 76 


We insist that from the testimonv of Mr. Keves alone. any 


verdict avalnst i fendants Wot DAVE and should inh * Dee set 


. 7 7 > * .% 5 ° . . 
aside by the court, ind hence the court) was justihied from at oin 


4 


orc ring the Ve relict ior detendants. Hle “ily ~ the hvdrostath prin- 
ciple of communicating vess Is is the same: that when the bidden 
eye is covered with metal the slag will run through the upper eve, 
the metal rise tothe same height out as inside and if the slag ts 
vuided over the lead-well, or, the tap set to one side, the furnace 


will not act badly and will be a modified Keves & Arents furnace. 


ren ’ : 4 } } | 

he eourt can see Trom what he says that the Onis dit 
.1 : i : | re rr | i ° liigel hy: ' 1} 
ay th slanting tube, the advantages in favor of whieh mive not 
been shown, In this herhit of this ev dene ; whiat is thi re to dils- 


‘ a . , , ’ ; : , 
cuss 7 No prithetple Is ImVOoived : the only question Is one of Ccon- 


venience, and while it may be more convenient, the evidence 


[ron is taken 


There is 


i furnace 
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Plaintiffs’ aitorney even questioned defendants’ motives for build- 
ing the furnace, and asked J. B. Grant if he did not do it after 
this suit was brought, and why he did it. He answered: “ Yes, 
sir; and T can tell you what I did it for — simply to prevent your 
experts from misleading the court and jurv in regard to the facets 
in this case. I never put it up to work for money ” (p. 47); and, 


again, he said he built it to see if it would work satisfaetorily, as 


~ 


| ean 
Prot. Percey said it would, and with a view to using as testimony 


an this case (p. 61). 


This furnace was built in 1881 —the ease first tried in June, 
ISS, and second time in November, 1882 me FOI plaintifls and 
their witnesses made, or at least made known, no effort to see 
whether or not the Karsten attachment would work or act as they 
thought it would. They knew it had been tried and did not prov: 
their theory ; they knew the Pueblo company and American smel- 
ter used substantially the Sie thine, and this may aceon for =) 
many of them changing their views with reference to the furnace 
and attachment, on the last trial, They Virtus ly abandon the 
lead-well and attacked the furnace. At first the prometpl was the 
same; but Karsten’s would not produce clean metal, because the 
slag-eve was over the lead-well , lyuat on the next OCCASION, without 
any additional information or means of knowledge, nearly all of 


; 


them discovered that the slag-eve was too larwe, and the brasque 


8 ee os 
partition Was not permanent, and would blow out if slae-eve was 


not closed: and that slag would run into the lead-well promiscu- 


ously with thie rhe tal. ana the rie tal couldn’ t be dipped cut e] 


ean, 
ana couldn't be tapped, becaus the by ible Wiis Loo shallow, anc 
the proportions of the whole furnance were too low to work 

wonderful change, this, in four or five months, with no other or 
further information than knowledge of the fact that their witness, 
Biewend, had seen such a furnace, and that such a furnace bad 
been worked successtully by defendants. Why didn’t they 
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know these things befor x rhaps it Was not at firs thought 


necessary to plainti Is’ reeovery. It is clearly evident that all these 


Witnesses aud plaiatilts regard the tnvention to consist In removing 


the lead-well to the side of the furnace, and from under the slag- 


tap except Plaimtitl eves, who sticks to the slant in the tube or 
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First. That the physical principle involved —the hydrostatic 
principle of communicating vessels — Is not new. 
Second. That the detai!s are notnew —T, extension on one 


side with basin and tube is substantially similar to an exterior fore- 
hearth in continuous communication with the working hearth or 
erucible, which latter arrangement has been deseribed us i isc 
long before the date of the specifications. 

Third. That the method (>] ke ping the hearth bottom covered 
with molten metal — which is the practical result of the arrange- 
ment — is an essential detail of the fore-hearth method of smelting 
which has been practiced in England and America for vears 


previous tt) the date of the Sy ification. 


Fourth. The practice of removing the metal from the fore- 
hearth continuously — which is another result of the arrangement 
—is not new; it is to be found in the ore hearth process and in 
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bifth. That the method of removing the metal from the lore- 
hearth by ladling was practiced in’ France by tron founders, 
according to published accounts, in 1765. (And when asked if he 
knew of the same principle being in use in Amertea prior to 187), 
he answered :) The only lead hurnace which | know ti have 
been in) list in America pres ious to the date ot the specification of 
Keyes & Arents’ patent is the American ore hearth, which I saw 


in action in Missouri in thy spring of Is7l, at Mine La Motte’ 


(page SS). 


This is repeated Ol CTOss examination: and he adds that the 


Leadville ores were then unknown. 
We call attention to this evidence tor two reasons: 


First. PlaintiffS and all their witnesses insist that Karsten’s 
furnace Is impracticable, and that the } Tr iple i] their invention 
Is Impossible except w bie li used ‘is they describe, while this cy lence 


shows that thev have been used ror row and other Ores since 405. 


in lranee, and since then Th ( orinthia, Koeland, and America. 
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Second. That their invention was used in Missouri in the 


spring of 1871, where witness saw it at Mine La Motte. This 


evidence threw the burden on plaintiffs, and if it was not true why 
did they not show it, as this evidence was seen and known by them 
five or six months before the last trial? Would they not have 
shown it untrue if such had been the fact? This witness is not 
impeached, his evidence Is CONCIS and to the point : and not only 
proves conclusive I defend nts’ Case, but removes all doubt as to 
the evidence of defendants’ other witnesses, if there were any, 
which plaintiffs have attempted by expert evidence alone to over- 
throw. 
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the contrary instructions. The instruction is also bad, because it 


does not include the specifications or references Lo the plates, 
) & aa 


The thirteenth instruction prcagre 150 asked the court to in- 
struct the jury that they are the judges whether or not the auto- 


matic tap Is like the so-called ms ly irsten fore-hearth - 1 its ob- 


jects and beneticial results, 


The plaintiffs claimed no patent on “an automatic tap.” Their 
claim was for a conne ting tube by which the metal was tapped or 
withdrawn from the furnace into the adjoining basin or fore- 
hearth. The tore-hearth in Karsten’s was the outside basin of the 
patent. 


The court was the judge whether the patented tube and the 


eovered eve OF Opening des rivoed if} Karsten sure alike, DY com- 
. +. 7 ° ’ | 
parison (ot the LWo, an instruction asked for nothing eise but 


that the court should transfer its duty to the jury. 
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PERM, A, D. 1885. 
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ARGUMENT FOR DEFENDANTS IN ERROR. 


EK. T. WELLS, 
THOMAS MACON, 


KB. T. McNEAL, 
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SUPREME COURT OF THE UNITED STATES 


WINFIELD SCOTT KEYES 
1x» ALBERT ARENTS 


JAMES GRANT anv JAME: 
B. GRANT. 
Lefendan / 


ARGUMENT FOR DEFENDANTS IN ERROR. 


Vay lt Flease the Court: 


This suit is brought to recover for the infringement 

of a patent issued to plaintiffs in error on the 28th day 

= of November, A. D. 1871, for ‘‘an alleged new and 
useful improvement in furnaces for smelting lead and 

f other ores,’ (page — aa. printed Record) and the 
averment in the complaint is ‘‘ that said plaintiffs are 

now and were before and at the time of the makin 

issuing of the letters patent hereinafter mentioned the 


, true, original and first inventors of a certain new and 


testy © 
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which is an iron casing enclosing the furnace, between 


which and the outer wall of the furnace water is kept 


constantly circulating. 


Witnesses made use of a few terms peculiar to the art, 
ind defined them, which we will recapitulate here: 
Matte is a product of smelting, and 1s a sulphide of 
iron, and may or may not 


~~ 


ve valuable. 


Speiss 1s a sulphide of arsenic and iron, and is worth- 
less. 


Brasque is a composition of fire clay and charcoal or 


in 
coke dust. 


Sows or Bears are accretions of matte or speiss which 


; . ‘*s 4 
y to the sides and bottom of the crucible 
“hy } +4 : ’ ‘va Teo? _— 
choke 1t So as to 1ntertere 


with the smelting operations. 


Fore-hearth, Foresump, or Lead Well, 1s the exterior 
hasin into which tl 


the molten lead flows from the 


TMace 

Further, the purpose and object of the operator of the 
furnace was to so arrange the turnace and so conduct the 
process Ol smeitin as to draw from the furnace the 


valuable produ rT. 4 
less products 


It is also made p 


plain by the evidence that molten lead, 


+ + , ‘+ 1 >: st "5 . . . . : , ‘. - 
or a mass Of molten metal in which there is a large pro- 

; * ] ] * - 1] : - _ . +] 
portion of lead, rapidly oxidizes when exposed to the 


atmosphere, and that among the Germans, at least, when 
-} 17 ] 1, ‘ *% 1% } = . s 

thev allowed their molten lead to flow from the furnace 
into an exterior basin and remain in such basin for an\ 


covered the surface of the lead 


with either the slag, which they allowed to run on or 

t] . " F ly } ‘ y 1 ¢ vas. . } ‘ . “7 ’ ft 
over the top of t] asin and incrust, or Dv covering it 
with some other material, and when 


the workman de- 


| 


sired to remove the lead from the exterior basin he re- 
moved the covering and dipped the molten lead from 
such basin. 

But while it is true that in the majority of cases 
the smelting furnaces were constructed as above de- 
scribed, there was as early as 1831-2 a furnace used 1n 
which the valuable products of the furnace were not 
tapped or withdrawn from the furnace at intervals, 
but in which these products flowed continuously from 
the crucible into an external receiving basin through 


| 


a tube, connection, or channel, and rose in said basin 
to a level with the same material in the crucible 
by force of the well-known law of the equilibrium of 
fluids, and in which furnace there was a slag tap 
wed either continuously, 


] ] vy. } . % 
or was tapped at intervals at the election oO! the work- 


ag tap or eve Was Just above the external basin 
“—_ = — - , oP 
so that if the slag flowed continuously it would run into 


ss 


such basin if it were not f 


od 


ill of a heavier material. or 
r9 vol} tal 3 the hasi P Be viii 1] 
on top of such metal in the basin 11 1t were full, and 
lowed off t nel lace +] mrleeman eaur fit ¢ oe 
fiowed off to such piace as the workman saw nt to con- 


duct it. 


In the description of this furnace—which 1s called a 


. o " . ] + 1 P . ] " 1, . } . ' 
sump fturnace—-the author sSavs that the Siag Can De ali 
lowed to cool on top of thx lead basin. and then be 
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thrown oft and the clean metal be dipped out, oOo! the 
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clean metal can be drawn off from such basin through 


WM acirtbeninns 


was the device or 
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first questio 
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That thev do not bring themselves within either of these 
conditions is obvious. Clean lead in smelting had long 


. ¥ . ‘ . ’ 
ween produced before their alleged discovery, and. the 


means used by them to produce it were old. Thus we 


: have neither nev | better means, nor a new and bet- 

> ter product 

2 en wie) aliaiiee- wali thod 
Patents are issued lor a new process or method only 


794 


when that is produced by new structures which 1n them- 


“eee 


4 
| ‘ 


selves are better or cheaper than those before in use, or 
if old structures are used 1n a new way the product must 


, 


] ] 1. ‘ } + . " -4> . 67% : . 
be better than that obtained betore, or its production 


% 


RPMS 


* 


must be cheapened. And if the ground fora patent 1s 


confined, as in this case, to a mere change 1n the combin- 


wT 


x ation, juxtaposition or relation of the parts of a machine 
< ‘ before in common use, such combination must not have 
2 before been known and used in other tnachines or 1m- 
=e . plements for an analagous purpose. 

re) Bean \S Sinallwood. 2 Storv. 105-4 10. 

| Treadwell vs. Parott, 5 Blatch. 369. 


a Stunpson vs. Woodman, 10 Wall. 117. 

r Brunton vs. Hawkes, 4 B. & Ald. 540-550 

= Losh vs. Hague, 1 Webs. Pat. Cases, 207 

ri Howe Vs. \bbott, 2 Story, LQO-9 3. 

; Bush vs. Fox, 26 Law & Eq. R. 464. 

* Harwood vs. The Great Northern Ry. Co. 11 


House oft Lords Cases, O54. 


* In this case, admitting all that is claimed for plain- 
; tf the occasion onlv ; w. the devices o1 lc are 
lilis, the occasion only is new, the devices or tools are 
old; their application to other machines or structures is 


old; the principle upon which the combination acts is 


not only as old as the earth, but has been known as far 


—— wf —— 


back as history foes and the result produced is as old 
aslead smelting, namelv: the production of clean lead 
in a molten state. This case comes completely within 
the illustration put by Ld. Abinger in Losh vs. Hague, 
pra, of claiming a patent for the discovery that spoons 


: 


could be used as conveniently for eatine peas. as before 


they had been for eating soup, and of Mr. Justice Story 
in Howe vs. Abbott, swfra, of a coffee mill used for 
grinding corn. 

The utility 1s not established by the evidence. It 1s 
shown that a great many smelters use this arrangement 


; 1 ‘ 7 4 9 . . - 
or the metal tap, put that IS nol by 


. « 7 4 ‘ 
sive. It 1s also shown that a great many do not use the 


" » 4a, ? : . . .*% , 4 7 seal » rays " 4 . rs on 
plaintifis arrangement o! the tube. Phe witness, Giest, 
» a : . = ] _ 4] , . . *% 3 4 - 
wilo since 1470 has been in thre Management of a lat -c 

‘ > 7 ‘ ] ‘ 1. 
sinelter at Pueblo, Colorado, never used the inclined ot 
1 af ae ] : . 3 : ' , 
slanting tap though he paid $2,000 for the right to use 
. a m ) ; ae 3. . e « . 7 , 
it (p. 75, 147%, Record). They are not in use in Ger- 
+? ‘ ’ ‘ ’ ’ , ‘7 yy / ce .Tt7% iT) ] % *T o] 7 sa 1¢ 
many, (Jl WOT Lit) l } i1¢ pre ada) li USCIUL TeESUII 
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claimed for plaintiffs 1s the prevention of the accretions 
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44 1 } ] 17 e . . dui"? 
Chis claim is shown to be whollv unfounded Che 
ae . ' ) ® ow, ] : 8. 1] 
testimony of |. B. Grunt and Mr. Grhnest. as well as 
th 7 TT" a ] +) , 1] —TCrt ’ . ] _— +] " , +7 " f +] 
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accretions to be the Wproper MmIXInNG Ol} the ores put 

into the furnace. It is conceded by plaintiffs that the 
: ] ' } “4 P ] : le 

substances out of which these are formed being light 


‘ i i¢ T 


=, 


1 ] iad : » fe ro + a eee 
than iead, cannot either in a molten ort solid State SINK 


the bottom oft 


the crucible of the furnace: and it 1s shown that 
+] . + ’ +] ] ? +] f, **? 
whether this molten mass of the lead in the furnace— 
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might be set on another 
iffs contend that 1f eithet 
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t be called invention in 


vithin the past century is 


portion of the Karsten 
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portions of the walls, and therefore it was different from 
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the invention of plaintifis. It is true that furnaces are 


, 


iow built of stronger material than ‘‘brasque,’’ but an 
inprovement in the materials of which a machine is 
constructed is not the subject of a patent. 

Hotchkiss vs. Greenwood, 11 Iowa, 246, 200. 


Heald vs. Rice, 104 U. S. 755. 


Besides, if it were, plaintiffs do not claim to have in- 
vented an improvement in the material used in building 
sinelting furnaces. 

The result of plaintifts’ contention on this point 1S 
that having changed the furnace described by Karsten, 
by means which would occur to anyone who had any 
practica: Knowledge of mechanics, they are entitled to 
a patent. 

But the plain conclusion from the evidence is, that 
the Karsten furnace needed no changes to produce clean 
lead in the fore-hearth by the operation of hydrostatic 
pressure. The defendants built a furnace, the model of 


which is in evidence, according to fig. 860, plate 41, page 
166, Vol. V. ‘‘Svstem of Metallurgy,” and by the scale 
there given, and worked it for sixty or ninety days con- 
tinuously until their works were burned in May, 1882. 
That it was as efhcacious in the production of clean 
lead as those to which were attached plaintiff's alleged 
invention ‘was so overwhelmingly shown that it was not 
controverted by plaintiffs. All that was attempted by 
them was to testify that in their opinion this furnace 
given by Karsten. 


~ 


could not have been built on the scale 
To make the identity of the two furnaces more clear, 


defendants attached to the same furnace the device of 


TRANSCRIPT OF RECORD. 


SUPREME COURT OF THE UNITED STATES. 
OCTOBER TERM, 1885. 


No. 220. 


L\PPELLANT, 


FILED APRIL 27, 1885. 


SUPREME COURT OF THE UNITED STATES. 
OCTOBER TERM, 1885. 


No. 220 


THE SOUTH BOSTON TRON COMPANY, APPELLANT, 


D STATES 
I \ | 
‘I 
~ \] 
| 
ty } 
I 14 
\] } 
' i4 
. 
S i } 
‘ 


~ sf i 


; ‘ 
“= | . 
‘?; 


; 


all 


a ' ~— ee on ome ~ 
one - " . - ’ 
oa ~ =_ > > 
- * 
moe 
- _ 7 f . : 
~ 
~ . > ~~, 
— ay 
—— 
a ccamone ~ a . 
4 os 
an va 
~ ~ 
— 
nee 
o ~ 
on Pre gues 
o” 
aa ny 
nad 
> - Pa - 
: 
a - 
* 
- - 
a 
” 
- * 
— 
- - f 
~ 7 


~ - oe 
f oo “a > ie 
= a - ~ 
— . a ~ = 
- j 
; 
. . ; ” 
“ 
- . be ~~ 
. é — 
me = 
" - — 
‘ ~ 
- ow ° ll 
“ 
g 
- 
. 
~ ~ 
eg “a 
a 
ra 
. - 
ot 
n 7 
~ 
~ - » et 
no oe 
ween 
“ - 
al 
— 
nena - 
- 


a ag ee ig 


BOSTON 


Iii 


é 


> 


w 


| 


yf 


NITED STATES 
\1 
M 7. =e 
‘ \ 
ITC IK 
Ml 7, 187 
*, 
I ; 
\ \ \ 
ITC) ly 
j f /} 
if 3 1S" ~ 
' ’ 
; 7 fc s 
Sh be ty 
sh i 
7 
' 
‘7 
‘ ' ¢ 
\ 
o 
ele ly 


ne 


\ 


\ 
' 


WM 


— 


~~ 
— a 
| 
{~ 
ne 
a 
‘ 
= 
- Cone 
al 
a 
. 
= _ 
‘ . 


J 
’ 
‘ ’ 
; 
> 
; 
; 
‘ 
; 
: 
' ; 
; 
' ¢ 
\ 
, 


rit 


~a >] 


Ctl 


Phan 
/ ; " 
hief of Run 

: 
a 
i 
—, 
' . 
i 
a 
' 3 
\] 
‘I 
_ 
f 
» 
‘ 
" 
1 \ 7 
>" ‘i 
‘ 
| 
ij 


’ 
oa am 
cil 
. V4 
' 
; 
3S. 
; 
? 
j 
; 
’ 
; 
j 
, 4 
‘ . ; 
; 
‘ 
| ; 
; 
i 
: 
af 
; 
; 
; 
os. ' 
a 
’ 
ee 
\ | 
: 
i 
« 
| 
yar Be 
».?8 i 
fy 
i? 
. 
lj 
; 
i 
a i i 
, i , 
é 


Pitt 


UNITED SI \TES 


a ~ 
sf 
reriit j . 
, i i on 
| shi; — 
ae ;™ ' 
ee) , CODD 
° r , 
= 
= | 7 | 
% ela, if i? 4 
| 1 
i | 
- Mi weit : | : * 
wwe Pct tis@tiil ; 
a 
| ; , 
; ~~ | (tf eg , 
j ‘ np 
. 
~ . = | 
~ - O} | , 
) 
, ; fis, —_ 
| ' 
‘ 
" 
sf 
i 
| " 
: 
nl 
" | 
: a 
' 
: ’ 
; “— 
; | sf ) 
>? 
: . 
| | 
“ | 
: ) ) 
is : 
; 
; 
; tig (LOS]¢ r 
. 
; ' , | 
| ' 7 
mu 
’ 
; i , 
ae AY?) 
j 
. f 
‘ 
. 
_ , an 
~ 
+ 4 4 
4 
a 
‘ 
. 
‘ . 
' . 


THE SOUTH BOSTON IRON COMPANY V8. THE UNITED STATES. ri 


BOSTON, March 3, 1877. 


Llaving learned that new boils rs are required for the I1ron- 
monitor Dictator, | submit the following proposition for the 
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THE SOUTH BOSTON IRON COMPANY VS. THE UNITED STATES. v 


VIL. 


It had not been determined in March, 1877, that the Loilers men- 
tioned in Finding II should correspond to others previously 

12 furnished by claimant for the Hartford, Shenandoah, Triana, 
and Wachusett The boilers required for the tug and moni- 


‘would have | : au onl 28, al ini | 
tor would have been evlindrical, whil those furnishes had been qua - 
. + 
— : : ] . ] : ; . ' 
rangulal it is not shown that at the time of Lne ar ceptance of the 
ij x ] ] - : : . } } . ‘ — - F- 
otiers of the claimant ther was anv verbal understanding as to the 
’ } ° ; y “Ss ’ M 
CiGsivl pidlkh. or welvtil OT thie poiers 1n question, or that anvthing 
. a i] : a . ] a a . . . | ij 
Wils ud DV either party to render more definite or certain the onmers 


pres ' ' , , — 

fhe offers of claimant for construction of the boilers for the Tr1- 
’ + } | ’ 

and. Wachusett. Shenandoah. and Ilartford were based Upon draw- 
» . ° ; . } ’ " 

mers ahd speciii ations prey LOUSLS furnish (] ty the Bureau. 


VILL. 


The following correspondence was had prior to the commencement 
if this suit: 
Riagas House, Wasuineton, D. C., March 24th, 1580. 
Llon. hy \\ Thompson, eecretary Ol the Navy 


a ’ '* sy , , , ; 
PIR You tur’ her by notined that thie South Boston lron Lom- 


pany claims damages, interest, and expenses of the United States in 
. ’ 
{ pousan 


:, . Os baaveist } 
Lne sum of two hunared th 


id (8200.000) dollars. by reason of 


; ; ; . | » os : : 
lye SUspension DOV Vou ola certain contract made Dy youl immediate 
lice (Mir. Robeson) on or about the 7th of March, 


. 
TenMiecessor Tn © 


1877. which contract was for boilers to be furnished by said com- 


. 4" " j . . ° - } , . 
pany to the Navy Department of said United States, as specified in 

. . ’ 

} we } *] 
said contract. and that a suit for the recovery of the same will be 


7 


l 


: ) 


ommenced lmned . 
Very respectfully, 
TIMOTILY DAVIS, 


7 . ’ ; ; . j | , . ’ ‘ 
Aaent Pid Alto f ji han har tlie south Boston Tron Company 


Rices Hovsre. Wasnutvaton. D. C.. March 30th. 1880 


Sir: [Thad the honor on the 24th inst. to communicate to vou 


e ’ 4 
he claim and intentions of the South Boston Iron ¢ ompany under 


: | ' Va ast ’ ‘vy : ] . e _ (+i aid compal 3 » | | ae 
1 iih¢ Contra TS yyy VY VOU! mPeeiecessor Witt) Sile Catt p aTL (97 DoOlers 


nor about the 7th and 10th of Mareh. 1877. 
have receilyvé d ete. acknowledo iit rit 1) | thie rece ipt Ol said COtTII- 


_ 


nunication by vou. and | have now respectiully to Inquire if said 


COMMMUnWCALION reached You, and if you have any views LO express 
As to sald COTM Pans 's elaim ior damage s. hy fore the commencement 


fa suit, as indicated in my said.-letter of the 24th instant. 
Very respectfully, your ob't servant, 
TIMOTHY DAVIS. 


Agent Nouth Boston Tron Company 


) xe) 1) E 
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THE SOUTH BOSTON IRON COMPANY VS. THE UNITED STATES. 3 
mature contracts. to further involve the Bureau in debt. or that. by 
Contracts pretnatu eas We 1] iis immature. hie intended to contro] the 


discretion of his succe ssor in the expenditure of an appropriation 
J i 


1 ; ; 
’ ' _ ’ ’ 
limited to the necessities of the next fiscal veal 
li ,» ‘ } ’ ; 1 I li '¥ -_ , fF " ‘ " 
i bidet \ iy ritcit CPLISET yy etd ct si i i | ‘ fi} pit W is Coit) ‘Fi ( gonere J 
’ , 
oy ft i . ' ' 
Im endeavoring to provide against Involving the Government In 
" ’ ' ; : 
z 4 iy r\¥ 7? ¥ iy Py " : ’ ’ ¢ 7% 
mirgye Mapllilles through Uliihished ana Incertain contracts, that 
{ ‘ i ' ‘ } 
hese papers conveimplated payment 1h old Material, in violation of 


41 ; } aT it } ; i I 
at Revise | Statutes. sec. SOS Sloe le m 4 isi iS ( { is } and omitted 


2 te ae pot 
Live provision reiative to members OF Congress, « ntamned in see. 574] 
le t | ‘> +] »\7 . 4 » se? j ‘ i 4 1] 
OF THe SAIC PUPPOse Uli attention of the Court ts directed to a smatil 

’ ’ | , ,* ‘ — . 

Varlance between thi proposal ana eacceptance relative to bolters 
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rHE SOUTH BOSTON TRON COMPANY Vs. THE UNITED STATES. 1D 


° . ’ 7 , x 
In LeS~TIMOnYS whereof have nereuntlo set my hand and affixed 
the seal of said Court at Washington, tl 


this l7th day of March. A. |). 
SSS. 
5 { { j; f 
JOUIN RANDOLPH, 
iss t Clerk. Court of Claims 
( ~ ; ny | 4 a * NO ZN} | » ae Bos 
Iron Co ppella The United States. Filed 27th 
_ « ’ 


' to * } > «sf <a ~ em pe ae i” a» stem 


ae 


Supreme Court of the Cited States. 


THE Sourr 


boston [Ron C \) unit 
! ( No, 220 
THE UNITED STATES, Appell \ 
- 
BRIEF FOR APPELLANT. 
o 
Statement of the Case. 
This is an appeal from the judgment of the Court of 
Claims dismissing the petition of th mat 
The lacts out of W mn tl 28 ure as ollows 
On March 3. 1877. the a} pe aving i ned that new 
hoilers were needed tor th on ii monitor Dietator 
made a proposal n writing to the Hon. Secretary of the 
Navy to build such boilers | n specitied, to 
wit, (802) thirty and seven-eig c per pow ind 
on the Sth dav ot Mareh. 1877 TEL tL similiar of 
writing to construct new boilers for \ ragunsett 
« Tuscarora,” and eh price rr at 
the rate of (507%) thirty and thi ua nts per pound 
if delivered i) & is ities DOsais ire fornd On) 
pages H and {7 of the recor 
On the 7th and 10th Via Si.) 3] elv. these 
proposals were LweCe] ed bv t at ‘el Se ary OL tiie Navy, 
and the appellants We \ ers of Ssuld dates trom W. 
HH. Shock, (inet of iu r ast Kt rineering of 
the Navy, notified of such acceptance. (Record, pp. 6, 7.) 


On the 16th 
Navy notified 1 


tracted tor with the Na 


} Via ii. IN/i. the then Secretary of the 


he appellants to discontinue all work con- 


vy Department or any of its bu- 


reaus since March ist, Isi/. until otherwise directed by 


the Secretary of 


‘the Nav Record, p. 7.) From that date 


no turther orders were given by the Secretary; and the 


appellants, atte! 


held themselves 


reasonable time, and 


ha Lrg? raadie he necessary preparations and 


n readiness TO ¢ omplete the contracts tor ra 


; 


the Navy. Ot) A pril 74th. | SASt). brought their suit) it the 


Court ot (‘laims to recover the damages accruing to them 


and the loss . 


ee 


profits arising from this breach of said 


| | ; ‘ ’ . ’ . 
contracts on behalt of ne nited States 


| The Court 
ten proposals o| 


oO} the appellee 


Assignment of Errors. 


of Claims erred in holding that the wnt- 
thie Apps ints and the written acceptances 


did not constitute ma valid eontract between 


" ,* 5 ‘ SS Be 
noMine that section »i44 Ol} 


} } an 4 ; P j 
rhe Re ised Statutes wus 1 ndatoryv in its alrections as to 


m 1) OF 
4 


nature 


he questions Involved in this case are few; in fact, the 


qmecision of Th 


proy IsIOns ()7 
having held thi 


parties, HDecuiuse 


Sire | il} eT at 


Ss 
course. could be 


; 


a vold contract. 


eour at \ “ paAsed eX lusivels Onl the 
. +s , ; f ‘ 1 ’ ] 
mh o¢44 } he Kevis gd Statutes: and 
im The rilild] CONnLTACT Her riweeh the 
vas 0 signed by both parties on the 

thi, ** 45) ' ’ ,} . +) ’ 7? 7? ; : »y*% 

Li; i i . trai’ ld }ha) recovery, ) 


; ’ " » * e : | 
had Tor gains prevented tor the breach of 


dthat so much ot section 3744 as relates 


4} ; ore? rssvvie ° 7 ’ ' 1+4 " e*< 
© tine wariis ilar pro 1) ie Wi rien contract Ww here the 


names of the parties sl 


ned is a matter of form 


so notified the secretary | 


RR ~ 


<a 


ere 


merely and is directory and not mandatory. That statute, 
follow Ing all statutes of similar intent, did not intend to 
place form abov e substance. The evil that it was intended 
to remedy did not arise from the place where the signa- 
nature Was to be. but its object and design was To do aw “uy 
with verbal contracts by requiring all contracts to be re- 
duced to writing; the signature was to evidence the fact 
that the ierins were correctly stated. W hether such signa- 
tures were at “the end ” or on the margin or at the bottom 
of + ither party ’s obligation was a matter of ho consequence, 

The case of Clark ve Li nited States. 95 U S.. Dou. it 1s 
submitted. is no authority for this mgid and narrow con- 
struction of this section. The whole tenor of that decision 
relates to the substantial requiretne nt of the statute, to wit, 
reducing the contract to writ ing sa contract more defti- 
nite In its terms oY having both signatures on one paper f 
Does it tend a pa ticle more to the pre vention ot fraud and 


_. " ‘ . | ” " . + | ‘ 
perjury to have ne writing ali on one paper than il does 


‘ 
tO ha ea written proposal and written acceptance ¢ A re 
’ i ; 
reve? 7. ’ b r ’ : > « tire 
not ft he rernis ] is dehfiit ne one Case as Ih tine 


other ¢ 
hat ak Wwrilte t} DrODOsSU, fatidi Writts a acceptance thereof 
7 


creates a contract of ¢ pal toree and ettect as a formal 


contract written out and signed y the peal tiles is too well 
settled tt bye Qu slione 3 (ail it it? 7. 45 [7 ~ , 2a? -) 
and Hubiess this * pince of signature ” 18 of controlling loree, 
I 

there certainly existed a valid mntract between the par 
tres, Tol the bren ot which the pre llants are entitled to 
recovel 

In construing the requirement | the statute of frauds 

i 

it has beeu held thut there 1s no rest! rion as to the place 
of signatur Barry v. Coombs, 1 Peters, 640; Higdon r. 
Thomas. i] irr. & (a . Bw: - Lemavie .. Stanley, B Ley = 


= Hawkins vr. Chas 19 Piek. 505: Coles r ‘Thecothick, 


Fi 
on © 4 
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etry 
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a. 


a Nee oy” 


There can be no uncertainty in a contract when nothing 
is left to be agreed upon between the parties. In this case 
there was nothing left to be the subject ot discussion or 
negotiation. The United States were to furnish drawings 
and specifications. ‘That was a part of their obligations 
under the contract; the appellant was not to be consulted. 
Whatever specification was made, bound him; and _ be- 
cause of the violation of that prov ision of the contract by 
the United States thes now seek to escape call liability. 

In llarvev vr. U.S... 8 Court of Claims, 501, a contract 
exactly similar mn «this respect wis held to be good. ‘The 
contract referred to specifications to be turnished by the 
United States, and the failure to furnish them was made 
the ground of a }) irt of the recovery, Also U.S. v. Muel- 
ler, 113 U. S., 153. 

{th. But it mia be urged that in the absence of specifi- 
cations no certain criterion could be afforded tO measure 
tne damages ; that \\ ithout fnem the ueccurate cost could 


’ 


not be uscertained, and hence th (ulls prevented would 


If this be true. it places a court at the merey of the 
wrong-doer, and permits one to so completely violate his 
contract as to escape all hability but there is enough in 


the description of the boilers to render their cost reason- 


| ‘ “ . ‘ " a. ] a | | e 
ably CeTLAll > the welght, the Class Of Vessel, the quantity 

oa f = | " j 1 rh ‘ ‘ ; ’ . ’ v« " t} 
QO] material an WorkmMmMansoip, and ih some wmnstance the 

+ 
- » on : i] ; _ | i 

sh ipe is give ihe court will not assume that two boilers 
buiit to correspo) d with this des ription could varv ver 
materiallv in cost trom the stight Changes that might ap- 
pear two sefs of specifications The standard tor the 
measure ot damage . the difference petween the cost 


} 
Class designated, 


* > : , 
si*  ¢) j ‘ : ‘ 2 \ 
built oOTrtne pest material and witht 


. 


first-class workmanship 
and ime Conrract nHrice 1 Certainty iis ‘i Site wHnide 


lie . : ' ’ hae ‘ e ’ ‘ : 
nsualivy found in actions for breach of contract. 


~~ 


Iu the Supreme Court of the United States. 


OcTOBER TERM, 1885. 


Tue Sout Boston Iron CoMPAany, ) 


appellant, in 291 
ANU. fae. 
va. 
THE UNITED STATES. J 


APPEAL FROM THE COURT OF CLAIMAB. 


BRIEF FOR THE UNITED STATES. 


en MD 


et ek q iD ea OPEN Peete. Fal eoare coeerery » 


Jun the Supreme Court of the United States, 


OcrTroBER TERM. 1885. 


‘Tue Soutu Boston lro~n Company. 


appellant, No 99n 
. ‘), és da . 


i’ 
. 


THe UNITED STATES. | 


IPPEAL FROM THE COURT 


‘ 


bRIEF FOR THE UNITED STATES 


The opinion of the Court of Claims in this case, to be 
found in the reeord, pp. 10, 11, 12, 13, and 14, covers 
the entire eround ~«) compl tf L\ that we will not atte mp 
to enlarge pot it. it \. clear, We think, that t he judg- 


ment of the Court of Claims should be attirmed 


(1) Beeanse the findings of fact do not show that there 
Wiis anv contract whateve r bet ween the parties, The 
most that can be claimed from th correspond nee 1s that 


— , 
there Was an avreement to contract. | ne brea ly assioned 


is the refusal of the lL nited States to furnish the drawings 


and specifications, ‘| hi matter was incom pl te. and for 
the Court to say what would have ben n thie pron ot the 
claimant would by ror thi Court TO make the contract. 


13224 


tween two individuals. the claimant’s 


If this were a cas 
only remedy would be a bill to compel defendant to fur- 
but no court of equity would compel. 


nish the drawings. 
iin and definite the matters which 


defendant to make cert 
° . ; } . . ‘ : ; 
ili this (7 respondenc nek if if nncertain and inact finite. 

ran 
(2) ha re Wis Ost contract between the parties as Is 


required by the eral sections of the Revised Statutes in 
relation to public contracts. Section 3709 requires all pur- 
‘chases and contracts for supplies or services in any of the 
Departm nts of the Crovernment, except for personal sery- 
ices, to be made by advertising a sufficient time previously 
for proposals resp eting thi Siilhie, whi i} the public f Xl- 
req ure the immediate delivery ot the ar- 
) When immediate 


ticles or uu riormunes ot the service 5. 


(eCTCICS do heat 


delivery or performance Is required by the public eXI- 
ryvices required mas he procured by 
this 


= | 


peney, articl s or 
ontract. The findings of fact in 
ease do not show that there was any advertising for pro- 
posals or that thre public exigencies were such as to re- 

Section 3718 re quires that 


Op 1} purch me ar ¢ 


quire immediate performance, 
all mate rials, of « very hame and nature, when time will 
permit, shall be furnished by contract by the lowest bid- 
est from section 3720 that this includes 


der: if Is manil 
are any rood and sutheient reasols 


labor also. If there 
Ww! \ boilers should be excepted from the ore neral rule as 
thus per scribed. ( ongress has nat =O ny fit to insert heoil- 


ers in the list of exe ptions found in sections 5721. 


3727, and 372%. There is no such ambiguity in these 
statute = iis would make CoOnMmInOn usage 1 rule Ol interpre ee 
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ition to his honor, Judge Hagner, on Monday the 20th inst., to 
»prove the appeal bond in said case, with Thomas Wilson, Esq., as 
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situation of the case, and asking that it be signed. Messrs. Christy 
and Brady, attorneys for Joshua M. Ennis, executor for Missouri, 
appeared and asked time to examine the account before the order 

should be sigenie d.and the court CAVE them time. After three 
HO o clock }). Th. of the same day, the said attorneys having CX- 

amined the said account, and be lng satisfied therewith. thre 
attention of the court was again called to the case, and aftiant stated 
that the only persons who would object to the order were the heirs 


of John I. Benjamin, who were contesting the will in Missouri and 
who were repres nted in this citv bv Gov. Lowe. The court there- 
Upon read tha der ree passed by Justice James. and thi notice pub- 
, . . ; 


lished for final distribution, and signed the order. That affiant had 
heard of no further steps taken or contemplated by Mr. Lowe, after 
the order was signed by Justice James, February 25, 1880, and there- 
upon advised his client that he would,in his opinion, be protected 
in paying out and distributing the said estate; and thereupon the 
Said estute Was fully pac Ove rand distribute d LO the several] le 
and their representatives 

That athant stil] heard nothing irom sald Lowe, or the said heirs, 
until thie LOth dav of March, ISSO, vhen his chent brought him the 
following notice from Gov. Lowe, (the original of which is here an- 
be ved ) 


vatees 


LS’ That the distribution of said estate had all been made some 
days before the receipt of said notice, having been completed, 
as athant Is informed. on the 6th dav of Mareh 
JOB BARNARD 
Subseribed and sworn to before me this 16th day of April, 1850 
A. WEBSTER, 
Register of Wills, D. C 


Received NMiarch LOth. ISSO). at 4 ». 
Gy. 7] 
RR |? Low: attornhe v-at-law and solicitor ol land and othe r claims, 


W asHineton. D. C.. March 10th, 1880 


| have just ascertained, to my surprise, that Mr. Worthington, 


, ; — i . , ' 
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‘ . ‘ ‘4 
| + | *eas . " . , . sat _% ‘  ¢ ] , tear : 
Irom the judge sitting 1h probate matters, auLlhorising a GIStrlDULION 
; 
. 7 P ; | , . } — 
Ol John Bbeniamin s estate Of} which You are Liye exKYecuLol 
‘ } 4 + j ' . i] - ‘| . ley . . 
ty h ()] Leeiiee » ()] i. | f f ric’] Libitives (Lire \o? \ i” 
\ Vel I a ap LeCcs I ‘ pif Wi I whi; Se Ge funds 
. j ; . } 
vou may havein ve nds { stributio | charge that this 
‘ — . ‘ I ’ 
oOrdaer W is Ob Pea SUTTC) it mis i bie iy TPO! { 1ciere Live 
fact that Judge James had ref to! uch ord voek 
mact tf) ‘ Lita ‘ Liiit'= 1} ti tartt ‘? i int a ; ‘ i ! ‘ 
| 4 | } | t + | : y\? 
iM ore <l (j Te Pen 2 Olnceaill cy Liat | ata sf Kf ee ry il {>} 
, 
i ' ‘a i ’ ' ’ : 
rachel ray nol that | WOU ate r¢} pire lay 1s CTE —~LO>T) 
i 
“>¢) pe) 
oe 


e3 ae ; Cet ee oe SE RELIC TRO, jing RR 
es ger se ' Ts ys yes ee ba sy Ph ak ey J - gh : < 
oe mre - Ee Ole i gs bs ae pas oe Ti a 


; 
; 

— ae 

a 
- 

a ~ 

. - uae 
~ Le 

neces 


j - 


= 


- a = 
—_ - a 
° © ~ we ~ = 
ae ey 
_— — 
~—— oe ene on 
e tiie 
— 
- = —_ = . ~é 
* > nc A 
, ~ tiie 
; 
~ - - “~ ‘ 
— ae - 
* - = 
: 7 end 


- 
a - 
° — 
. 
- 
- _—— 
i ~ 
a - 
—- . 
~ —— 
o 
— 


~~ 
** 


*A() 


' 
, s 
“ ’ 
i 
; bc § 1 oye 
+ 1 . _ ) 
| 
4 i ’ 
> : : 
ria ; 
7 : ne 
| 
| | 
‘7 . 
> 
i i \ 5 
] ' \ 
. vp 
, 


»*7 
Y. DE} “ 
> , . , 
; ’ ' 
: 
¢ , 
, 
| , } 1: wy 2 
| . 
‘ " 
i _ 
; "4 tit ) 
+ 
. . ‘~ “i } ’ 
* | ' 
—. 
"| ' ' 
; i} , 
‘} ij ; 
" 
t 
m sf 
\ \ 
> 7?) 
‘ 
: j 


OM Te Se 
‘ # na Pe ae a —_— ™ - . 
> ee ‘ * oo. " ‘ ee a # 2 Kae 


CHARLES L. DU BOIS, ADM’R, &¢. 205 
Because the said George H. Benjamin has no standing in court 
and no right to take and prosecute said appeal. 
A. 5S. WORTHINGTON, 
Attorney for Guy HH. Allen. 


Take notice that shall call Uy) the above mowuonN at the opening 
of the court in general term on Monday, the 27th day of Septem ber, 
| can be heard 
A. S. WORTHINGTON, 
Att'y for Guy I] Alle n 


ISSO. or as soon thereafter as counst 


To R. P. Lowe, Esq., att’y for George H. Benjamin 


service of COPY acknowl dged this %4th day of si pot ; ISSO). 


Rn. P. LOWE, 


‘ } 
All 7 or Appellant 


(sh) Motion fy) Dismiss Appeal from (drcl, ;* ot Distribui fiii 


In the Supreme (‘ourtof the Districtof Columbia. In General Term 


In the Matter of the Estate of Joun IF. BENJAMIN 


Guy i. Allen and Creorg > B Rowan. rf rratees unde the will of 
thie above-named testator, move the court to dismiss the chp poe al take 1) 


: ; 
m for probate business made 
| 
i 


Irom the order of the court in Spy clal tern 
stribution of the fund 


on the — day of ———, 1880, authorizinga d 
in the hand of George Truesdell, executor, on the following grounds 
, : aot aia ; . r= . 
|. Because said order is not an appealable one 
‘ t 4 | ] 
2. Because the appellant as heir of the decedent has no standing 
~ } ; ae : 
in this court, and he claims only as hei 
agpent yes ; 
) Because the rules of this court relative to fiviliy bond on ap- 


peal have not been complied with by the Lp py llant. 

|. Because the order of this court in special term fixing the pen- 
alty of the appeal bond in this particular instance have not been 
complied with by the appellant 

) Because the Lpopn llant has not printed iil) abstract Ol the 
ired by the rules of this court. 
A. S. WORTHINGTON, 

Attorney for Guy H Allen & Geo U. fi. Rowan 
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I, W.S. Wheeler, on oath say that I served a copy of this motion 
on the clerk of Gen. S. S. Henkle. on finding him absent from the 
othee 


W. SS. WHEELER, Clerk. 
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Supreme Court of the U. S. 


OctoseR Term, 1885.—No. 225. 


THE HEIRS OF JOHN F. BENJAMIN, Dacuassp, 
Appellants, 


vs. 


CHARLES L. DUBOIS, Apm’r or GUY H. SCHLEY, 
Decrasep (property GUY H. ALLEN). 


APPEAL FROM THE SUPREME COURT OF THE 
DISTRICT OF COLUMBIA. 


Brier or 8.8. Henxie, Counset ror APPELLANT. 
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APPEAL FROM THE SUPREME COURT OF THE 
DISZSRICT OF COLUMBIA 
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exchange “ Vesper Place.” At one time, about March, 
I8/5. he had agreed ponan exchange Ww itha Vrs. Sch De 
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the inabilitv of Mrs. S. to give him an unincumbered 


title. and Won the failure to make this exchange he 
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ing his home in Shelbina. (See dep. of Charles King, p. 
Lod Ree, [In the summer of 1876 it is certain that he 
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This is, OF course, for the reason that the heir is not 
obliged to contest the will before probate, but may at 
any time within five years file his petition for that pur- 


pose in the Cireuit Court 


Mrs. Allen has never called in question the Missour 
probate, but alw ays has and atill acquiesces im it as the 
foundation for her title. If she wished to, she could onl\ 
question it in the Probate Court of Missouri, where it 
was entered, [In no other forum or jurisdiction can she 
question the probate or the facts upon which the court 


took yurisdi Lion 


ge e record shows that Vir Truesdell! seut the Will LO 
Missour! 1Or probate, because that was the dom ile ot 
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ine testator. And (nis Wwas done Upon the advice of 


yinsel and with the acqgules ence ot M rs. Allen and in 
her interest. So she had notice. and fully and volun- 
tarily accepted the jurisdiction and 1s in every way con- 


clusivelv bound by it 


lf the Missouri probate is valid it is because that was 
the lawful domicile of the testator, and if so, the City of 
Washington could not have been his domicile, for in this 
country a man can have but one domicile at a time. 
Mc Daniels vs. King, 2 Cush., 472, 3; 
Rounds on domicile, pp. HY ef s q., Laz 


. . ‘ 
Vierse on Citizenship. pp. 49-100 


After a will has been regularly admitted to probate at 
the domicile, it there be personal estate in another juris- 
di t10n, an exemplified COpy ot the Will with the record 
ol probate hay be admitted LO record in the jurisdiction 
where such property is, and letters testamentary or of ad- 


ministration, with the will annexed, may issue But 
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1877, allof which will more fully appear by a duly cer- 
tified copy of said will and the proof and probate thereof 
filed herewith as part of this petition, and marked Ex- 
hibit G. T. No. 1.” 

Vide }) 4 

And again on p. 6, be says: 

“That for the due administration of the personal prop- 
erty and effects of the said deceased within the District 
of Columbia and the proper distribution thereof under 
the provisions of said will, it is necessary that the exem- 
plified copy thereof, as aforesaid, be admitted to probate 
and record in this Honorable Court and recorded among 
the records thereot, and that letters testamentary or of 
administration of afl the personal property of the said 
deceased within the District of Columbia be granted to 
your petitioner.” 

And he prays " that the exemplified CODY of said will, 
as aforesaid, may be admitted to probate and record in 
this Honorable Court,’ and for letters, &e. 

And without notice to the heirs of the testators or 
any other proof of the will than this, the court vranted 
the prayer of the petitioner. admitted the will to pro- 
bate, and ordered letters to issue, 

The probate here was based solely upon the legality 
and regularity of the Missouri probate, which necessarily 
established the domicile of the restuator iD Missouri: and 
[ submit that this court could not afterwards find the 
domicile to have been here. without first setting aside its 
order ot probate and the grant of letters testamentary, 
which were based upon the assumption that the domicile 
Wis in Viissouri. 

It certainly will not be pretended that this court would 
or could have admitted the will to probate and granted 
letters testamentary upon the Missouri record if it had 
heen shown to the court that the domicile was here and 


not in Missour} 
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the whole theory upon which the estate was being admin- 
istered in Missouri and in this District was wrong, and 


that the domicile of Beniamit was here and not in VI is- 


And he ae tually came into the court that had admitted 
the will to probate on an exemplified copy from the Mis- 
SOUTT eourt. and which iu tion was hased upon the tact 
that Missouri was the domicile of the testator, and asked 


the Covrt to decide that this was the domicile. thereby 


. . | ° . 
rendering its own proceedings irreguial and voidable, if 
T) 2 ’ bie iy \ i} 

Ty ‘ ? 
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ut under some strange misapprehension, a learned and 
Wise J stice of the Court below made the order that this 
was the domicile of Benjamin when he died. I do not 
and cannot believe that Justice James Was possessed ot 
the tacts in this record when he madet hat ol de , par. 
tictiial \ invite the attention ot the Court to that order 


and the reason for it set out In the order itself 


this Court and a the parties in interest had up to the 
ling of the petition ot Mrs. Allen on the 9thof January, 
ISSO), conceded that the case pending in the Cireuit Court 
of Missouri would determine whether Benjamin’s will 
Wis valid ] old, iil d that the fund here should be held 
pntact to be distributed either to the levatees or to the 
heirs at law, according as the Missouri Court should de. 


: 


termine tor or against the will. 
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George Il. Benjamin filed a bill in the Ciremt Court of 
Shelby county, Missourl, making this petitioner and the 
legatees of said Diana parties thereto, together 
with the legatees of the said John &. Benjamin and the 


executors of the said Jobn . senjamin and the said 
Diana: that the purp se of such bill was to contest the 


cot her 


will of the said Benjamin; that issues have been made up 
ken, and the said suit 
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is still po nding and undetermined. 


lie then sets out that in his judgment itis the interest 
of himself and co-legatees that the funds, should remain 
as they were ~* # ytil fhe deter pppition of the s ad biti pation “is 


fo sad will?’ And he prays that no order of distribution 


be made “until the determination of said suit contesting 
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Up to the filing of Mrs. Alien’s petition no one had 
ever hinted that distribution might be made before the 
determination of the Missouri case. And well might 
Justice James refuse the order of distribution although. 


he had made the order « hanging the domicile. 


Naturally we will want to know why one .Justice 
should piss wh order five days atter another Justice ot 
the same Court had retused it without any change in 


the ( te Hmnstances ot the CHSe 


. prestime the reasons that influenced Justice llagner 


ure found in the recitals Oy] the les ree itselt. VIZ. : 
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“And that George Truesdell,exe*utor for this District, 
hasfiled and stated hissecond and final account therein. 
which has heen received and verified DY the Register ot 
Wills, and the account stated for distribution in aeccord- 


ance With the provisions of the will, avd the agreement of 
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all being here represented, 1 1s. this 5th day ot March. 
1880. ordered. adindged., CTC... that distribution be made, 
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The executor had hled his accounts for settlement 
of that part of the personal estate within this jurisdic- 
tion, and when the accounts were approved, after the 
domicile had been decreed to be here, distribution to the 
legatees under the will was the sequence. There was no 


contest here. and if this was the domicile there could law- 


fully be no contest anvw here else, 
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The tatal error was in the decree establishing the dom1- 
eile here. whenal! the antecedent proceedings in the case 
trom its Inception had recognized Mo. as the domicile, 
and when the court was fully advised that there was pend- 
ing there a preceding contest of the will, to which all 
the legatees. and the W ashington executor, who Was 


pressing the Court to make this order, were parties. 


Counsel for the appellees in his bref in the Court be- 
low argued that the heirs had mistaken their remedy. 
They should have petitioned the Court here to set aside 
the probate. See 13 sub. ch. 2 of ch. 101 of the Mary- 


land testamentary laws of L798, see Dennis ‘Tes. Law, 


But this remedy is wholly inapplicable. This provision 
is for a re-hearing as to a probate of a will of personality 
at the domicile, The heirs were already contesting the 
will at the domicile, and they could contest it nowhere 
else. Such a proceeding here would have been a recog- 
ition ot this is the domicile. A petition to revoke the 
probate here could not have been maintained until the 
contest in Mo. had been determined against the will. 


Until then it Wis prima fack valid 


The heirs did not contest the will here, because they 
never had any opportunity or power to do so. The or- 
iginal will was sert by Truesdell, by the consent of Mrs. 
Allen, to Missouri for probate, because that was the domi- 
Clie of the testator and the only place where a will of 


personality could he legally probated. 


The heirs of Benjamin did not determine the domicile, 


and had no agency in sending the will to Missouri for 
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[t will searcely be claimed that a will of personalty 
may be lawfully contested in two separate jurisdictions, 
for as we have seen the legality of such a will must be 
determined by the law of the domicile, and a man can 
have but one domicile at the time of his death. 

[It has never been denied but that the contest in Mis. 


sourl was lawful. 


If it was so, that a will as to personalty might be con- 
tested in two different jurisdictions, it might be decided 
good in one and bad in the other. 


The law tolerates no such absurdity. 


But conceding that a will of personalty might be con- 
tested both here and in \lissourl; there Is no principle 
better settled in the law than that in all cases of con- 
currelitl jurisdiction the Court which first has possession 
of the subject must decide it; and that decision is fina! 
and « oneclusive. 

Smith ve. Melver, 9 Wheat... 532: 

Shelby vs Bacon et a/., 10 How., 56; 

Veal vs. Phillips, 14 How., 368, 

Willams vs. Benedict, 8 How., 107; 
Taylor vs. Carroll, 20 Tlow., 583; 

Green’s adm’r vs. Creighton, 23 How... 90: 
Parsons vs. Lyman, 5 Blach., 172; 


Memphis City vs. Dean, 8 Wall., 75. 


[It will be observed that this discussion relates to wills 
‘ f pers nalty, ror as To reality the rule T. ditterent. and 
the law of the situs of the property will determine the 
Validity of the will A will as to reality might there- 
fore be rood ln one jurisdict Lon and had Lt) another. Sul - 
ose u testator devises rea! estate in the District of Co- 
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Sumerville vs. Lord Summerville, 5 Ves., 750, 786; 
Walke vs. Bank of Circleville, 15 O., 288, 299 
Crawtord vs. Wilson, 4 Barb., 505, 518; 


Thorndike vs. City of Boston, 1 Met., at 245. 


. 
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A domicile once acquired, continues until it has been 


abandoned and anew one acquired. 


Guier vs. O’Daniel, 1 Amer. Lead. cases, note at 
ia: 

Harvard College vs. Gore, 5 Pick., 370: 

\litchell V&, United States, 21 Wall., 353: 

W harton’s Conflict of Laws, 55; 

Munroe vs. Donglas, 5 Maddox, at 405: 


(,ennis 1) Vs. Hoppa wood. 10 Pick.. 49. Ys 


(CHANGE Of} lL DOMICILE. 


Te constitute change if domicile (wo things must con- 
ecur—First. residence in the new location. Second. the 
intention to remain there. ‘There must be the animus to 
. 


| ee ' 
change the prior domicile for another, Until the new 


one 18 ac juired the old one remains. 


An intention alone to remove, not executed by “anu 
Mt tual removal. does not make a change ot domicile, 

Mitchell vs. United States, 21 Wall., 353: 
Hallowell vs. Sace. 5 Green! t. 143; 
(areen Vs Windham, 5 Vle., 225; 
Ggorham) vs. Springteld, 21 Me, 58; 
State vs. Hallett, 8 Ala., 161; 
Williams vs. Whiting et a/., 1l Vass., 432; 


Bruce vs. Bruce, Zz Hosanquet ae 22%: 


WA aterbury VS New the id. . (;reeni ft. 205 
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16th overruling the motion to-vacate the order ot dis- 


tribution. nor the decree oft the General Term athrming 
the decree ot Fel)’, Oth were appealable decrees. 

W as the decree of February 2Sth fixing the domicile 
appealable from the Special to the General Term’ 

It is sufficient answer to this question that the Gener- 
al Term held the appeal was well taken, and the appel- 
lee stands Oli that decree, and can’t question it. 

bv the testamentary law of Marviand of 1878. in force 
in this District. ati appeal THheh\ be taken from cliy order. 
judgment or decree of the Orphans’ Court to the Chan- 
ecery or General Court. 


See Dennis Tes wi |). om 8 


And the General Term underthe preseut system, takes 
the places of the Chancery and General Court of that 
day in Maryland. 

But Wiis the decree of General Term aftirming that 
decree appealable to this Court f In other words Was 
if ‘1 fry decree ¢ 

W hat Wiis the etlect ot that decree pron the rights ot 
the heirs ot Benjamin r 

It tixes the domicile of Benjamin here instead of in 
Missouri. 

From this it tollows that the personal estate was To 
be distributed. and the le cles nari here. 

That the personalt Was to be administered under the 
law of the District of Columbia. and not of Miissourt. 

That the contest of the will pending in \Miissourl was 


lana inconsequential, because a will of personalty 


illeg; 


-— 


CAT only he contested nt the domicile. 


The reeord shows that the executor had settled the GR 


tate in this jurisdiction, had collected the assets, paid the 
debts, had filed his accounts for final settlement, and was 
ready, Upon the approval of his accounts, to make distri- 
bution. 

lle was only restrained DY the pendency of the contest 
i Missouri, 

lle. ot course, could not distribute betore this decree 
because up to this time the administration here had been 
treated as anellary. 

So soon us the eourt de died the domicile Was here he 
asked that his accounts be passed and distribution be or- 
dered. 

nde! the jit mtiwy 4 1k limstances ot the Cause the exectil- 
tor thougnt it best to ask for an order of distribution, 
but no order was necessary. Upon the passage of his ac- 
counts by the court the law made it is his duty to distri- 


bute the balan ein his hands to those entitled. 


The heirs ot Deniamin had no longer: ahiy standing iD 


eourt if that decree Wark TO stand. 


llence Judge Lag Necr. W ithout any notice to the heirs 
WW ho had been Stout contesting the Cuise ip) to the de- 
cree ol February 2sth, five days after parsed il de ree 
directing the estate to be distributed to the legatees un- 
der the WW ill. setting out in the decree that if Wis Dy COl- 
sent of all persons interested under the will. 


It is ap arent on the tace ot the decree that the Justice 
did heat consider fhe heirs of benjamin as any longer 
interested, their rights having been concluded by the de- 
ree of Februarv 28th. and thev . dr dd out he 
cree ot ebruaryvy 28th. and thneyvy were dropped out or tne 
CASse. 

[It will be observed that the parties to the contest as 


— ' - 
tO domicile were the levatees Allen and liowan i> pe- 
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ending. 


atees 
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| he 


Ch. &. sec. 15, and Sub. Ch 11, See. 1, to make distri- 
bution among the representatives whenever the debts 
are paid.” 

Justice Hagner treated the decree of February 28th 
as a final decree, eliminating the heirs of Benjamin from 
the case, 

The heirs had no remed\ Sav 2 that of appeal, and that 
they, or rather George H. Benjamin, pursued and _per- 
tected within the rules of the court, 

No supersedeas bond was given, and none is required 
in appeals trom the Orphans’ Court to the General Term, 


See Dennis’ Tes. Law, D. C., sec. 18, p. 106. 


1O4, shows that bond for appea| on the 


The record, | 


riven. 


"—Oth ot Mareh Wis fixed at SLO, No bond was 


for the reason that the monev was distrmbuted before the 
order was made. It could not. therefore. be a supersed- 


eas, and in the case of Bryant v. Sanderson, 3d MeAre 


' 


th ur, 440, the court in renerat term de ided that no ap- 
peal bond could be required where there was no super- 
sedeas. 

Was the decree as to aoml ile such il final decree us 
will sustain wn appeal! to this court 7 

In Thompson v. Dean, 7 Wall... at 345, the chief justi e 
BAaVS: 

iy In this case the decree directs the pertormans e of 
ii specific act. and requires that it he done torthwith. 
The ettect when done 1s ce invest the transtTerees with 
all the rights ot ownership. It changes the Property ai 
the stock as abselutely and completely as could be done 
by execution on a decree tor sale. It looks to no turther 
modification ar change ot the de ree, No Bit h change 
or modification was possible after the term, except on 
rebearing, Or DY bill ot review In tl " ; 


through siti appeal to this court 


36 


So far as the court below is concerned, the decree in 
the case determined the principal matter in controversy 
between the parties, and since the decree could not be 
changed except through a new and distinct proceeding, 


it determined that matter finally.” 

The learned counsel in the 4th ground of his motion 
to dismiss the appeal seems to think that appellants’ 
remedy atter the decree as To domaine ile Was hot by ilp- 
peal but by a motion to vacate the probate, and tacitly 
concedes that otherwise he Wiis remediless. the last 
clause from the opinion above cited disposes of this 
theory. 

Ih the “are Cuse the eourt cites with approval the lan- 
guage of this court In Forgay v. Conrad, 6 Uow, 204, viz : 
“When the decree decides the right to the property in 
contest, and directs it to be delivered up by the detend- 
ant to the complainant, or directs it to be sold: or di- 
rects the defendant to pay a certain sum of money to 
the complainant, and complainant Is entitled to have 
such decree carried immediately into execution, the de- 
cree must be regarded aus il final one to that extent, and 
authorize an appeal to this court, although so much of 
the bill is retained in the Cirenit Court as 1s necessary 
tor adjusting by further decree the accounts between the 
parties pursuant to the decree passed.” 

In Carter’s Heirs v. Cutting and wife, 8 Cr 251, this 
court held that the order of the Orphans’ C‘ourt of this 
District dismissing, without issuing a summons, a peti- 
tion to revoke the probate ot il will. Was such i final de- 
cree as might be appealed to this court, 

In Withenbury v. U.S... 5 Wail. 819. this court held 
that a decree in admiralty which fixes the rights of the 
parties, is a final decree and appealable 

See French v. Shoemaker. 12 Wall. at 98. 
Grant vs. Phenix Ins. Co.. 106 U.S. at 481: 


: 
+ 


‘\ itt b me SO. WR 
Southern Express 108 U.S., 24 
t tistis _ \ Keane LX reory «6, Geo. & 
{ “Jebed 
Green vs. Fisk, 103 U. 8., 518 
The 4th ground arged to sustain the tion to dismiss 
the appeal is that the Ly) po tant shonld have | ved 10 
Vacnte the order of jt real | B bckinad de 
and because tlie did het do Crt fhe i SUSLILITI his 
appeal, 
The heirs of Benjamin had proceeding pending in 
Missouri to contest the wil it uld not be contested 


at any other place than at the domi 
Was adjudg 7 bad it Was prvi | irc) ad. and the heirs 
could make no valid objection to the admission of the 
will to record here until it Was 


decided at the domicile 
not to be the will ot the restator. 
The 5th and last ground of the motion to dismiss it 


that the attorney tor the heirs. pon the argu 


P , 
hie tit oft 


the question of domicile before Justice James, read from 


the will the clause It) which he des ribes himself as ot 
Shelbina. Missour. 
(‘ounse!l seems TO think that becatsee Vir. Lowe read 


this clause from the will as tending to show the domicile 


that he thereby admitted that the will 


it Was not procured 
by fraud and undue influence of Mrs. Allen and her sister, 
[ think I can sately rest this point with the court. 

Ss. S. HENKLE, 


Counsel fo 4 im: llant 
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ye 
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The Heirs of JOHN F. BENJAMIN, deceased, Appellants, 


i", 


CHARLES L. DU BOIS, Administrator of GUY H. 
SCHLEY, deceased, ‘formerly GUY H. ALLEN,) 
GEORGE C. B. ROWAN, and Others, 
Appellees, 

Motion on behalf of CHARLES L. DU BOIS, Administrator, &c.., 


and GEORGE C. B. ROWAN, (two of the Appellees, ) 
to Dismiss Appeal 


Brief in Support of that Motion, and Brief (on behalf of same 
Appellees) on the Merits of the Case. 


A. S. WORTHINGTON, 


~~. ees Cl CC CC CCC mC ermCUCrmCrmCUCrmCrmCrcCrmCcCCrmCrcCCrmCcCCrmCrcCrmrCrhcCrmrC “ 


IN THE 


Supreme Court of the Cited States. 


*e < 


Tue Hetrs or Joun F. Bensamry, Appellants, 


CuaARLEs L. DuBots, Administrator of Guy\ No. 225. 
Hi. ScuLey. Deceased (formerls Guy H. 


Allen), GroreE C. B. Rowan, and OrTuers. 


a ee 


Come now Charles [L. DuBois 
> 


administrator oO} 
tate ot Guy H. Schlev. deceased 


the es- 
, (formerly Guy H. Allen), 
and George (. b. Rowan, two of the appellees In this case, 
he court to dismiss the appr al taken to this court 
In this case, for 


l. because ite person is named in sald appeal “as the per- 


son taking said appeal. 


and move t 


4 
i 


the tollow ing reasons 


-) ‘ oo 
os be ause ont 


hiy One person in the court below—George 
b 
H. Benjamin 
he only of the } 


persons Ciall 


contested the claims of these appellees; and 


Nog to be the heirs of John h 
a : . - : 
Benjamin Was in Ti 


v 


ie Supreni (‘ourt of the District #)| 
Columbia in General Term us a party to this case when 
said eouri made the des ree appealed trom. 


*? , > . 

->. because neitnel the qaecree of} sald COUTTL ID special 
term: for prodat business dated February 28th, 1SS0. as to 
] j ; | 4" ’ . ~e : 
the dom Ciie@ OF John } ' beniamin. ete) the ordel {) 


Court it Sper re 


retusing to 


f said 
term as aforesaid dated Al ril 16th. LSS0. 


Yacate the order of (jjaty 


MmutiIOn. nor the 


decree 


of said court in General ‘Term. was such a decree or order 
as entitled any person aggrieved thereby to prosecute an 


appeal to this court 


4. because the Persotis claiming to he heirs ot John K. 
benjamin did nol in the court below move to set aside or 
vacate the probate of the will of said John F. Benjamin, 


and therefore as heirs liave no standing in court. 


», because the counsel for said persons claiming to be 
heirs of said John F benjamin, at the hearing in the 
court below, in special term, read the will of John F. 
Benjamin, iis probated, In evidence as a part of their proot 
On the question of the domicile of the sald John b’. ben ja- 
min, and are thereby estopped from contesting the validity 
of said will, and st) deprived themselves of} ani standing 
in court which theretotore they may have had. 

A. S. WorTHINGTON, 
Altorney for thi Abovre-named App Llee de 
To 8. 8S. Henkwe, Esq.: : 

Please take notiee that | shall call up the above motion 
on Monday, the 5th day of April, 1886, or when the case 
is reached by the court, if it should be reached before that 
time. 

A. S. WortTHINGTON, 
Ait pney for Charles L. Du Bois, 
Administrator of Grit) H. Schl UP 
and for Georgy L, BR. Rowan. 


' Service of this notice acknowledged this 26th day of 


March, 1886. 
S. S. HENKLE. 
Counsel for Appellants. 


Filed April 5, 1886. 
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October Term 1885.--No. 225 
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THE HEIRS OF JOUN F. BENJAMIN, Appe.Liants 


CHARLES L. DuBOIS, ApMinisrrator or GUY H 
SCHLEY. Decrasep. (rormMERLY Guy IH LLLEN,) 
GEORGE GC. B. ROWAN anp OTHERS 


Briet for Charles L. DuBois, Administrator. 


&c., and George C. B. Rowan. 


The Motion to Dismiss the Appeal, 
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for whose benenmit It Is sought to ovring the case to this 
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court, will be dismissed 


decided by this tribunal. 


on motion. has been frequently 


The [leirs O} Nicholas Wilson Ve lis a. | Pot.. 
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Smyth yr strader., 


Miller +. Mehkenzie, 


The Protector. |] 


‘The Case itl 2 Vet Y's 


Counsel tor the heirs 3) 


they will move (under see 


to amend the aApperi bv ims 


heirs of John F 
jamin, one of the alleged 

amendment should nol De 

‘To consider the merits 

amend. it is necessary to 

for this reason that the m 
at an earlier date, the rec 
very recently 
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ntors—one. Joshua M. En 


property iy)6| GO Missouri ow 
Truesdell. to wind } 


Columbia (3). 


This will was admitted 


1877 (5). and in this List 


executors duly qualified ‘ul 
duties 
cept iwo minor legacies, 
Guay H. Allen. Ths relat 


The Missouri executor, bv | 


ual efforts to have the prob 
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tween his wife Diana and Mrs 
es are not reterred ite in if 
s counsel. made some inettect- 
ere set aside, and to have 


the personal property which the 


District of Columbia executor held (7 to 11) 


On the 16th of July, 
min, Henry 1. Benjan 


and Thurza Parks (and 


r. Lowe, Cs., hled i Si 


In which they said that 
that his domicile was 


proceedings in Missou 
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alive : and that the, 


utor and his surety “n 


i@aving to the 


mine to whom said mot 


This paper asks fo! 


they were brought 
referred tO 

On the Yth of Jan 
Guy H. Allen, two of 
that the debts ot the « 
dell. the Washington 


tne time Of His deat 


no action by the co 


18738 {probably}, George H. Benja- 


tip Louisa W ood and her husband), 


her husband ), DS their attorney, R. 


atement in the Probate Court here, 


they were the heirs of the testator: 
Viissourl: that they had instituted 


to have the will “ declared inoper- 


duly notified the Washington exec- 
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he suid legacies. 


honorable Probate (Court to deter- 
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Truesdell answered admitting all the averments of the 
petition (24). John W. Miller, executor of Diana Benja- 
min, who had died pending these proceedings, appeared for 
the purpose of representing the Missouri parties in interest 
llis answer admitted al] that was stated in the petition, 
except as to the domicile of John kK benjamin, and that 
he did not deny (26) 

Ot the alleged heirs George H. benjamin alone answered, 
and entitled his ans Wwel ‘The Answer ol (george H. Bena 
min, one of the legal heirs of Jobn r. Benjamin ” 27 
lle denied that the testator’s domicile was in Washington, 
and asserted that it was in Missouri. He also set up that 
the validity of the will Was being contested in Missouri, 


and claimed that as the courts ot Missour had ‘first ob 


- 


tained jurisdiction over this question, it would be against al! 
the principles of State comity” tor the court below to 
intertere (27 to 20) 

The answers being thus in, the court, after argument by 
counsel tor the petitioners, counsel for the three executors, 
Truesdell, Ennis, and Miller, and “by counsel for George H 
Benjamin, Henry H. Benjamin, Louisa Wood, and Thurza 
Parks,”’ referred the case to the Register of Wills to take 
depositions as to the domicile of John IK, benjamin (2). 

Depositions were taken at Washington, Cumberland, 
Md., and in Missouri. Mr. Lowe and other counsel ap- 
peared at the taking of these depositions, sometimes as 
attorney, ‘for Benjamin,” sometimes * tor George LH. ben- 
jamin,” and sometimes “for George Hl. Benjamin and 
other heirs of John F Benjamin ” (30, 79, 107 to LO%, 
140, 141, 107) 

On the 28th of February, 1880, the court, after argu- 
ment by counsel tor the petitioners and by counsel tor 
«“ George H. Benjamin, Henry H. Benjamin, Louisa Wood, 
and ‘Thurza Varks, heirs of decedent,”’ made a decree to 
the effect that the domicile of the testator was the city of 


Washington, in the District of Columbia, and that the 


e 4 


Fn 


Fone 


court below had original jurisdiction in the matter of his 
estate (186) 


Qn the Sth of March. ISSU. the same court (a ditterent 


judg having in the meantime taken the court) made a 


decree upprovilig the final account of the executor ‘lTrues- 
dell, and directing him to distribute the estate (187). 
some days afterward (when, the record does not Show ) 
George . benjamin tiled a motion to have the decree of 
28th February, as to the domicile, amended Dy inserting 


the tollow Ing 


“And thereupon RK. P. Lowe, counsel for George H. 
benliamin, one of the heirs, gave notice of an uppeal Irom 
the decision of the court in sald case to the general term 


| Rete: 


At the same time, apparentiy, (again the record 18 at 


a 


fault.) Mr. Lowe filed a motion to set aside the decree of 


distribution Lhis motion be (itis « Now COMES (,eorge 
H. Benjamin, one OF U heirs interested,” and enda, “ R r. 
] Pe. a Pu to j Ni Ix } 


Still later the motion to amend the decree as to domicile 
Wiis renewed DY ‘** George i] benjamin, one ot the legal 
heirs of the said John F benjamin, in bebalt of himself 
and co-heirs. D5 their counsel, R. P. Lowe” (191). At 
the same time, apparently, Mr. Lowe filed an affidavit in 
support of his moton, in which he styles himself ‘‘ Attor- 
ney ror (,eorge li. benjamin, one of the legal heirs of 
John 2 Benjamin, deceased ”’ (19] 

Ou the 27th of March, 1880, George H. Benjamin alone 
took an appeal from the decree as to domicile to the court 


in general term (145) (on the same day George Ht. Ben- 


lamin alone asked and obtained leave to withdraw the motion 


previously filed by him to have the decree of distribution 
set aside (194). And on the same day Mr. Lowe gave 
the unde I sgnec notice that he wou dl otter ‘Thomas Wilson 


as surety on the appeal bond (tor costs , and signed the 
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notice “KR. P. Lowe, att’y for the heirs of Benjamin,” 
(194). | 

On the 6th of April, 1850, “ George H. benjamin, one 
of the heirs interested, by his counsel, k. ¥ Lowe,”’ re- 
newed the motion to vacate the decree of distribution (196). 
This motion was signed “Rk. P. Lowe. attorney for G. H. 
benjamin ” (197 

On the 16th ot April, 1880, the case was heard on the 
motion to set aside the decree ol distribution, as well as 
Onl the rmotion to have iin} appeal entered vune pro fwne trom 
the decree as to domicile. After argument by the ** counsel 
for the heirs of said John F. Benjamin,” an order was 
made overruling both motions (204). No appeal was taken 
from so much of this last order as overruled the motion tor 
a nune pro tunc entry ‘The other branch of the order was 
appealed irom by “counsel tor the heirs’ of the decedent 
(204). 

ly the General Term counsel for the legatees moved the 
court to dismiss the appeal taken by George i, benjamin 
trom the decree as to d yn le (204 ). and also io dismiss 
the appeal taken by * counsel for the heirs” from the order 
overruling the motion to set aside the order of distribu- 
tion (2009). 

The case came on to be heard in the General ‘Term on 
the appeal “taken UD George i. Benjamin ” from the 
decree as to domiciie, and on the appeal sind iaken bi counsel 
for the heirs of John F. Benjamin” from the order refus- 
ing to set aside the decree ot distribution, iis well as upon 
the motion to dismiss the appeals, and was argued by 
counsel for the legatees and by “ counsel for appellants’ 
(207). ‘The court in General Term dismissed the appeal 
taken from the decree overruling the motion to vacate the 
decree of distribution, overruled the motion to dismiss the 
appeal of George IH. Benjamin from the decree as to domicile, 


and athrmed that decree. An appeal was taken from this 


entire decree of the General ‘Term to this court, by *coun- 
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Again, What rnghts have any “ heirs” in this litigation, 


which is a controversy not over lands but over legacies ? 
The distributees of the testator might have an interest, but 
the distributees and the heirs are not the same. In many 
cases under the laws of this District the widow takes all 
the personal estate of her deceased husband, though the 
real estate goes to heirs, subject only to her dower. See 
Maryland Statute ol Descents ; Kilty’s Laws, 1786, chap. 
45, sec. 2; and Statute of Distributions, 1798, chap. 101, 
sub-chap. 11.) 

And turther, how is this court to say who are the heirs 
of a deceased person until it is known where the domicile 
of the decedent was? (Llarrison v. Nixon, 9 Peters, 483.) 
Here, that is the main question involved in the record ; and 
can this court be required to pass upon the merits on an 
application tor leave to amend the appeal f 

[t is true that the will purports to devise real estate in 
the District of Columbia. But under the laws of Maryland 
in force in this District, (as at common law), the probate 
of such a will has no ettect so far as real estate is con- 
cerned. If the will be relied upon in an action of eject- 
ment it must be proved just as though it had never been 
probated at all. (Warford v. Calvin, 14 Md., 582; Darby 
vp. Mayer,'10 Wh., 465.) Indeed, if the will conveyed real 
estate only it would not have been admitted to probate. 
The * heirs ” as such have no concern in the matter at all. 
and George H. Benjamin throughout his record claims as 


heir. and in no other capacity. 


=. Because only one person in the court helow - Georg H. 
B. njanun —contested thi Claims of thee SE apy llees > and he only 
of the jt rsous claiming lo hy thie heirs of John F. Benjamin, 
was in the Supreme Court of the District of Columbia in 
General Term as a party to this case when said court mad: 


the decree appeated fi Oi. 


It has already been shown that Mr. Lowe, in the court 


ee 
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below, in special term, appeared sometimes for George H. 

Beniamin alone, and at other times for * George HH. Ben- 

lamin and the other heirsot John I Benjamin,” lie seems 

oO have had himself no clear idea as to Whom he repre- . 

_ sented: and it could hardiyv be a sputed that all tour of the 
so-called heirs were betore thi ourt i Spe ali term but 
however that may be, it is clear that noone but George i 
benjamin had anv might to appeal to the veneral terin. 


Ld , . : » ,% i } sy ray ¢ 
here were two appeals attempred to be taken to the 
: 


general term—one from the decree as to domicile and the 


other from the order overruling the motion to set aside the 
de ree ol distribution Lhe first Vis taken Dy (s,eorge ii 
By nyarin alone (14S ‘The Orne! ‘Ap pve ai on us tace pur- 
. ports to be DY “counsel Tor the ners: ; but It 18 abl appeal 


from an order overruling a motion made by George H. 
4 / . ‘ + “ct . 
Benjam naione fhe original motion to vacate the orde 
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lerii iis atoresaid. (ited Api / lb. LSS. is PuSiG ce roca the 
i e e 


order of mistnrifii fi Ww. por sia ‘i ge j Cia Court ‘ii general 

lerm, was Sucha a e or order as entitled Any person aq- 
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grieved thereby iO pro sadly oh CE SAGHE ud to fis court 


‘The decree AS LO lomict 1X6 Was the decision merelv 


ota question ol the jurisdiction of the court, [t was as 
far from being a tinal decree us any that can be imagined. 
(See on this pont, Young vr, Smith, 15 Pet _ +s It is 


doubtful whether it was properly the subject of an appeal 


> 


to the court hi we neral Ler ini. since it enn hardly be said 


to have involved “the merits of the action or proceed- 
ing.” (Sec. 772, Rev. Stats., D. C.) 

The other oraer itt the Spec ial erie appealed irom was 
an order (204) overruling a motion to set aside a decree 
previously made. ‘The motion to set aside was presented 
to the judge who had made the decree which it was sought 
to set aside. It was addressed to his diseretion; his re- 
fusul to vacate the leci e was not an appealable ordet : 
and the dismissal of this appeal by the court in general 
termi Was proper for this reason alone 

brockett +. Brockett. 2 How... 238 
Wylie r. Coxe, 14 How., 1. 

MeMilken +. Perrin, 18 Tlow., 507 
Connor ¢. Peugh’s Lessee, 18 Tlow., 394. 
Warner v. Norton, 20 tlow., 448, 


Cambuston v. U. 8S.. 95 U.S... 285 
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The will ot John F. Benjamin having been admitted to 


probate, and appearing that he had any estate not 


disposed oO} DY thie will. his next oj kin. whether claiming 
as heirs or as distributees aaderthedawe, had no right to 


- 
1] 
come into court save for the purpose of asking to have 
the probate set aside 
Compton v. Barnes, 4 Gill... 57 
~~ Until assailed. the probate was conelusive evidence 
evervwhere of the validity of the will 
| Williams Ol) Ke xecutors. book Vi. chap. & 
8 Kedtield on Wills. 68. n. 39. 
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Fouvergne } New (drieanas. 1S tlow ‘ 170 
AF j I) Mier ik ™~ \\ ' . 4 Wall... SOS. 
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Caulfield ». Sullivan, 85 N 
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specially was this the case in the court when it was 
probated. The “heirs” 1 LOOK thell remedy, by SCC- 
tion 13 of sub-chapter 2 of chapter 101 of the Maryland 
act of 1798 (Kilty’s Laws) it is provided that where a will 


has been admitted to probate without contest, the court 
] ’ » *¢ ‘ | 
shal! nave powell id) Sé ‘iSlUe 


ot “any person,” 


the probate upon the petition 
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Section 14 of sub chapter 3 of the same act authorizes 


the court In case of a contested will to appoint a collector 


to collect and preserve the coods of ine de eased pending 
the contest In this case thie attorneys ior the Viissouri 
executor made just such an application (15), but it seems 
never to have been pressed ; 


certainly no action was 
taken upon it by the court. 


Mis claiming lo he heirs 


risits 7 fie court helow (in 
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standing aT P TIE ; Th +4 fj ere? f re they pig ij h i734 h, wd. 
In the will the testator describes himself as “of the town 
of Shelbina. county of Shelby. and State of Missouri. 
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This was competent evidence, tending toprove that his domi- 
cile was in Missouri. (Kunis v. Smith, 14 How.,400.) Dur- 
irige the argument in the special teri ou the question of the 
domicile of the testator, Mr. Lowe, as counsel tor * George 
H. Benjamin, Henry H. Benjamin, Louisa Wood, and 
Thurza Parks, heirs of the decedent,” us the decree as to 
domicile recites, “read in evidence to the court from Liber 
A. W., No. 16, tolio 237, of the records of this court the 
will of the said John F. Benjamin as it there stands ad- 
mitted to probate, and stated to the court that he relied 
upon the declarations of the testator contained in said will 
as evidence upon the question of domicile.” ‘This recital in 
the decree is conclusive as to the facts recited. (Pacific 
R. Rov. Ketchum, 101 U. S., 289.) And these facts con- 
stitute a solemn affirmation by all the alleged heirs that 
the will of John F benjamin is a Valid one. and that it 
was ettectively admitted to probate in the court below, 
In doing this thes pul themselves out of court. 

Pp. W.& B. R. R. Co. v. Howard, 18 How., 307, 


be deD 
Bailey v. Bailey, 8 Wright, 274. 
Ogden Kiowley., 15 Ind _ ob 
Scaggs v. B. & W. R. Co., 10 Md., 268, 280 
Shetheld Duchess, 1 Atk., 629 
Turner v. Davis, 48 Conn., 397. 


2 Smiths # (‘as.. 680) 


if. 
As to the Merits of the Appeal. 


a The i PS} j j Do eile 


John F. Beniamin was born aud reared in the State of 
New York. In early manhood he went to Missouri. ‘The 


war found nim domiciled in) that State. lle Wis ati oftheer 


in the Federal army during the war, and subsequently, 


1s 


while those who had aided the rebellion were not allowed 
to vote ih Missour!, he was a member of Cougress trom 
that State. He vext engaged ith UUSILCSS AS a lawyer and 


banker at Shelbina. Shelby county, Missouri, where he 


had a dwelling-house called Vesper Place, in which be and 
his wite lived Hie was childless These facts are not dis- 
puted 


In 1870 or 1871, Benjamin adopted as his daughter Guy 
Hl. Welsh (127, 128, 103, 184), who afterwards became 
Guy H. Allen, and subsequently, by a second marriage, 
since this litigation began (206), Guy HI. Schley. In 1878, 
benjamin was seriously wounded in the course of an at- 
tempt made by one Hlauley to kill him. Hanley had been 
arebel, and the people of that part of Missouri, as benjamin 
believed, sympathized W ith thisattempted assassination. He 
concluded that his life was not sate there, and for that rea 
son, and because h thought he was untairly taxed, he 
resolved to leave Viissour! and sé ek “a hbomme elsewhere lie 
accordingly closed up his law and banking business, and, 


in 1874, wentto Washington city, intending to permanently 


reside there. So histriends and neighbors in Missouri tes- 
tify. (Priest, 109; Collier, 111; Dunn, 113; Bigelow, 115.) 


Mr. © Vi king, who Was benjamin’s law partnel at the 
Lime, and who 18 now OT counsel tor his alleged heirs, and 
was examined in this case as a witness for his clients, testi- 
fies in substance to the same effect, and says that Benjamin 
declared that he would pull down his dwelling-house and 
remove the very bricks from Shelby county (153, 154, 1638). 
Hie puts in evidence a letter from benjamin to him dated 
March 17, 1875, in which the writer says: “ J shall not be 
in Shelbina until I lo move ’”’ (154). 

‘The testator in tne fall ol Is74 went into business as a 
banker in Washington in connection with Otis Bigelow, 


—— 


under “a written agreement (52), fixing the time of the 


partnership at five years. He remained in Washington 


engaged in that business until March 8th, 1877, when he 
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died. During this interval of two-and-a-half years the 
persons with whom he was most intimate in Washington 
were his partner, Mr. Bigelow; his confidential clerks, first 
GG. T. Chase and next George C. Bb. Rowan: George Trues- 
dell, a broker, who weupied the same office with Bigelow 
X Benjamin - Mra Bigelow, the wife of his partner , Mrs. 
Davis, the mother of Virs. bDigelow ; Guy HH. Allen, his 
adopted daughter; Ler mother, Mrs. Welsh; and her sis- 
ter, Mrs. Minerva O. Hammond. Each of these persons 
Was examined as a witness on behalf of the legatees, and 
each of them testifies that at or about the time Benjamin 
came to Washington he stated that he had come to stav; 
and nearly all of them say that he gave as a reason that 
his life was not safe in Missouri, and that his taxes there 


= 


46; ‘Truesdell, 29, o4; \irs Gigelow, ot : Mrs. Davis, ob: 
Mrs. Allen, 182; Mrs. Welsh, 127; Mrs. Llammond, 130.) 


He placed his dwelling-house, Vesper Vlace, in the hands of 


were unreasonably high. (Bigelow, 51; Chase, 38; Rowan, 


a number of real estate agents in Washington for sale or 
exchange, and endeavored through the Sime agents to get 
by such exchange; or to buy outright, a house, or a lot on 
which to build a House, In Washington lor his permanent 
residence. (Sweet,42; Addison,457; Faehtz,59; Small- 
wood, 63.) Each of these agents testifies that the author- 
ity to sell or exchange was never countermanded, 

As late as July, 1876, at least, the testator was actively 
endeavoring to get rid of Vesper Place by exchanging it 
with a Mr. Duncan for a farm near Mexico, Missouri (121 


’ 


2 


to 127). He did not want the farm to live upon, but thought 
it more salable than Vesper Place. (Truesdell, 77, 78.) 
To Hawkins Taylor, who had known him for many 
vears, Benjamin said emphatically that he had come to 
Washington ‘*to settle” here (61, 98). 
It is thus proved that when benjamin came to W ashing- 
ton, in 1874, he came with the intention of staying here 


permanently, here is no evidence on the other side on 


this point—not one word. And it is unnecessary to cite 


‘ 
~ 


+ ~—-—-_ 4 


authorities to show that when h ime TO Washington with 


such intent and entered mn usiness here Washington 


. . ' * ; 

became the place of his domicile. Indeed, it would have 
peel sufhicient owe i? STOW! ar ne came nere to Tre- 
main aud carry on Dusiness to in mIndenhnit neriod, with a 


** +; 79 " % , $ * « \ 4 : " : 7 
floating ” intention to urn to Missourt at some future 


lime 
Story’s Conflict of Laws, sec. 4 
Ringgold v. Bailey, 5 Md., 186-192 
Hindman’s Appeal, 85 Va., 466—469. 
Whitney ry, Sherborn, 12 Allen, 111 
Llolmes ry. Gareen. 7 Gwray. vat, 
The Indian Chief, 3 Rob., 18 
The President, 5 Rob., 279 
‘The Matchless, 1 Hag., 103 


The Venus. 8 Cranch. 279 


‘The appellants =k oe K LO rerive comitort trom the fact 
that \ires Bentamin remained 1n) \lissouri. and reliance 
is placed upon the well-known rule that the place where 
a man’s family resides is generally his domicile. But 
the domicile of the wife follows that of the husband. The 
location of the tam ; mportant mn q iestions of domicile 
only when the other evidence ives it uneertain where 
the head of the familys ntends to live (sive as here, a 
clear case of a mat rong toa piace other than that where 
his wife resides, intending there to stay permanently, (or 
without anv intention of returning at an definite period) | 
and intending that his wife shall follow him. and the domicile 
of the family as well as that of its head 1s transferred to 
his new place of residence 

burnuham 7 Rangsly, Ll W.@ M.. 7. 
MeDaniel vr. King. 5 Cush. 469. 475 
Parsons v7. Bangor, 61 Me., 461 


Hanson v. Li: ryScoth. it] Vi ass . [5s 
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; me 
Kashaw v. Kashaw. 3 Cal.. 322 


Exchange bank v. Cooper, 40 Mo., 169. 
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That this testator did intend his wife should follow him 
to Washington. the evidence leaves no doubt. 

He told his intimate friend of many vears, James Col- 
lier, that he was “about moving to Washington city and 
making it his home, and yoing into business there; that 
he Was going on immediately, and his wif would follow as 


s(i0i74 OS hi could AigDOoe of his property” (112). 
Qn June l6th. 1875, be wrote to Mrs. Allen: 


” ] could notte j CST fy) TAY lf. thie i'é fore Hid) widomerhood 
iS protracted, I dont HOW how lond. Mrs. Bh. and mate are 
j . 
there fill. : . / have not heen able MT fii (f hawse that 


° ‘ . ‘ s* 
swilts iL lam fHhere pore PREPUAPtHG fi) buy ij VEE and hiuald 


(101). 


Lh August, Is76, he wrote to Jennie Welsh, one ot Mrs. 
‘ V . BR wll wobably Pevidiii i3i Missow i #t)i- 


Allen’s sisters: “Mrs B. 
til next ran ~ (ame 

lie frequently til rimmed his triends here that his wite 
remained at Shelbina to take care of Vesper Piace. Some- 


’ 


times he said she would come to Washington when he got 


rid of Vesper l’iace iis “elephant ” ilS he called it: ut 
other times, Livel she would Come W hethe he sold that house 
or not, Chase, 30; Truesdell, 35; Mrs. Dav is, 04, 87) 
There is evidence in the record tending to show that in 
1876 the testator had concluded to wind up his business in 
Washington and return to Missouri to live. But if he 
had such intention in.1876 it is manifest that that inten- 
tion alone could not transter his domicile back to Missouri. 
The intention without the act amounted to nothing 
bruce vr. Bruce, 2 Bb. & ma 22Y. 
Monroe +. Douglas, 5 Madd., 379, 405 
l 


Bangor v. Brewer, 47 Me.. 97. 100. 


Hlallowell v. Saco. 5 Greenleat. 143. 


Ringgold v. Baily, 5 Md.. 186. 192. 


Ps) 
’ 


Hart ». Horn, 4 Kan.. 232. 


| Am. L. Cas.. 749. 750. 
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ut it is denied that Beniamin really intended to re- ' 
' * 
ry to Shelbina at all Hie. undoubtedly gave out that 


is triends in Shelbina. for what 


| Cannot muvine., Dut nis acts hbehed nis words 


t 
Hy 


At the verv time that he was g ny out these impressions 

we have seen that he was negotiating with Duncan to ex 
’ 7 .» ' ‘) )” 

change \ espel Place for a tarm In Missoun (121 to 127.) 


lle Was no turmer. but he thought he could Seri the rari 
‘Truesdel] 44, 48 He Wiis engaged Ih a DOUSINeSS It) 
Washington that required all ts energies to lanage, 
under a partnership agreement ning til August. 187 
[f that tirm had dissolved by mutual consent it would have 
taken a long time to wind up its affairs, yet Benjamin had 
not ony not asked tor a dissolution, but not to Bigelow, nor 
to Truesdell, nor to Chase or Rowan, nor to Mrs. Bigelow, 
nor to Mrs. Davis. nor to Mrs. Allen or her family, nor to 
llaw KInS ‘Tavior did he eve Su) est that he intended to 
VO DUCK Ta) Viissour) 5 Peiraw >: v it’s ie! . ob: Rowan, 
17: Chase, 40; Mrs. Bigelow, 456; Mrs. Davis, 57, 87 
\irs 


L874; 


ne 
Vissouri for 


Hie si ‘K all ponds and promissory notes which 


: : ’ » 

sf) uid Stay if W ash; ngion ol ro UDACK TO Viissour! but 
: ) . = ‘ ; : ’ 

lil (ictober, Hank VY Was Drought to trial! Llanley. tne man 

who nad trie d to murder hilth., aud tiawd nad so much to do 


with driving him from Missouri in the first place—and he 


Benlaml retu ned “aul Oo e | Washington, and we neu! 


t 
_ : : s’ yy sy =F ' " ‘ : » ? 
no more Of His saviliyv rwritthg’ that he was going back LO 


Vissourl Immediate i\ | nis returt cf W ashington he 
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wrote (October 30) to Mrs. Llammond, giving a history of 
Hanley’s crime and trial, and enclosing some poetry which 
he had written on the subject, L356 to 140). No one who 
reads that letter and its enclosure can believe that the 
writer intended to live in Missouri. The following Christ- 
mas he visited Vrs. Welsh at Camberland, Md., and there 
recounted the history of the ILanley episode in his life, and 
announced that he would never live where he would have 
to see that man every day. (Mrs. Welsh, 128; Mrs. Ham- 
mond, 151.) ; 

On the 15th of January, 1877, he purchased a lot in 
Washington (9! lle bought it for the purpose of build- 
ing on it a residence fot himself. (181. 86. 96.) 

VMiore striking even than this is the fact that while his 
letters prior to the Hanley trial, written to his former law 
partner, Mr. King, are such as it was deemed proper to 
produce to show that the writer spoke ot Shelbina is 
“ home,” pith fils letters to \irs Allen he spoke of his res- 
idence in Washington as * home ’’—see letters of April 
80th and Mav Sth, S76. (104) and letters of December 
24th, 1875, (101 | not asingle letter dated after that trial 
Is produced, No letters of bis written after that date are 
in the record, except those produced by the legatees, His 
last letters to lis wite would have been lportant evidence 
as to his intention, but thi Vuare not produced, An attempt 
was made to prove that Mr. Ilasbrouck, Mrs. Benjamin’s 
brother, had access to them See his testimony (H.) A 
letter from Bentamin to his wife, dated June 11th, 1876. 
is in evidence (70) It came trom George H. Benjamin 
(79). Tle was not examined as a witness, and we are there- 
fore unable to sav whether he had any others. 

Rowan was with Benjamin in his last illness. (The leg- 


acy in his favor of $100 probably sprang from gratitude 


for this servic Benjamin’s last letters to his wife were 
dictated to Rowan and written bv him, Nothing was said 


in those about his going back to Missouri to live (84). 


+ 


1Y 


' 


Indeed, the condition of Benjamin’s business in Wash- 
ington was such that to return to Missour? was out of the 
question. He had made no preparations to that end. 
(Truesdell. (2 tO i4; Rowan. 49 to 83: bigelow, 88 to 
MOD). The books ot the firm SS. Sa and the monthly 
memoranda (78, 74) mad ry tlie decedent himself—the 
latter explaine (| > Rowan (79, 80) demonstrate this 

Mr. Miller. Mrs. Benlamin’s executor, did indeed tes- 


: . ~ | ' : ’ ‘ 4 | 
tity that li a letter (which tad been Losi written by Ben- 


jamb to him. “not more than three months priol to nis 


death,” benjamin suid he should return to Missouri, (142); 


oo 


but he subsequently found the letter, and it proved to have 
been written in July, IS76 three months betore the [lan- 
ley trial (93 

The appellant's COULSECIL USO 1 (> ul} mn tie description 
of the testator in the will as “of Sheibina, in the county of 


“—— — ) ‘ - : .: of , 
Shelby and State of Missour! lhe question of the effect 


oO} such il description as evidence of domicile has lrequently 


arisen Manitestly, tHoughn it is if some welght 1 a doubt. 
tul case. it cannot of itself avail to change the domicile if 
that be known It the testator has rec atl rone to the 
place where nis Will Is made and where he dies. lis describ- 
Ing hinself in tis Will as of that piace 18 entitier tO cone 


; | l.«¢ " ‘ . ; 9 ; | . a , 
siderabpie welgbt as showing that, Delng there, he proposed 
: ' ’ . | d ’ , . ] ° +}, 7 ’ 

to make it nis ieval GoOmiciie, but when, as nere, the place 
mentioned is a place different from the place where the 

ili . ri i svc aar . = cet ; < - les ‘rintlia : f Vv 7+ Lt 
Wil I8 nade ahd tHe te ato Lhe ce ription is o ery 
ittle importance, 0 wuse, as We nave lust seen, a man 
CANNOT Hwange nis GOL We WihOUl aClUALLY POs Into the 

> 


jurisdiction to which he proposes to remove 


The description in the will is of no more consequence as 

: j : . | 4h, +} . Be | re purrs? leed ; 

ey iden . {}i dom iit Lriakth) Lilie Usual Litem l ipulion ae (CeCUs o} 

the residence of the parties thereto; and it would be absurd 

that to ascertain a man’s domicile we are to look at the last 
" 41 i , | 

deed he may have made, In the deed from A. R. shep- 


here tO benjamin, dated less than two months before the 
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latter’s death, he is described as of the city of Washing- 
ton. Record, 98.) A case bearing on this question arose 
in New York and was passed upou quite recently by this 
court. The laws ol New York required that ra mortgage 
ot chattels to be good without change ot possession should 
be recorded where the mortgagor, “it a resident of the 
State, shall reside.” A firm doing business in the city of 
New Y ork. but the members of w hich fir resided in other 
counties of the State, made such a mortgage and recorded 
if only in the county of New York. They described them- 
selves If} the deed as “ of the city ot New Y ork.” Never- 
theless the mortgage was held void as to creditors because 
not recorded at the place of actual residence. (Stewart v. 
aeet, Sen UU. G.. 464.) | 
In the following cases the same principle was appled to 

descriptions in wills precisely like the case at bar 

Whicker v. Hume, 5 E. L. & E, 52. 

Attorney-General v. Kent, 1 H. & C., 12 

In re Steer, 3 H. & N.. 5U4. 

Gilman v. Gilman, 52 Me., 165. 

Smith v. Croon. 7 Fla.. 81 46/ 

And see— 
29 Williams on Ex., 1516, note « 
Crookenden v. Fuller, 1 Sw. & Tr., 441. 


So ot the fact that the testator wished to be buried in 
\lissour. A man may wish to be buried where he would 
not live. Benjamin might well have thought that, even 
though his life was not safe in Missouri, his enennes would 
not disturb his corpse. And a€ any event.a person’s legal 
domicile is fixed DN the locality in Which he Is estadlished 
while alive, and bas nothing io do with his migrations after 


he 1s dead Plain as this miay he. the courts have been 


required to piss on the que stion, and have so decided 
Llood’s Estate, 21 Pa. St., 116. 
Stanley +. Bernes, 3 Hag. Ec. Ry, 392 


White ~. Brown. 1 Wall. .Jr.. 289. 


f . 
, 
! 
! 
f 
5 
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”) As ie th, ener j or ait proceedings 77 Missouri. 


The reeord does not inform this court just what the pro- 


ceeding in Missouri is, nor what steps have been taken In 
it. If the heirs tneant to rely Upon what had been done 
in a Missouri court, thev should have filed in the court 
below a properly uutheuticated transcript of the record 
from the Missouri court. Not having done so, it is sub- 
mitted that it is Impossible for this court to Suy that such 
a record, if produced, would have estopped the Washing- 
ton legatees from averring in the District of Columbia that 
the domicile of the testator was in Washington, ( bank ot 
U.S. v. Beverly, 1 How., 151 

Instead of tiling such a transcript, some person (who, 
does not appear; when, is unknown), without leave of the 
court, placed among the papers in this case three docu- 
ments purporting to be copies Of certain of the pleadings 
in the Missouri suit; the “petition of G. H. Benjamin 
et al.” (175 ,and the answers thereto of George ‘Truesdell 
(179) and Guy H. Allen (181). A motion was made in 
the court below to Sti ike tnese papers rom the tiles (ZU6), 
but it was never passed upon by the court. ‘There is no 
pretence that Rowan evel appeared in the Missouri court, 

but if these fragments of a record are evidence for any 
purpose, what co they show us to the issue In Missouri, so 
far as the domicile is concerned ¢ 

[n the petition (175) it is averred that Benjamin at the 
time of his death was a resident of the town of Shelbina, 
Mo., but that he was then temporarily attending to busi- 
ness in W ashington Trues lell’s answer passes over this 
allegation in silence (179). Mrs. Allen, in her answer, 
denies that Benjamin was merely temporarily attending 
to business in Washington. ind avers that he was “ regu- 
larly engaged in business” in Washington,and had entered 
into partnership with ()tis Bigelow ror an agreed period ot 
time, which had not elapsed wien ne died 1§2) 


Nowhere in these pleadings is the domicile of the dece- 


‘) ) 


dent referred to So far as the personal estate 1s con- 
cerned that was a jurisdictional question (Harrison v. Nixon, 
9 Peters, 485); yet it was not averred in the petition nor in 
any Way made an issue. lt residence could be held to mean 
domicile, (which it cannot,) then the residence in Missouri 
Wis denied by \i rs. Allen, and not couceded by ‘Truesdell. 


Now, what was done with that issue’ What evidence was 


ottered in relation to 1t ? Llow hast been decided 4 Were 
these pleadings superseded Di others 7 These questions Culi- 
not be answered, because the reeord is heot here, If it were, 
it would show that the question of the domicile of Benjamin 
has not been considered at all in Missouri. And unless it 
is proved to have been raised and decided either by the 
formal admission Ol the parties or by the judgment of the 
court, the fact that if might have been decided is not higd- 
terial (Cromwell +. County of Sac, 04 U. S., 351; Davis vr. 
Brown, 94 U. S., 423) 

If the petition ol the alleged heirs lad averred that the 
decedent’s domicile was in Missouri, and Mrs. Allen in 
her answer hac admitted the fact, or if she had denied that 
averment and the court had heard evidence and decided 
the question in favor of the heirs, there would have been 
some ground for the contention that Mrs. Allen could not 
again raise that question in the District of Columbia; but 
even then the decision would have been conclusive. only iis 
to the courts in Missouri. In disposing of assets in this 
District our courts would have had to decide again the 
jurisdictional question of domicile (Asbden v. Nixon, 4 How., 
467). No doubt counsel fol appellants will cite authorities 


to the ettect that where the existence of a certain fact 1s 


necessary tO give a court jurisdiction, and at, having the 


. i... e a | . | i . . ‘ ’ Ww . 
person ol the subject-matter, or both, before it, has exer- 


| 


cised jurisdiction, il Wlil De COL lusively presumed that it 
heard and determined such jurisdictional question, and that 
all other courts are bound by the decision. But the doc- 


trine of this court is that even when the record produced 


9 
it) 


shows that the foreign court expressly determined such ju- 


on is i. . 
risdictional taet. sueh mnaing is open to contradiction. 


Thompson /" W hitn iain. is W all.. 157. 


Knowles ;* (;sasiionht (°e . 14 Weall.. Ol. 


7 
“> Pennover v. Nett. 95 U.8S.. 730 
te 


And see 


LU’). S. use of Wilson v. Walker. 109 U.S... 258. 


or; 7 | ls nr : is entitled to probate as a 
will of real estate (Wagner’s Statutes of 1872, chapter 145. Bee AP FL LA 


vol. 2. page 15605) Denjamin died owning real estate In 
VMissonri VY esper Bite No provoate here, no decision 
here as to the vahadity oj the \ i.e Th Mm anY Way uftect the 
itt ct L Wil of re STILL tT) \i sS8ourl Ii MVS there fore 


Wiil AB A 
J j ° sj , / ‘ ; j ; j 2 
ii j j ; ii ; ¢ ) j ; Peddaa 3 fifi fede iia SST i 


\" er, That 1 ne doniiciie ol] benjamin 


his will 


begin ade 
at) administrator. 
Courts 
the original 
he familiar 
be suggested. 


ience ol con- 


SSTitii ? si 


| Williams On) ixecutors. 
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And if the will be sent beyond the jurisdiction of the 
courts of the domicile, and held adversely, it is manifest 
that the court of original jurisdiction ts not to be thus shorn 
of its powers Precisely such a case has occurred in the 
court below. The will and a codicil of James Alden, who 
died in this District, were sent to Charlestown, Massachu- 
setts, on the supposition that the decedent was domiciled 
there. The will was admitted to probate in Massachusetts, 
but probate of the codicil was retused, as it had not been 
attested as required by the laws of that State Both will 
and codicil were executed properly) Dy the laws of this 
District lhe codicil gave legacies amounting to about 
$20,000. ‘The legatees under the codicil thereupon applied 
to the court below, sitting in probate, for relief. The pre- 
siding justice referred the case to the register icf take dlep- 
ositions as to the domicile, and upon hearing the evidence 
made a decree that the decedent had his domicile here; 
that the supreme Court of the District had original juris- 
diction in the matter of his estate: and that an exemplified 
COP of the will and codicil should be admitted to probate 
here 

See 4 Proceedings Kegister of Wills. }?. 146 

No appeal from this decree was tuken, It will be seen 
that Mii Justice James in the present Case followed the 
Alden precedent throughout. 

The Supreme (Court ot Massachusetts has decided that 
if a will of one who died domiciled in that State should 
be detained by the courts of another State, it would pro- 
ceed on a copy, as in the case of a lost will. 

Loring i" Oakey, GS Mass., 269 

In Gilman v. Gilman, 52 Me., 165, the original will had 
been sent out of that State to New York where it was ad- 
mitted LO probate. (See In re. Gilman, 88 Barb., HOS.) 


Afterwards, upon proot that the domicile was in Maine and 


that the original will was held by the surrogate in New 


Y ork, a COpy 
be night 

In Caulfield su in. Soa UN 
his domicile in 
both in France ntidi it Yew ) 
bated in France, iD} 

Wis admitted oO probpat \ é 
that 


there based 


because Tie 


surrogate bad no jurisdt 


por provat 1?) r 


:.. LoY.o a man who had 
iris, leaving property 
+. 


nN ifie@ W | Wiese Trsil pro- 


mpined copy 


\ lt was contended 
= 4 : 

,% ‘ ‘ 7 3 " ' : 3 : 

ny \ew rOork tive provate 

ruil ‘ Viis Void That ine 


_ wit TesStTarol Vis 1 (ALE ecountryv. Navin id 
domicile at tne time OT His deat ecilv of New Y ork. 
, ' ti . yf i : | y ‘ ‘ sat ’ , P i 
ritie rie iti prope ity Liat '% + ’ _ ’ Po «et rhe i petri « Licht 
lurisdict) mto tuke proot o Vliil. ANG to admit it to 
probate no matter when it wa made. or when he died 

i ‘ : ‘ . " ; « . . > : . " 
If he admitted it to : e without sufficient proof. o1 
: 

2 H ’ > . 
without thy proot ot | Previa Ow 4 “av equires | 
Was ua mere error 1! tne exercise r is Irisdiction. and 
not judicial action without! urisdictiot md such error 
could De (*¢)] rected (rit \ th Lite iT idl i) ‘ —UTTOUALe & 

: 7: 2 -) 
court or Ap peai from its decree 
; , 
[hy Foulke artiitnerinat i4 WW cil i ie) iif Wii Or a 
} \ 
testator who Was dor ried il Yew ," kK was admitted to 
probate in that State alter a hniest, and the contestant 


appeal d 


~ 
Po 
— 
a 
a 


snowing 


from th 


aoe mord 7 , 
I iit ;eceyits itl Licht 


‘> ‘ a . 
Laat 


ppeal.ias appears 


limmerman,| a copy or the 


will was admitted to ropate lt Lou Siana, where the tes- 
tator had real estat: The probate in New York was va 
cated on A} pen I New rorK and issues sent to a jury. 
The ‘oO pate n Louisiana ¥ not at that time disturbed 
The “ universal legates nder the \ then sold the 
Louisiana reali estat | Dal ith Louisiana was next 
set aside If Vas. howe ‘ t | that the pur hasers had 
a good title, because they bought in good faith, before thee 
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Indeed, in this country, where so man) testators dispose 
by will of property situated in different States, it is obviously 
out of the question to require the production of the original 
will in each State. 

In such cases the original is filed in one State, and the 
courts of the others proceed on copies, Qt course it is 
proper and usual that the Probate Court of the place of 
domicile should have the original will; but if, from mistake 
or otherwise, the original paper is first filed in some other 
court, it would be against all reason and every analogy to 
hold that, on that account, the court of the domicile loses 
its great prerogative O} deciding for the whole world 
whether the will is a valid disposition of personal property. 
Such it rule would place testators, courts, anid legatees alike 
at the merey ot the executor, 

As to the failure of the court below to examine the wit- 
nesses to the will before admitting it to probate, it is to be 
noted that the transcript of the reeord from Missouri which 
was presented with the petition for probate here showed 
that the witnesses had been examined (the will having been 
sent back to this District for that purpose) before a magis- 
trate here, and that their testimony established all the facts 
necessary to entitle Lhe will to be probated here. And if 
no such evidence had been submitted, and the court below 
had admitted the will to probate upon the oath of Trues- 
dell alone, that would have been merely an irregularity, 
and the probate, as already shown, would have been good 
till revoked, and conclusive on all concerned. 

The present case is more favorable to the appellees than 
any of those above cited in this, that the testator in this 
ease, by his will, contemplated two separate and inde- 
pendent administrations. He appointed Ennis executor 
‘so far as my property in the State of Missouri is con- 
cerned,” and then proceeded to appoint George Truesdell 
“to wind up my business in the District of Columbia, so 
far as not to interfere with the rights of Otis Bigelow, my 


ot 


27 
surviving partner ’’ (3). He does not name Truesdell! ex- 
ecutor, but that is clearly what he meant; and that is suffi- 
cient. (1 Williams on Executors, 329, note 6; 1 Red. on 
Wills, 62; Hartnett vr. Wandell, 60 N. Y., 350.) And so 
the court below held when it admitted the will to probate 
here and issued to Truesdell letters testamentary (7). That 
decree has never been ussalled Db ad) one, W hen the al- 
leged heirs tiled their “statement of facts and notification,” 
they term Truesdell * one of the executors of the last will 
and testament of John F., benjamin, deceased ,”” (] L) and 
warn him as “executor aforesaid.” ‘There is no doubt that 
a testator hus the right to appoint different executors for 
difterent localities 

3 Redtield on Wills, 53, 72 

| Williams on Executors, Book III, chap. 3, p. 251. 

Despard ¢. Churchill, 53 N. Y., 192. 

Hartnett v. Wandell, 60 N. Y., 350. 

Sherman / VPage. SO N. : oe 125. 


Ilunter ¢. brvyson, ._G@ &/. 433 


2 A j ‘| t) my a j) Vrioulhion 


The Will bas ing been admitted to probate here, and the 
court having decreed that it had original jurisdiction in 
the matter of this estate. and creditors being all satistied, 
distribution followed as a matter of course, unless there 
WAS a supersedeas, or some order of the court to the con- 
trary. 

‘he record shows no steps taken by the appellant look- 
Ing lO ab appea between the 28th of Mebruary, l580, when 
the decree in question was made, and the 5th of March 
following, When the distribution was ordered. It is true 
that Mi: Lowe. on the 15th March. (1838) and again on 
the 19th of that month (191), after the distribution was 
ordered and completed, filed a paper in which he claimed 
to have given “ notice that be would appeal” in open court 


al the time the decision as to domicile Was announced, and 


28 


he moved the court to enter such a notice nunc pro tune, 
But this motion was heard upon affidavits showing beyond 
question that no appeal had been taken (192, 193, 198, 200, 
202, 203,) and the motion was overruled at the same time 
that the court refused to open up the order of distribution, 
the two decisions being embodied in one order—that dated 
April 16, 1880 (204). The appeal that was thereupon taken 


to the General Term was an appeal only from so much ot 


the order of 1l6th April as refused to set aside the order of 


distribution (204 

Moreover, the alleged appeal of 28th February, LSS80, 
had already been abandoned by the taking of an appeal in 
proper form from the decree as to domicile on the 27th of 
March following (195). ‘This was three weeks after the dis- 
tribution had been made (202), and of course a supersedeas 
then was not contemplated, For that reason the penalty 
of the appeal bond was fixed at $100 (194 simply to cover 
costs of the appeal! And as there was no supersedeas at 
any time, and no application in any form for a stay of pro- 
ceedings, the executor was entitled to his order of distribu- 
tion, having, as the decree of distribution recites, given 
notice to the world as provided by law. 

Act ot 1708, chap. LOL, sub-ch. 13. Sec, 12. 


but we stand on broader ground than this. We main- 
tain that the /aw required Truesdell to pay the legacies 
when he did, and that therefore the order ot distribution 
“agyrieved ” nobody 

by the Maryland act of 1798, chapter 101, sub-chapter 
10, section 6, it is provided that when, by the first or other 
account of an executor or an administrator with the will an- 
vexed, it appears that the known creditors have been paid, 
“it shall be his duty to deliver up the estate in bis bands to 
those entitled,” and that he shall not be hable tor ani debt 
afterwards notified to bim if he shall have advertised prop- 


erly, unless assets shall afterwards come into his hands. 
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Sub-chapter 11 of the same act provides that when debts 
have been discharged the administrator “shall proceed to 
make distribution of the surplus as follows,” and then 
enumerates the relatives entitled. 

Finally, section 14 of sub-chapter 8 provides that it shall 
be the duty of an executor, within thirteen calendar months 
after the date of his letters, “to pay each claimant his just 
proportion of the money then in his hands. It shall like- 
wise be his duty once 1n every term of six months after the 
first distribution to make distribution of the money which 
hath since come into his hands, until he shall have fully 
administered.” 

It 1s clear that the moment ‘Truesdell! received his letters 
as executor in this case the laws just cited became his rule 
of action. To save the rights of creditors, and for no other 
purpose, the law required him to advertise his appointment, 
and the prescribed time for the filing of claims of creditors 
having elapsed, and the creditors being paid, he was then 
, 
475; Conner v. Ogle, 4 Md. Ch., 445,451.) The proceed- 
ings in Missouri could not aftect this duty. He was to look 


hound to pay tne legacies (Conard ?. Worrell. 1G. & » § 


to the will and to our luw for his instructions. and not toa 
foreign tribunal To the will mainly, because, in the lan- 
guage of this court in Kenneck v. Chapman, 9 Pet., 475, 
“the will is the executor’s law.” ‘This court said also in 
Hill «. Tucker. 18 How.. 466: “The executor’s interest in 
the testator’s estate is derived trom the will, and vests upon 
the latter’s death, whatever may be the form which the 
law requires to be observed betore an executor enters upon 
the discharge of his functions.” So the Snpreme Court 
ot Pennsylvania held in Peeble’s Cuse, lb S. & | a oY, that 
the authority of an executor is derived from the will; that 
the probate is conclusive evidence oOo! the will. and that 
therefore acts don by him as erecutor after probat and hefore 
revocation of pr hate are valid 


The whole tenor of our testamentary law, as the extracts 
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cited above sufficiently show, is to require executors, after 
taking out their letters, to pret legacies as Soon as possible, 
saving only the rights of creditors. An executor under 
our law may pay legacies the day after he receives his let- 
ters if he choose to run the risk of not having enough 
assets left to pay the debts. (Evans ¢. Iglehart, 6 G. & 
a. 191.) Nobodys but creditors ean hold him to account 
for so doing. And this is the common law. *“ If tne state 
of the testator’s circumstances be such as to enable execu- 
tors to discharge legacies at an earlier period, [/. ¢., before 
debts are paid,| they have authority to do so.” (2 Williams 
On Executors, i387. and Ssece HOLES, } 

The court below, it will be observed, was never asked to 
direct the executor not to pay legacies pending the alleged 
contest in Missevuri. And if it had been asked, il had no 
power to do 80. lt cannot grant an Injunction. It is a 


court with powers limited to those expressly viven it by 
the statute. (Act of 1798, chap. 101, sub-chap. 15, sec. 20.) 
[t can take nothing by implication. How, then, could it 
restrain the executor from complying With the CxXpress 
mandate of the law, which said to him, * Having paid all 
debts, you will how proceed Lo pret legacies” ¢ In Mary- 
land, authority to do this substantially was given by the act 
of 1810, chapter 34, (see Hanna v. Munn, 3 Md., 233, and 
Dorsey's ‘Testamentary Law, p. OY,) but there is no such 
provision in torce in this District, 

Thus at the close of this investigation, as at the outset, 
the fundamental error of the appellauts in this whole pro- 
ceeding is manifest. When they filed their * Statement of 
facts and uotification ” they should have averred that the 
domicile of the decedent was in Missouri, and that the 
validity of the will was being coutested there, and have 
given the legatees and the executor, ‘Truesdell, notice that 


thev would move to tuve tue probate by re vacated and uk 


collector appointed 
Act ot 170s, ( hap LOL, sub-chiap, >. Sec. 14. 


The filing of that paper was of as little use as if. it had 
been thrown in the fire. The executor, with his letters 
testamentary in his hand, was proceeding under the will 
and under the law to administer the estate, and no such 
paper could stay his hand. 

The only error committed by the court below in special 
term was in not granting at once the order asked for by 
Mrs. Allen and Rowan in their original petition. Cer- 
tainlv the “heirs” were not in court. and the presiding 
justice did more than the law required of him when he 
called them in Kor nearly three vears they had stood by 
with fall knowledge nid) =SeeC] ine L\dministration of the 
estate going regulariv on in this District, and had asked 
for no reliet If they have been injured at all, that injury 
is the necessary result of their own mistakes; and those 


’ 


This court cannot! nndertake to corres 
i il ‘ iii j tn 


A. S. WORTHINGTON, 
Attorney } f/ L. DuBois, Adminis- 
. 2 {, s & B. Ri Wah, 


